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Antara Gaf Bach Brand Sweatshirts 1119 
Apexin 82 Baker Furniture 
Aquabird Company 
Aquaco 82 Bale King 
Aqualoy . Balls 
Aqua Matic 82 Bamyl 


Aqua Trampoline 
Aqua-Tyte 
Arcolite 
Arden 
Ardmore Farms 
Ariden 
Acto 220 = Arlidin 
Adjusta-Fit Ar-Tik 
Adjusters Ascot Textile 
Adjusto man Corporation 
Aero 


Batter Whipped 
Bayers 
Beam 


Aeromist Seana we 
Aero-Safe Atcopen eautiful Crown 
Aero Shave Atcopon Beautiful Hair 
Atcosoft ae 
eauty Can 
—— Beauty-Fold 
Beautyrest 


Atlantic Bedford 


Atlantic, The 608 rad 
Atlantic Almanac, The 610 eethoven 


Beethoven Brand Sweat- 
shirts 
Bel-Air 
Alligator Company, The 1236 Bell-Tex 
All-Purpose 866 Atlantic Contests for Bermuda _ ..... 
Alpine Lodge High School and Berns Air King 
Alpine Motor Lodge Private School Betty-Kay 
Alpine Motor Lodge, Students, The Big Dad 
Inc. Atlantic Monthly 
Altara Gell Atlantic Monthly, The 608 
Alumatone Atlantic Monthly Press .. 609 ; 
Alumikote Atlantic Monthly Press, Birdsnack 
A’Lure The 608. 62 Bissell . 
Atlantic Monthly Press Black & White 
American Beauty Book, An 611 Blendaire 
American Express Atlantic Paperback Blendette ; 
American Gentleman .... Atlantic Paperbacks Bleu de Brebis 
American Girl Atlantic Press Blistone 
American Institute Atlantic Readings Blis-To-Rub 
American Institute of Attacat Blis-To-Sol 
Accountants, The Audio Fidelity 343 Blue Bell 
American Institute of Automagic Bonamine. .... 
Certified Public Auto-Medic 869 Bonded Liquidator Co. .... 
Accountants Auto Spray Bon-Dee Lifetime 
American Institute of Autotechnicon Bo-Peep 
Certified Public Bourbon Supreme 
Accountants, Ine. ........ 
American Institute of 
Public Accountants 
American Oil Co. ............ 861 B Brahms Brand 


American Oil Company 859 Sweatshirts 
860 Brand 


Atlantic Classics 
Atlantic Contests for 
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Dan P. Watts Photo 
Murals 

Debonair 

Decoto 

Deister 

Deister Overstrom 

Deister-Overstrom 

Deister-Overstrom 
Diagonal-Deck 
Tables 

Dempster .... 


D 
Diablo and devil design 1148 
Diagonal-Deck 490 
Diamond and/or 
diamond-shaped 
design 
Diamond Altar 
Diamond Gardner 
Diamond Lustre Finish 634 
Diamond National 
Diamond Quality 
Diamond Thrifty 
Diesel 
Digimatic 
Digit-Matic 
Diners 
Diners’ Club, The 


Dior Originals 
Dip-Stick 
Dirtmaster 
Divo-Tramp 
Dixi-Cola 
Dobra 

Domino 
Don-About 
Dorrclone 
Dosol 


Dragon 
Dram-A-Mine 


Dramamine .... 


Dri-Fri 
Drillmaster 


Duck Brand 

Duck Seal with 
representation of 
Fanciful Duck 
imprinted within dual 
concentric circles 

Dumplingettes 

Dumpmaster 

Duotex 

Duotite 

Dupli-Color 
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Duraply within a 
triangular design 

Dura-Turf 

Duron 

Durox 

Dust- Master 

Dutch Masters alone and 
with representation of 
a painting The Master 
Cigar in association 
with Dutch Masters .... 

Dye’s Yummy Taffy 


Easter Seal 
Easter Seals 
Easy-Carve 
Easy-Carve Ham 
Eau de Joy 


Eggonettes 
8 Ball 
8 Balls 
Fight Balls ..........000.0....... 
R8¢ Store, The 
88¢ Stores 
RRRB Items at 88¢ 
Elasticseal 
Electro-Matic 
Electro-Voice 
Flectro-Vox 
Flizabeth Kent 
Ellicott Dragon Model in 
association with 
illnstration of 
dragon 
Englander Trundlbunk .. 
Eraser Stik 
Erec-Tronics 
Eskasizer 


Ever-Ready 
Exercycle 
Extraordinaire 
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E-Z Krinkles 
E-Z Planter 
Eze-E-Cut 

Ezra Brooks 


Fanciful Duck 

Fanfold 

Fashion Modes .............. .. 1047 
pS EE es . 512 
Products 


Feathercombs 
Featherlight .................... i 
Featherlight Comb ........ ‘ 
Featherlight Combs 
Federal Securities 
Corporation .................. 479 
Federated ...........------cee-« .. 1143 


308 
310 


First National ............. Rae 
First National, The 
First National Credit 

Bureau 
Fisher’s Golden Roll 
Fisher’s Green ’n Gold .... 
Fisher’s Home Quality 635 
Fisher’s White Gems ...... 635 
Fishin’ 5 338 
Fishin’ Five 
Flavaroma 
Flav-aroma 


Fleischmann’s 


Flight Master 
Flintkote 

Flit 

FI 


Fiving Ranchwear 
Fiving Super-Go 
Gasoline 
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Formally Yours. .............. 748 
Formal Time .................. 748 
> . er 1049 
BEATCIOCET ann cnnccscccsessosennsee 1361 
i Een 172 
Freezo-Mint  ............--..+-.- 172 
RRR erento 748 
OE eee ae 1044 
|e ree caenneer 1044 
AE RE ia asa ae OE 1361 
SURI? «cecal cach olacener 1357 
| ogee ererene 1357 
is te ene 223 
Frisko 49er .........--.---:+--+++- 1049 
Fritatos 

Fritos 

Frostie 748 
Frostie Old Fashion ...... 748 
ee 748 
Fruit of the Loom .......... 835 
NN cic ssccsscatswasdeeaiemesaiins 828 
RE einanoae 828 
Fuller’s Quality .............. 828 
Fully Cooked .................. 277 
OO eae 871 
PRHIAZONG <....--.0.cccecceescaesee 871 
| see 749 
Fun Fashions ...........-..--.--- 873 
SII ~ sssciccsscamevmemepicestath 749 
Furniture Fair ................ 1328 
SOME ssciicinssatiaestietiesgpasiaiaiiiae 1044 

G 

Gadabout(s)  -......-..-s--0-+ 85 
2 eee 627 
Galey & Lord .................... 872 
RI ois casnnsnauecees 202 
Garden of Eden ................ 622 


Garden of Eden-Heavenly 
Cheese-Sheep’s Milk 


Blue-Mold Cheese ...... 1212 
RR SSD TUT 820 
NOUOIITE: ociscsceccecsscesseteccsses 1241 
0 eae 872 
_ ee 838 
Gault Monument Co. ...... 838 
INE sahaichectithsnputintninnsii 872 
| EEE ents 85 
General Adjustment. ...... 330 
General Adjustment 

ON ae 330 
ee 873 
OS eee 189 
Gil’s Super 88¢ Store ..... 475 
EEE 347 
OS rena. 749 
Glacier Club ...................... 749 
Glacier Freeze .................. 749 
are 859 
Glamor Fold .................... 869 
res 1045 


| ee 749 
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Goal-Coat, The 


Golden Grid, The 


Golden Satellite 
Golden Touch 


Grator and Greator 





Great I X L Auction 


Greek cross design 

Greek Symbol Omega .... 

Greek Symbol 
Representation 


Haig & Haig Pinch 


Hal Coops Industrial 
Photo Service 


Highland Mist 
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Hiram Walker ................ 189 
=a 635 
Hi-Speed Drillmaster .... 84 
Homemaker Group ........ 1038 
_ ¢ eee 1105 
Hot Shoppe, The ............ 1107 
Hot Shoppe, Inc., The .... 1108 
a 1105 
Household Ammonia ...... 1347 
Humanized Peanut 

ae 88 
aR EN 345 
Hydra-Matic .................... 1145 
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Investograph(s) .............. 85 
_. = eee 
ce 
Iron Master’s 
Ironwear ....... 
aa ees 
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Jack Daniels 
Jackies 

Jack La Lanne’s 
Jack’s 
Jalcase 
Jal-Dor 
Jal-Duct 
Jalloy 
Jal-Master 
Jal-O-Vent 
Jalten 


Jenkins 
Jenkins Bros. ..........---------+ 
Jerry, Finn 


Joe 

Joe’ ; 88¢ Store 

John P. Dant 

John F. Kennedy and 
PT-109 

John F. Kennedy & 
PT-109 

John F. Kennedy and 
PT Boat-109 

John F. Kennedy in 
World War II 

John F. Kennedy 


Jubilee Fashion, A 
Jubilee Jeans 
Julep 


Juniorettes 
Junior Grads 


K in a circle 

K within a circle 

K within two hexagonal 
designs 

Kaiser 

Kaiserhof 

Kalak 

Kalak Water 

Kalistron 


Kelly. Holiday 
Photography 
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Kelly’s Industrial Photo 
Services, Inc. ............-+- 695 


y 
Kidettes 
Kilmarnik 


King Trio 
Kitchenaid 
Kitcheneer 


Knight of California 
Knodelettes 
Knudelettes 
Kodax 
Koh-I-Noor 
Kool Kooshion 
Kool-Wate 
Korexin 
Korn-Krib 
Kountry Klub 
Koveron 
Kreml 

Krinkle 
Kroger 
Krylene 
Kumfoot 
Kupnenheimer 
Kurley Kut 
Kurlkutters 


Lad and Lassie 221 
-, >) l ee 1367, 1368 
Lads by Bristol 

La Grisette 

La Lanne’s 


Landmark Book 
Landmark Books 
Laveeite 3. Ot. D. ....... 
Lather Joy 

Lathrop Beauty 

La Trique 

Launderall 

Lavender Mist 
Lavender Sachet Mist .. 
Lawn-Boy 
Lawnsmith 

Lawyers 

Lemuval 

Le Page 

Libraphone 
Librascope 

Lidoderm 
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Lifetime 

Lil-Dad 

Lincoln Beautywear 

Liquidators 

Little Bo-Peep 

Little Boys Baseball 

Little Dragon illustration 871 

Little League Baseball ..... 221 

Liitle Miss 

Little Miss Pony Tail .... 1046 

Little Oscar (and 
representation 
of a chef) 

Loader 

Longhorn 
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Luau 

Lubbock Wagons 
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Lucky-Mack 

Lucnxy-Mmack King 
Florida 

Luminal 

Livct~ tite 

Lustrite 

Lutrexin 


MCTC monogram 
Madonna 

Magnaflux 

Magna-Fold 

Magnatril 

Magneflex 

Magnocyl 

Maid 
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Maple Farms 
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Marques del Merito 
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Master Cigar, The 
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Jack Daniels 
Jackies 

Jack La Lanne’s 
Jack’s 
Jalcase 
Jal-Dor 
Jal-Duct 
Jalloy 
Jal-Master 
Jal-O-Vent 
Jalten 


Jandoliers 

Jantina 

Jantzen 

Jenkins 

Jenkins Bros. ...........-.------- 
Jerry Finn 

Jerry’s 

Jet-Pak 

Jet Star 
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Joe's s 88¢ Store 

John P. Dant 

John F. Kennedy and 
PT-109 

John F. Kennedy & 
PT-109 

John F. Kennedy and 
PT Boat-109 

John F. Kennedy in 
World War II 

John F. Kennedy 


Jubilee Fashion, A 
Jubilee Jeans 
Julep 


Juniorettes 
Junior Grads 


K in a circle 

K within a circle 

K within two hexagonal 
designs 

Kaiser 

Kaiserhof 

Kalak 

Kalak Water 

Kalistron 
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Kelly. Holiday 
Photography 
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Kelly’s Industrial Photo 
’ | | 


Kidettes 
Kilmarnik 
Kilmarnock 


King Trio 
Kitchenaid 
Kitcheneer 


Knight of California 
Knodelettes 
Knudelettes 
Kodax 
Koh-I-Noor 
Kool Kooshion 
Kool-Wate 
Korexin 
Korn-Krib 
Kountry Klub 
Koveron 
Kreml 

Krinkle 
Kroger 
Krylene 
Kumfoot 
Kupnenheimer 
Kurley Kut 
Kurlkutters 


Lad and Lassie : 21 
Lan a Dee ................ 1367, 1368 
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La Grisette 

La Lanne’s 
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Larson’s S. M. D. ............ 
Lather Joy 

Lathrop Beauty 

La Trique 

Launderall 

Lavender Mist 
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Lawn-Boy 

Lawnsmith 

Lawyers 

Lemuval 

Le Page 

Libraphone 

Librascope 

Lidoderm 


L (Cont.) 


Lifetime 
Lil-Dad 
Lincoln Beautywear 
Liquidators 
Little Bo-Peep 
Little Boys Baseball 
Little Dragon illustration 871 
Little League Baseball ..... 221 
Liitle Miss 
Little Miss Pony Tail .... 1046 
Little Oscar (and 
representation 
of a chef) 
Loader 
Longhorn 
L UOrigan 
Low Sugar 
Luau 
Lubbock Wagons 
Lubriderm 
Luckie- Mack 
Luckie Magic 
Luckie’s 
Luckie’s (King Fla.) .... 
Lucky-Mack 
Lucny-Mmack King 


MCTC monogram 
Madonna 

Magnaflux 
Magna-Fold 
Magnatril 
Magneflex 
Magnocyl 

Maid 

Maid in Paris 
Maison d’Or 

Major 

Majorette 

Mamma Mia 
Mana-Vite 

Manivita 

Maple Farm 

Maple Farms 
Marcrest 

Mar-Crest 

Mareto 

Marine Dealer 
Marka 

Marka Dobra Szvnka .... 
Marques del Merito 
Marriage Proponents .. 
Master _........ : 
Master Cigar, ‘The . 
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Permafresh Powder Up Red Cup With the Cone, 
Perma Line Powertron The 

Permaspray Preformed Red Devil and 
Permatan representation 


Perma-View Redi 
Redi-Arc 


pent Products Prestive**48Biate "1050 Redi-Set 
orporation 
Petroflux wry: Mon ag 0 within design 
pHisoAc Prettysoft eo Turbodiesels 
Pretty Soft Representation of Devil 
Pretty Up sometimes colored red 
Phonette Pride of Virginia Representation of a Duck 
Phonettes 456 Prince 1 and word Brand and 
ill Peinee Bee a ~ emge Sheds 
ictur, rinters ater alone or in 
Picture of the face of a P association with words 
bearded Scotsman 114 Duck Brand 871 
Pilgrim Pine and Representation of Head 
— of Roman Soldier 873 
ot a p i i a 
Pilgrim’ Shop and ee the key 
£ . ymbol within 
representation 0 Prom Plaid which appears. the 
a horse-drawn Prontos words “by Napier” .... 1370 
carriage i- Mi Representation of Roman 
Pink Poodle Pro-Vita-Min Soldier 
Planeloader PT Boat 109 


Plantation Pride PT Boat-109 Representation of Tree .... 


Plasma-Vac PT-109 Reprofax 


Plastic Personalities PT 109. Donovan Resistab 
Plastic-Personalities PT 109 The Adventure Rev-Loc 
Plasticseal That Made a President 850 Revlon 
Plasti-Lac oe PT 109 John F. Kennedy 
Plasti-Personalities in World War II 

Plastiseal PT 109: John F. Kennedy 

Plastolac in World War II 850 

Plavac PT 109—John F. 


Playboy : 
Playboy’ s Playmate of Kennedy in World Ricci of Haymaker 


the Month ~ Pa Ride-Guide 
Playmate P Rinco 
Playmates. .........--.------+0s+0++ Ringet 


Ring-Go 
Pyramidal design in Rock-Flex 
Polaraid, Inc. 
Polar Bear 
Polar Boots 
Poly Roman Crest 
Poly Butter Dishes Quadralene Roman Crest with 
Poly Cutlery Trays Quadrolube representation of 
Poly Ice Cube Trays Queen Bee - Head of Roman 
Poly Mixing Bowls Quick Soldier 
Poly Paper Quiloflex Roman Meal 
Poly Pitcher Quinoplex Roman and Roman Meal 
Poly Pitchers with representation of 
Poly Ware Roman Soldier 
Pony Express Roman Soldier 
Pony Express, The : . Ron Llave with or 
Portion Controlled Rain King without representation 
Portland Cleaners Rainmaster of a key 
Portland Cleaning Ranch Romances Roquefort 
Works Random House Roquefort Cheese 

Posner’s Ebonaire Rangeland Romances Royal 
Poudre de Toilette Joy 843 Rarolite Royal Knight 
Poudre Joy 843 Ruby F00 ........-.ccccecceee 149 





Vol. 52 TMR PART II—WORD LIST 


S (Cont.) T (Cont.) 


Timeds 
Sweater Knit Tini-Tramp 
Sweater-Mates 
Sweater Soft Tintstik 
Swedish Tintz 
Swedish Masseur Tissue-Tek 
Swedish Milk Diet Todd’s Tru-Line 


— Tomato Diablo within 
weeteen rectangular outline of 


a flames and chef 
wissaire .... design 


Sylvan 


: Tom Terry 
- cela - (: o *£ or 1150 


Synat Tom Thumb 
ei Topp-Cola 


Totettes 
Toun House 
Town House 
Town Talk 
Tramp 
Trampoline 
Transac 


iner 
Tales of Wells Fargo .... Transacter 
Tarleton Transec 
Tarleton (superimposed Trel 

on coat of arms) Trelease 
Tarpto Trendley 
Tasti-Freeze Trimalite 
Ta-Tos Trim-A-Luster 


Trimbrite 
on lor Company Trimedge 


Techni-Chemical & Trimends 
Technicon Trimmer Boy 
Trio 
Trop-Artic 
Trubenized 
Temp-Gard Truck Insurance 
Terry Exchange 


Terry Twinks Trucloader 


True-Line 
Test Is in the Touch, The = Suandie Pain and dadan 635 


Truscon 


Textralized 

Therm-A-Chest 

Therm-A-Jar 

Therm-A-Jug 

Therm-A-Kooler 

Thermex 

Therm-Ma-Icer Tumbleweed 

Thermotan Tummytones 

Thermotub DMI nnn nnnnnn enna 
Therm-Oven China Tums for the Tummy .... 
Thompson Farms Brand 277 Turbine 

Three Star 453 Turbinized 

Three Star Candles Turbo 

Three Star Lights Turbochargers 

Tide 13 Turbodiesel 

Tide Clean 

Tidey 

Tidy-Kleen 

Tiffany 223 Umpqua Broccoli 
Tiffany Originals Exchange 


U (Cont.) 


Um-Qua Valley Broccoli 
Growers 

Under-Grad 

Unico 

Unipel 

Universal 

Ura-Greeen 

Uramite 

Use Me Next—I’m 
Ready for Service 

Utilitruc 


Virginia Gentleman ....639, 858 
Virginian, The .............. . 639 
Visco 

Viscofilm 

Vision- Aid 


Vita-N-Rich 
Vita-Rich 

Vita-Seltzer 
Volkswagen 


Wakdbs Turbodiesel 

Wall 

Water-Boy 

Watertite 

Waukesha 

Wells Fargo ‘ 
Wells Fargo & Company 1235 
Wells Fargo Pony 


Western Marine Dealer 863 
Western 
Metalworking 
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White Cloud 

Wiancko on twisted tube 
design 

William A. Gault & Bro., 
Inc. 

William A. Gault & Son 

William A. Gault & Son, 


Winco 
Wing Nut 


Wing Nut Connectors .... ; 


Wings 
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Wolfie’s Floridian Style 
Fountain Creations 

Wolfie’s Floridian Style 
French Toast 

Wolfie’s Floridian Style 
Sundae Delights 

Wolfies of Miami 

Wonderod 

W oodmaster 

Wood Realty Company 480 

Workmaster 1145 

World Gift Company .... 1372 

Wrap It Drop It Forget 
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Yard/Bird 

Yardbird 

_ aes se i 
Yardloader 


Yellow 
top o 
’ork 


Band (encircling 
f fence post) 


ee cec ence ccecccccsoscscwcscoses. - 


(eee * 


York’s 


Your Gift World 
NEE NE am 


Zippy . 
Zirin P 


- esccccocooce 


FODUCES ncenvenenee 
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DIGEST OF CASES 
INDEX 


100. FEDERAL TRADEMARK ACTS 
(Construction of Statutes) 
100.1 Act or 1905 
100.3 Acr or 1946 


100.30 
100.31 
100.32 
100.44 
100.48 
100.49 
100.54 
100.60 
100.62 
100.73 
100.75 


Section 
Section 
Section 
Section 
Section 
Section 
Section 
Section 
Section 
Section 


200. PATENT OFFICE PROCEEDINGS 
200.1 RecistraBILiry (Ex Parte) 


200.11 
200.14 
200.15 
200.17 
200.19 


Eee ee ee See ae oe ee i 
Concurrent Registration 

Descriptive and Generic Marks 

Features of Goods 


200.19c Packages and Configurations 

Geographic Terms 

Grade Marks and Style Marks 

Laudatory Marks 
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200.25b Corporate and Trade Names 

200.25d Surnames 

Related Company Use 

Secondary Meaning Marks (Section 2(f)) 

ET TIT: sssciistcecrtenaenetaimretielenaietenniahdatniasitieaniniiiniandh biases siteaminaemndle “ 
Slogans 

Suggestive Marks 


REGISTRABILITY (INTER PARTES) 

200.51 In General 

Re I, ienuiicitinisiensneeitetiniintniascnnibilalitiibdiaalabaninideteidaladaduemsitninetmmenenie a 
200.55 Concurrent Registration 2.2.2... cece csecececeseceseseencesnenenceceseeseeeecenevees . 68 
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Yardbird 


Yardloader 
Yellow Band (encircling 
top of fence post) 
York 
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York’s 
Your Gift World 
ME sienieciinstiniiditiiaid .... 1372 


ZIPPY onnnnvveeeeerernne sossecnennene 
Zirin Products 


Zoom B 
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DIGEST OF CASES 


INDEX 


100. FEDERAL TRADEMARK ACTS 
(Construction of Statutes) 
100.1 Acr or 1905 
100.3 Acr or 1946 

100.30 
100.31 
100.32 
100.44 
100.48 
100.49 
100.54 
100.60 Section 
100.62 Section 
100.73 Section 
100.75 Section 


200. PATENT OFFICE PROCEEDINGS 
200.1 RecistraBiILiry (Ex Parte) 
200.11 
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200.15 Concurrent Registration _..........sccecececcesesesesecsesesececseseeneseeeeesececeseececes is 
200.17 Descriptive and Generic Marks 
200.19 


200.19c Packages and Configurations 

Geographic Terms 

Grade Marks and Style Marks 

Laudatory Marks 
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Related Company Use 

Secondary Meaning Marks (Section 2(f)) 
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200.59 
200.63 
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Features of Goods 

200.58a Functional Features 
200.58b Ornamental Features 
Geographic Terms 

Letters and Numerals 


200.64a In General 

200.64b Corporate and Trade Names 

Prohibited Marks 

200.66a In General 

Secondary Meaning Marks (Section 2(f)) 

Similarity of Goods 

TELLS See a ROT eee eT ee ee NR = 
Titles 

Trademark Use ....................... aetna uiainiiiatalaidiateil acicttin tidie Renansabivinie 
200.75a In General 

200.75c Date of Use 


REGISTRATION PROCEDURE (Ex Parte) 


200.81 
200.83 
200.86 
200.87 
200.91 
200.93 


In General 

Amendment to Application 
Classification of Goods 
Consent to Registration 
Evidence 


230. EX PARTE APPEALS 
230.2 TRADEMARK TRIAL AND APPEAL BOARD 


300. REGISTRATION PROCEDURE (INTER PARTES) 
300.1 INTERFERENCE 


300.11 
300.13 


In General 

Pleading and Practice 
300.13a Motions 
300.13b Evidence 


300.2 OPpposITION 


300.21 
300.22 
300.23 


300.24 


In General 

Parties 

Pleading and Practice 
300.23a Notice 
300.23b Answer 
300.23c Motions 
300.23d Evidence 
300.23e Defenses 
Dismissal 


CANCELLATION 


300.31 


300.33 


In General 


Pleading and Practice 
300.33a Petition 
300.33b Answer 
300.33c Motions 
300.33d Evidence 
300.33e Defenses 
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300.4 APPEALS 
300.41 Commissioner of Patents 
300.42 Trademark Trial and Appeal Board 
300.43 Court of Customs and Patent Appeals 
300.44 District Court 


. CONFUSING SIMILARITY (Also see Courts Section 600) 
400.1 In GENERAL 


400.3 Not ConFUSINGLY SIMILAR MARKS 
400.4 Crass or Goons 


. COURTS 
500.1 Basis or RELIEF 

500.11 In General 

500.12 Certification Marks 

500.14 Colorable Imitations 

500.15 Color Marks 

500.16 Common Law Marks 

500.17 Concurrent Use 

500.18 Confusing Similarity (Also see Section 600) 

500.19 Descriptive and Generic Marks 

500.20 

500.21 

500.22 Dress of Goods 
500.22a Functional Features 
500.22b Ornamental Features 
500.22c Packages and Configurations 
False Designation of Origin 
False Trade Description 
Geographic Terms 
500.26b Geographic 
500.26c Not Geographic 
Grade Marks and Style Marks 


500.32b Corporate and Trade Names 
500.32c Personal Names 
500.32d Surnames 
500.36 Related Company Use 
500.37 Secondary Meaning Marks (Section 2(f)) 
500.39 Similarity of Goods 
500.43 
500.45 Trade Secrets .. 
500.46 Trademark Use 
500.46a In General 
500.46e Deceptive Use 
500.47 Unfair Competition 


Score oF RELIEF 

500.51 In General 

OO we se a Ye een Te 
500.53 Attorney’s Fees 
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500.56 Costs 

500.57 Damages 

500.58 Injunction 
500.58a Preliminary Injunction 
500.58b Permanent Injunction 


500.71 
500.73 
500.74 Evidence 
500.74a In General 
500.74b Surveys 
500.75 Declaratory Judgment Suits 
500.76 


500.76b Estoppel 

500.76c Laches and Acquiescence 
500.77 Findings of Fact 
500.78 Conclusions of Law 
500.79 


. CONFUSING SIMILARITY (Also see Patent Office Section 400) 
600.1 In GENERAL 


. EFFECT OF REGISTRATION 
700.1 IN GENERAL 
700.2 


700.23 Incontestability 
700.3 IMPORTATIONS 


. OWNERSHIP OF TRADEMARK RIGHTS 
750.1 IN GENERAL 
750.2 ABANDONMENT 
750.3 ASSIGNMENT 
750.4 LIcENSES 
750.5 RicHt To REGISTER 


. OTHER STATUTES 
800.1 ANTITRUST 
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DIGEST OF CASES 


100. FEDERAL TRADEMARK ACTS 
(Construction of Statutes) 


100.1 Act or 1905 


The Board found that in 1932 in an opposition proceeding brought by the owner of prior 
registrations for mMEAL for various food products, the applicant had been refused registrations 
of the mark rpeE for coffee. The court held the judgment in the opposition proceeding was 
binding and registration was refused on the ground of res judicata. The fact that present 
application was brought under the Act of 1946 whereas the earlier application was under the 
Act of 1905 was of no significance with regard to the test of likelihood of confusion. The 
slight difference of the wording between the Act of 1905 and Act of 1946 did not change 
the test of confusing similarity. 629 


100.3 Act or 1946 Articles: 877, 1245 


100.30 In General Articles: 1176, 1183, 1190 


Under the Lanham Act the gist of the proceeding is “false description or representation” 
or the use of the mark which “is likely to cause confusion or mistake or to deceive purchasers 
as to the source of origin of such use of services.” Registration of a proper noun as a trade- 
mark does not withdraw it from the language nor reduce it to the exclusive possession of the 
registrant. Registration gives the owner of the mark the limited right to protect his good 
will from possible harm by those uses of another as may cause a belief in the mind of the 
public that the product identified by the infringed mark is made or sponsored by the owner of 


the mark. Lanham Act does not prohibit a commercial rival’s truthfully denominating his 
goods a copy of a design in the public domain, though he used name of designer to do so. 
It is difficult to see any other means which may be used to inform the public of true origin. 151 

Congressional power to enact legislation to protect trademarks is derived from commerce 
clause of Constitution. Protection under the Lanham Act is limited to acts in commerce 
which are regulated by Congress. Although jurisdiction cannot be stipulated, where defendant 
had admitted allegations of complaint and has filed an application to register the mark in 
question, the court has jurisdiction. A single actual sale or use by defendant in another state 
is sufficient interstate commerce. 170 

Trademarks enable one to determine the existence of common source; but not everything 
that enables one to determine source is a trademark. A trademark distinguishes one man’s 
goods from the goods of others; but not everything that enables goods to be so distinguished 
will be protected as a trademark. Some trademarks are words or configurations which are 
protected because they have acquired a “secondary meaning”; but not every word or con- 
figuration that has a de facto “secondary meaning” is protected as a trademark. A feature 
dictated solely by “functional” (utilitarian) considerations may not be protected as a trademark; 
but mere possession of a function (utility) is not sufficient reason to deny protection. 488 


100.31 Section 1 


Purpose of Lanham Act is twofold: (1) to protect the public so that it will get the 
product it asks for and wants to get, and (2). to protect the owner who has spent money 
from its misappropriation. 170 

Applicant did not comply with Section 1(a)(1) of the Lanham Act where the agreements 
upon which the right to use and register the mark MERITO for rum were limited, the record 
showed no right to a registration broader than the contractual right to use and the application 
lid not contain the required statement of such limitation. 725 
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Article: 953 










100.32 Section 2 





Although court affirmed decision refusing registration of an alleged trademark consisting 
of a woven rectangular tag distinctively located on the side seam on the outside of trousers, 
it found that the word “includes” in Section 45 in defining other terms and the language of 
Section 2 was not intended to restrict registrable trademarks to those complying with the 
definition of Section 45. Anything recognized as a trademark prior to the Act of 1946 would 
still be so considered notwithstanding Section 45. Granting that a “location” per se cannot be 
a trademark, the court could not see why a particular “tag” particularly located on 


particular goods, could not indicate origin. 55 


Where registration was granted under Section 2(f) as becoming distinctive of applicant’s 
goods, Trademark Trial and Appeal Board could cancel registration where it was shown that 


mark was the common descriptive name of the product and could not have acquired a 
201 















secondary meaning. 


An understanding by the trade that PoLy PITCHER meant a pitcher made of polyethylene 
might have prevented its registration under the statute, but does not deprive the mark of its 


common law validity in relation to the public. 405 








The test of trademark infringement under the Lanham Act and of unfair competition 
under Illinois law is whether defendant’s use of a mark is likely to cause confusion as to 


the source or origin of the goods. 424 










Trademarks enable one to determine the existence of common source; but not everything 
that enables one to determine source is a trademark. A trademark distinguishes one man’s 
goods from the goods of others; but not everything that enables goods to be so distinguished 
will be protected as a trademark. Some trademarks are words or configurations which are 
protected because they have acquired a “secondary meaning”; but not every word or con- 
figuration that has a de facto “secondary meaning” is protected as a trademark. A feature 






















dictated solely by “functional” (utilitarian) considerations may not be protected as a trademark ; s1 
but mere possession of a function (utility) is not sufficient reason to deny protection. 488 
The decision of the Board refusing applicant’s registration was reversed on appeal. The 
court held the slogan USE ME NEXT—I'M READY FOR SERVICE for “Fourdrinier Wire Cloth” 
was distinctive, capable of distinguishing applicant’s goods from those of its competitor and th 
registrable as a trademark within the definitions of Sections 2 and 45 of the Act of 1946. 625 to 
The Board found that in 1932 in an opposition proceeding brought by the owner of prior _ 
registrations for IDEAL for various food products, the applicant had been refused registrations . 
of the mark wee for coffee. The court held the judgment in the opposition proceeding was “s 
binding and registration was refused on the ground of res judicata. The fact that present La 
application was brought under the Act of 1946 whereas the earlier application was under the 
Act of 1905 was of no significance with regard to the test of likelihood of confusion. The we 
slight difference of the wording between the Act of 1905 and Act of 1946 did not change the 7 
test of confusing similarity. 629 
men 
the 





Opposer challenged right of applicant to register WELLS FARGO PONY EXPRESS since Section 
2(a) of the Act prohibits registration of a mark which may disparage or falsely suggest 
a connection with persons living or dead or an institution and such. Opposer may not avail 
himself of this section since opposer cannot qualify as an institution or person within the 


meaning of Section 2(a). 1231 








The Board found that the use of ABBEY and FRIAR’s by applicant would not falsely suggest 
that the bread sold thereunder emanated from or in some way was associated with opposer, 
Trappist Monks. In order for opposer to establish damage under Section 2(a), the Board 
held opposer must show that applicant’s use of FRIAR’S and ABBEY would falsely suggest an 
association with it specifically rather than with “a monastic order.” 1357 
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100.44 Section 14 


Applicant moved to restrict the goods identified in opposer’s registration to ferrous 
metallic pipes. Where a partial cancellation of registrant’s goods is sought, the relief must be 
effected under Section 14(c) of the Act on the ground of abandonment by virtue of nonuse 
of the mark on the indicated goods. 509 










100.48 Section 18 


Section 18 of the Act expressly provides that the Commissioner may cancel or restrict 
the registration of a registered mark as the rights of the parties may be established in the 
proceeding. 509 










100.49 Section 19 


Section 19 of the Act of 1946 is limited to inter partes proceedings since the equitable 
principles of laches, estoppel and acquiescence are based on facts and should not be applied 
either in favor of or against one not a party to the proceeding. 725 













100.54 Section 24 


The Board held all evidence produced by either party in a cancellation proceeding con- 
cerning events or matters which occurred subsequent to the date of the application for regis- 
tration of the mark on the Supplemental Register was immaterial and irrelevant to the 
determination of the issue. Section 24 of the Act of 1946 provides that a registration on the 
Supplemental Register shall be canceled if it is found that the registrant was not entitled to 
register the mark at the time the application for registration was filed. 206 










100.60 Section 30 


Although the respective goods of the parties fall in different Patent Office classifications, 
such classifications are immaterial in determining the likelihood of confusion. 507 

















100.62 Section 32 





Under the Lanham Act the gist of the proceeding is “false description or representation” or 
the use of the mark which “is likely to cause confusion or mistake or to deceive purchasers as 
to the source of origin of such use of services.” Registration of a proper noun as a trademark 
does not withdraw it from the language nor reduce it to the exclusive possession of the registrant. 
Registration gives the owner of the mark the limited right to protect his good will from 
possible harm by those uses of another as may cause a belief in the mind of the public that 
the product identified by the infringed mark is made or sponsored by the owner of the mark. 











t Lanham Act does not prohibit a commercial rival’s truthfully denominating his goods a copy 
E of a design in the public domain, though he used name of designer to do so. It is difficult to see 
e any other means which may be used to inform the public of true origin. 151 
¥ Intent to deceive the public is not a material element in allegation for trademark infringe- 
9 ment, although it is necessary to prove intent in order to receive profits or damages under 
n the Lanham Act where goods are substantially different. Lack of similarity of packaging 
st strongly suggests no intent to infringe. 171 
a 100.73 Section 43 
31 Under the Lanham Act the gist of the proceeding is “false description or representation” or 
the use of the mark which “is likely to cause confusion or mistake or to deceive purchasers as 
est to the source of origin of such use of services.” Registration of a proper noun as a trademark 
7, does not withdraw it from the language nor reduce it to the exclusive possession of the registrant. 
rd Registration gives the owner of the mark the limited right to protect his good will from possible 
asf harm by those uses of another as may cause a belief in the mind of the public that the product 





identified by the infringed mark is made or sponsored by the owner of the mark. Lanham Act 
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does not prohibit a commercial rival’s truthfully denominating his goods a copy of a design 
in the public domain, though he used name of designer to do so. It is difficult to see any other 
means which may be used to inform the public of true origin. 151 

Section 43(a) of the Lanham Act was not merely a codification of the common law on 
unfair competition. This section applies where a defendant advertises its inferior and much 
cheaper product by featuring a reproduction of plaintiff’s product creating the impression that 








the products are alike and causing trade to be diverted. 455 
Proof of defendant’s intent to deceive is not a prerequisite to injunctive relief under the 
terms of Section 43(a) of the Lanham Act. 469 





Complaint alleging false designation of origin of defendant’s goods within Lanham Act 
Section 43(a), 15 U.S.C. 1125(a) by reason of imitation by defendant of plaintiff’s box as to 
coloring, design and placement of letters was dismissed on motion, court not having jurisdiction 
of the action since the term “origin” as it appears on said section is limited to geographic 
origin. 722 

Under Section 43(a) of the Lanham Act, the court has jurisdiction of a cause of action 
alleging false advertising by defendant; it is not limited in its interpretation to necessitate a 
claim of defendant’s passing off. Plaintiff need only show that it would be likely to be damaged 
by such false advertising within the broad coverage of 39(a). Defendant’s motion to dismiss 
denied. 1363 





















100.75 Section 45 Article: 1195 


Although court affirmed decision refusing registration of an alleged trademark consisting 
of a woven rectangular tag distinctively located on the side seam on the outside of trousers, it 
found that the word “includes” in Section 45 in defining other terms and the language of 
Section 2 was not intended to restrict registrable trademarks to those complying with the 
definition of Section 45. Anything recognized as a trademark prior to the Act of 1946 would 
still be so considered notwithstanding Section 45. Granting that a “location” per se cannot be 
a trademark, the court could not see why a particular “tag” particularly located on particular 
goods, could not indicate origin. 55 

Related company provisions of statute require exercise of control over nature and quality 
of goods; control over use of mark is not specifically required. 322 














The decision of the Board refusing applicant’s registration was reversed on appeal. The 
court held the slogan USE ME NEXT—I’M READY FOR SERVICE for “Fourdrinier Wire Cloth” 
was distinctive, capable of distinguishing applicant’s goods from those of its competitor and 
registrable as a trademark within the definitions of Sections 2 and 45 of the Act of 1946. 625 









200. PATENT OFFICE PROCEEDINGS 


200.1 RecistRaABILITy (Ex Parte) 





200.11 In General Articles: 1195, 1316 


Trademarks enable one to determine the existence of common source; but not everything 
that enables one to determine source is a trademark. A trademark distinguishes one man’s 
goods from the goods of others; but not everything that enables goods to be so distinguished 
will be protected as a trademark. Some trademarks are words or configurations which are 
protected because they have acquired a “secondary meaning”; but not every word or con- 
figuration that has a de facto “secondary meaning” is protected as a trademark. A feature 
dictated solely by “functional” (utilitarian) considerations may not be protected as a trade- 
mark; but mere possession of a function (utility) is not sufficient reason to deny protection. 


488 
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Spiral marking on glass fishing rod which results from process of manufacture, whether 
patented or not, cannot be monopolized as trademark for which reason it is not registrable; 
present or future public right to utilize process is paramount and overrides present distinctiveness 
of alleged mark. 501 


The court, in reversing Board’s refusal to register slogan USE ME NEXT—I'M READY FOR 
SERVICE for “Fourdrinier Wire Cloth,” held that if the slogan was incapable of functioning 
as a trademark Examiner’s request for secondary meaning evidence was irrelevant. 625 


Applicant contended it was entitled to register the word poprA apart from the composite 
mark MARKA DOBRA SZYNKA within the representation of a map of Poland. The Board held 
the term poBRa did not create a separate commercial impression and was not registrable apart 
from the words MARKA and SzYNKA and the representative of the map. 629 


Registration refused. The Board found the literal significance and impression of MAID 
IN PARIS for perfume did not affect the auricular impression which may be gotten from radio 
advertising or when otherwise spoken and held since the designation “Paris” has a particular 
merit in the sales of perfumes. The term MAID IN PARIS was deceptive within the meaning 
of Section 2(a). 630 


It is sufficient to justify registration, that there is a single instance of use of mark in 
interstate commerce, but the use must be lawful. In this case interstate use was not lawful 
since the specimens filed did not comply with the Federal Food, Drug and Cosmetic Act. 1140 


Application to register STARKRIMSON for fruit trees and plants was refused by Examiner; 
decision reversed by Board on appeal. The refusal had been based on the fact that the 
statutory patent notice appears on the tags on the apple, pear and strawberry plants, along 
with the designation STARKRIMSON and therefore the term was merely a varietal name for 
such products. The Board refutes this since it is common practice in the nursery field to 
attach a tag to a patented plant with both the statutory patent notice and the trademark. 
Applicant does use a varietal name for the plants, but in addition identifies the plants in 
catalogues with the particular designation STARKRIMSON to identify that particular product. 
Besides this it was reasoned that STARKRIMSON could not be considered by the trade or the 
public as a varietal name for three distinctly different types of plants, apple, pear and strawberry. 
1238 


200.14 Color Marks 


To enable purchasers to distinguish between applicant’s products, each of which had a 
specific cleaning and polishing application, applicant applied differently colored, but otherwise 
identical alternating diagonal strips, to the lower half of both sides of bag containers. On 
the basis of applicant’s advertising and affidavits of applicant’s customers attesting that the 
marks on applicant’s bags served to distinguish applicant’s goods from similar products, and 
to differentiate between various types of abrasives it sells, the Board held that the stripe marks 
were not mere ornamentation, but performed the dual function of identifying applicant’s goods, 
both as to source and type, and overruled the Examiner’s refusal of registration. 75 


A design consisting of two parallel colored bands, one red and one blue, as used on the 
top of men’s white, ribbed socks was not established as sufficiently distinctive for registration 
on the Principal Register. 506 


The red, white and blue Esso label with its distinctive proportions and arrangement was 
found to be inherently distinctive, and on its face it is a registrable trademark without evidence 
of secondary meaning. In overruling the Board, the court followed the precedent of In re 
Swift & Co., 106 USPQ 286 (45 TMR 1356). 1146 





200.15 Concurrent Registration 


Pre-Lanham Act cases holding that the parties by their deed or agreement cannot confer 
upon the Commissioner of Patents the power to register are. not controlling since the Lanham 
Act liberalized the prior Act and gave the Commissioner authority to register concurrently 
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used marks in the circumstances of this case. Applicant did not comply with Section 1(a) (1) 
of the Lanham Act where the agreements upon which the right to use and register the mark 
MERITO for rum were limited, the record showed no right to a registration broader than the 


contractual right to use and the application did not contain the required statement of such 


limitation. 725 


Article: 768 





200.17 Descriptive and Generic Marks 


Decision refusing registration affirmed. The Board held sHAMPOO PLUS EGG was merely 
descriptive of a particular kind of shampoo, i.e., a shampoo to which egg had been added and 
clearly informs the purchaser of the nature of the product. 76 


Refusal of supplemental registration affirmed. The Board held the expression CRABAPPLE- 
SMOKED was incapable of distinguishing applicant’s goods and was merely a part of the 
expressions CRABAPPLE-SMOKED STURGEON and CRABAPPLE-SMOKED OYSTERS. 77 


HA-LUSH-KA is the phonetic equivalent of the Hungarian word “Galuska” which is the 
common descriptive name of egg noodles and hence unregistrable within the meaning of 
Section 2(e). 201 

HERRING BONE is descriptive of milk parlors and structural parts thereof and is in common 
use by applicant and others engaged in the manufacture and sale of milking parlors to describe 
such goods, and hence does not function as a trademark. 217 

The Board held HEAVY DUTY was a descriptive term of general application and granted 
petition to cancel registration of the term for vegetable shortening or fat composed of fatty 
oleaginous or unctuous food substances. 336 

The term SEALED CHARGED used in connection with the expression “SILVER COBALT PLATES 
SEAL the charge into the battery” was held descriptive of such goods and not registrable. 337 


Trademark Trial and Appeal Board affirmed Examiner’s refusal to register SPRING RING 
for a battery terminal connector on the basis that purchaser would consider the combination 
to be merely descriptive of the nature and characteristic of the product consisting of a ring 
operating with a spring action. 340 

Application filed to register LUBBOCK WAGONS with wooden wagon wheel design for 
agricultural trailers. Registration was refused on the ground that the mark viewed in its 
entirety is primarily geographically descriptive and merely descriptive of the goods. The 
Trademark Board sustained the Examiner on the basis holding that the term LUBBOCK 
WAGONS predominates over the picture portion. 340 

The only use of PASTEURIZED shown is in association with or in a listing of other of 
applicant’s products identified by both brand names and common descriptive names; placing 
quotation marks alone around the term in advertising does not make PASTEURIZED a trademark 
nor does it assure that purchasers would regard it as such; nothing in the record shows that 
applicant’s use of PASTEURIZED has been of a nature calculated to cause purchasers to recognize 
this term as an indication of origin rather than as a term used merely to describe a cream 
produced by applicant which could be or has been pasteurized. 341 

Applicant sought to register Low sUGAR for a pectin composition. Its containers disclose 
on the front and back panels the mark M.c.p. with an arrow design, the word BRAND thereunder, 
the designation Low suUGAR above the name of the goods (PEcTIN). The side panels show 
M.C.P. LOW SUGAR PECTIN. On one type of pectin products in connection with which applicant 
uses the designation Low suGAR there is the legend “the first and only pectin ever developed 
for making jams, jellies, custards, pie fillings, etc., with less, little, or no sugar at all!” In 
advertisements, M.c.P. always precedes the term Low suGAR which is followed by PECTIN. 
Considering all the facts, applicant has not used Low SUGAR as a trademark and the term 
does not function as a trademark to identify and distinguish applicant’s pectin product from 
products of others. Low suGAR is not registrable because it is merely descriptive as applied 


to applicant’s products. 342 
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Decision refusing registration affirmed. The term CALCITE crYSTALS held to be a common 
descriptive name for ground limestone and, as such, is not subject to exclusive appropriation 
as a trademark and cannot acquire secondary meaning. 508 


Registration granted. Applicant was refused registration by the Examiner for MIDNITE-BLU 
for finger rings and jewel diamonds. On appeal the Board overruled the refusal to register, 
finding that even though blue diamonds do exist they are not of the deep blue color described 
by the term MIDNITE-BLU and therefore the term is not merely descriptive of applicant's 
goods. 514 


Registration refused. The Board held popra, the Polish word for “good,” was clearly 
descriptive of the character of canned ham. It is well settled that no registrable distinction can 
be drawn between a descriptive English word and a foreign equivalent thereof. 629 


Registration granted. The Board held FANFoLD for corrugated paper board panels for 
use in making cartons although considered apt to describe the manner in which applicant's 
product is marketed was not incapable of functioning as a trademark and, therefore, proper 
matter for registration on the Supplemental Register. 744 


Registration refused in part and granted in part. The Board refused registration on the 
Supplemental Register of a liquid level indicating device or calibrated scale reproduced on the 
side of applicant’s drums holding that it was merely functional. However, the Board found 
that the term pip-sTICK used descriptively as part of the notation CALIBRATED DIP-STICK DRUM 
was not incapable of distinguishing applicant’s drums. Therefore, applicant was permitted 
30 days to file an amendment to its application restricting the subject matter to the phrase 
CALIBRATED DIP-STICK DRUM of which pDIP-STICK is but an integral part. 744 


Application to register SUPER CUSHION for paperboard egg cartons was refused under 
Section 2(e) of the Act, since the term was found to be descriptive of the properties of the 
egg carton; CUSHION describes the nature and purpose of the box, and SUPER, meaning super- 
lative, adds to the descriptiveness of the term. Applicant failed to show secondary meaning. 
Refusal to register was affirmed. 745 


The word TAB held to be descriptive as an abbreviation of the word “tabulating” or 
“tabulation” when used in connection with a service involving the correlation and collation of 
data into tabular form suitable for use in business machines. Registration refused. 863 


Refusal to register a trademark for sealing rings consisting of a representation of the 
cross section of the product on the ground that it was merely an illustration of the goods was 
affirmed. It was found that it is common practice for the manufacturers of sealing rings to 
use similar illustrations in their advertising to describe the goods and would likely be 
recognized as a cross section of the goods by purchasers. It is well established that an 
illustration of the goods itself cannot serve as a trademark. 864 


Refusal to register MINT ROYALS for chocolate covered mint fudge candies on the ground 
that it was descriptive of a particular variety of candy was overruled. There was no evidence 
presented which showed that royat had a particular descriptive significance in the candy 
trade or that »"INT ROYALS had a particular significance to purchasers except to indicate origin 
of applicant’s candy. 864 

Examiner’s refusal to register custom MAID for brassieres because the mark was descriptive 
was overruled. The Board based its findings on the fact that applicant had made a sufficient 
prima facie showing that the mark had become distinctive as applied to applicant’s goods. 
Applicant had used the mark on brassieres since 1935 continuously, and its sales exceeded 
$2,500,000. In addition, applicant advertised a great deal and sold its goods in specialty shops. 
The Board also considered the spelling of map together with the display in arriving at its 
conclusion that applicant was entitled to registration. 865 


In reversing Examiner’s decision refusing registration, the Board found ‘that while 
AUTO SPRAY was Clearly descriptive of applicant’s paint for automobiles, the common descriptive 
name for applicant’s goods is “touch-up lacquer and enamel,” and that the mark was capable 
of acquiring secondary meaning. The Board allowed registration, since it held that the record 
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was at least prima facie sufficient to indicate that applicant’s mark AUTO sPRAY had acquired 
secondary meaning. Continuous use since 1957, substantial sales, and advertising, the fact that 
it was the only company which used AUTO SPRAY as a trademark for such goods, a letter from 
a jobber, and numerous letters from consumers which evidenced recognition of origin of the 
goods, were considered by the Board in arriving at its decision. Further, the fact that appli- 
cant’s principal mark DUPLI-CoLoR also appears on the goods was immaterial since it is well- 
established that more than one trademark may appear on the goods. 865 


Refusal to register swaG-ER for fabric gathering tape for producing decorative folds in 
draperies and curtains was overruled. The Board held that while “swag” was the common 
descriptive name of the goods, the term SWAG-ER in its entirety or its phonetic spelling 
“swagger” was not aptly descriptive of the goods and was likely to be regarded as a trademark 
by the public. 866 

Refusal to register rIB-LIP for artificial fish lures was affirmed on the basis of the fact 
that r1B-L1p describes the lip feature of lures and therefore is merely descriptive. Evidence of 
commercial success failed to establish secondary meaning since there was no indication that 
purchasers purchased the goods referring to RIB-LIP as the trademark, or rather the apt 
description. Even though applicant plans to change the lure to an unwrinkled plate, instead 
of a ribbed lip, the application was denied since a subsequent change of construction was 
irrelevant in the present application. 866 

Application to register ALL-PURPOSE for aluminum roofing and sidings was refused. Refusal 
was overruled. ALL-PURPOSE was found to be a laudatory term denoting versatility, descriptive 
of any product. However, it was not incapable of distinguishing applicant’s goods, especially, 
since no one other than applicant was shown to have used the term in connection with 
aluminum roofing and siding. 866 

Applicant filed to register a mark for gate valves consisting of the term WAFER appearing 
to be the body of a valve of the wafer type. Applicant admitted that WAFER was descriptive 
of a type of gate valve, but claimed that the arrangement was unique. The Board held that 
the mere arrangement of descriptive elements cannot create a trademark unless as a whole, a 
distinctive commercial impression is created apart from respective parts. Further, the mark 
was not so unique as to create an impression which would be recognized by purchasers of 
applicant’s goods. Refusal to register affirmed. 867 


Registration of a pictorial representation of chemical symbols for the rare earth elements 
was refused on the grounds that the symbols were merely descriptive of applicant’s goods 
even though some of the symbols included were not coextensive with rare earth elements. Any 
designation merely descriptive of any item of applicant’s goods and/or ingredients thereof is 
prohibited registration under Section 2(e). 1037 

Refusal to register EASTER SEALS for stamps used in raising money for charity on the 
ground that it is merely the name of the goods was overruled. The record showed that 
such a conclusion was unsupported. Further, applicant had prior registration of EASTER SEAL 
for consultation services and a series of pamphlets, and Rule 2.41(b) provides that an owner 
of prior registrations on the Principal Register of the same mark is prima facie evidence 
of its distinctiveness. 1037 

Application to file SPECIFIC ALBUMIN for albumin used in cross matching and antibody 
studies was refused on the ground that it was an apt name for applicant’s product. Even 
though the specimens show the use of other descriptive terms describing the goods, it is 
well-known that a product often does have more than one common descriptive name. It 
was shown that a competitor used the term descriptively and that the manner in which 
applicant used sPEcIFIC indicated that it was merely descriptive. Letters from members of 
blood donor institutions showing recognition of the term as originating with applicant were 
insufficient to remove a common descriptive name of an article from the public domain. 1038 

The Board refused registration of composite mark consisting of Foot Pops, which is a 
descriptive term—another name for a sock lining, SUPER LAST, which was disclaimed, and 
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star-burst design which would be regarded by purchasers as embellishment. Affidavits of two 
shoe manufacturers that purchasers recognize the mark as originating with applicant was 
insufficient as proof of fact to be established. 1038 


Registration of descriptive word mark STEREO-FIDELITY (disclaimed apart from mark) and 
arbitrary design consisting of two speakers with sound marks was refused. The Board found 
that the design was not unique as applied to the goods, and served only as background material 
for the word mark which was merely descriptive. Disclaiming the descriptive word cannot 
overcome the prohibition of Section 2(e) against registration of descriptive marks. 1039 


Refusal to register application for ACTIVITY VECTOR ANALYSIS for consultation services in 
connection with installation and maintenance of programs dealing with personnel administration 
and such, was overruled. The ground for prior refusal was based on the fact that the mark 
described the particular branch of mathematics (vector algebra) used by applicant in rendering 
his services. The Board found that veEcroR ANALYSIS as used by applicant did not suggest 
vector algebra. Further, it is not common practice in field of industrial psychology to use the 
term “vector,” neither is “vector” used to describe human behavior patterns as it is used by 
applicant. The Board held that AcTIVITY VECTOR ANALYSIS indicated origin and application 
was allowed. 1042 


Specimens show CHUCK-A-BURGER used in the manner of a mark, but at the same time, 
as the common name of the burger-type product sold by applicant. The Board held that there 
was no common name other than CHUCK-A-BURGER for applicant’s burger type sandwich and, 
therefore, denied application. 1140 


“Preformed” is a common English term which has been used by applicant, as well as 
others, to describe armor rods, ropes, lines and wires which have been helically shaped before- 
hand. Even though it is descriptive of some of applicant’s goods on which it is used, but not 
of all applicant’s goods on which it is used, it is none the less unregistrable. The term has 
been used in its descriptive sense since 1936, and is presently being used as part of normal 
trade parlance by at least one of applicant’s competitors. Therefore, it is not capable of serving 
as a trademark to distinguish applicant’s goods from others regardless of advertising and 
trade recognition. 1228 


The term PORTION CONTROLLED is merely descriptive of china ware food receptacles which 
will make portion control automatic in serving and preparing foods. THERM-OVEN CHINA 
is not descriptive of heat resistant china, it is merely suggestive. 1242 


Registration refused. w1NnG Nut for electrical connectors serves either as an apt descriptive 
name for applicant’s product or, as used by applicant in the context WING NUT CONNECTORS, 
as a part of the descriptive name of the goods. 1242 


Registration refused. SECTIONAL KLAMP is the common descriptive name for a U-shaped 
clamp designed for clamping sectional furniture together. 1243 


Registration refused. TUMBLEWEED is merely descriptive as applied to artificial wreaths 
made from tumbleweed. 1243 
Decision of Examiner of Trademarks refusing registration reversed. Applicant established 


that WRAP IT DROP IT FORGET IT identifies its refuse incinerators and distinguishes them from 
others. 1243 


200.19 Features of Goods 


A feature of goods is functional if it affects their purpose, action, or performance, or the 
facility or economy of processing, handling or using them; the shape, size or form of an article 
is functional if it contributes to its utility, durability or effectiveness or the ease with which 
it serves its function. 488 


Effect of Principal Register registration of functional feature of goods is recognition of 
ownership and exclusive right to use; latter consideration implies right to exclude others from 
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use of functional feature, which right, if lacking, negatives lawfulness of claim to ownership. 
488 


Spiral marking on glass fishing rod which results from process of manufacture, whether 
patented or not, cannot be monopolized as trademark for which reason it is not registrable; 
present or future public right to utilize process is paramount and overrides present distinctiveness 


of alleged mark. 501 


200.192 Functional Features 


To enable purchasers to distinguish between applicant’s products, each of which had a 
specific cleaning and polishing application, applicant applied differently colored, but otherwise 
identical alternating diagonal stripes, to the lower half of both sides of bag containers. On the 
basis of applicant’s advertising and affidavits of applicant’s customers attesting that the marks 
on applicant’s bags served to distinguish applicant’s goods from similar products, and to 
differentiate between various types of abrasives it sells, the Board held that the stripe marks 
were not mere ornamentation, but performed the dual function of identifying applicant’s goods, 
both as to source and type, and overruled the Examiner’s refusal of registration. 75 


Application for supplemental registration of a mark described as a coating which can 
reflect a direct beam of artificial light applied to a metal fence post. Refusal of registration 
affirmed. The reflective coating utilized by applicant is inherently functional and, therefore, 
incapable of distinguishing applicant’s goods in commerce. Applicant’s argument that its mark 
is unique because of the manner in which it applied the reflective coating to its goods is not 
sufficient since the fact remains that the effect achieved thereby is created solely by the applica- 
tion of the coating in a color distinguishable from the paint that is applied to the remainder 
of the post. Affidavits of applicant’s vice president and from dealers and farmers do not 
support applicant’s contention in that the recognition the witnesses have accorded applicant’s 
alleged mark reposes in features in which applicant does not claim exclusive ownership. 219 


Trademarks enable one to determine the existence of common source; but not everything 
that enables one to determine source is a trademark. A trademark distinguishes one man’s 
goods from the goods of others; but not everything that enables goods to be so distinguished 
will be protected as a trademark. Some trademarks are words or configurations which are 
protected because they have acquired a “secondary meaning”; but not every word or 
configuration that has a de facto “secondary meaning” is protected as a trademark. A feature 
dictated solely by “functional” (utilitarian) considerations may not be protected as a trade- 
mark ; but mere possession of a function (utility) is not sufficient reason to deny protection. 488 


Fundamental distinction exists between functional shapes that are never capable of being 
monopolized, even when they become “distinctive of the applicant’s goods,” and shapes which 
can be monopolized because they are of such an arbitrary nature that the law does not recognize 
a right in the public to copy them, even if some incidental function is associated with them. 
Public acceptance of a functional feature as an indication of source is, therefore, not deter- 
minative of right to register; preservation of freedom to copy functional features is the 
determining factor. 488 


Functionality of specific rhomboidal shape is not de minimus; it is clearly primarily and 
essentially dictated by functional or utilitarian considerations; registration refused because 
shape is in essence utilitarian. 489 


Registration granted. Applicant applied for a supplementary registration for a mark on 
bust pads described as a pinked or scalloped marginal edge forming part of the bust pad. 
The Examiner refused registration saying that scalloping was a common method of finishing 
edges of garments. On appeal, refusal to register was overruled. The Board held that scalloping 
on bust pads was not necessary or functional especially in this case where the pads were made of 
pliant waterproof plastic which does not ravel. Merely because a design is ornamental, it is 
not precluded from becoming a valid trademark capable of distinguishing applicant’s goods. 515 
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Registration refused in part and granted in part. The Board refused registration on 
the Supplemental Register of a liquid level indicating device or calibrated scale reproduced on 
the side of applicant’s drums holding that it was merely functional. However, the Board found 
that the term pip-sTICK used descriptively as part of the notation CALIBRATED DIP-STICK DRUM 
was not incapable of distinguishing applicant’s drums. Therefore, applicant was permitted 30 
days to file an amendment to its application restricting the subject matter to the phrase 
CALIBRATED DIP-STICK DRUM of which pIP-sTICK is but an integral part. 744 


200.19b Ornamental Features 


Applicant sought to register rop’s, together with the decorative and ornamental features 
of its label, including an illustration of a chef, a salad bowl and a vegetable garland design, 
for salad dressings. Registration was refused on the ground that there is nothing unusual 
about the design as employed, since such designs are common practice of canneries and 
packers of food products, and the design does not create a commercial impression separate 
and apart from the word mark ronp’s. 77 


Merely because a design is ornamental does not preclude it from becoming a valid 
trademark, but unless the design is of such a nature that the distinctiveness is obvious, 
convincing evidence must be forthcoming to prove that in fact the purchasing public does 
recognize the design as a trademark identifying the source of the goods. 506 


Registration granted. Applicant applied for a supplementary registration for a mark on 
bust pads described as a pinked or scalloped marginal edge forming part of the bust pad. 
The Examiner refused registration saying that scalloping was a common method of finishing 
edges of garments. On appeal, refusal to register was overruled. The Board held that 
scalloping on bust pads was not necessary or functional especially in this case where the 
pads were made of pliant waterproof plastic which does not ravel. Merely because a design 
is ornamental, it is not precluded from becoming a valid trademark capable of distinguishing 
applicant’s goods. 515 


200.19¢ Packages and Configurations 


Registration refused. The Board held the container for applicant’s liquid glue, mucilage 
and adhesive cements was not registrable on the Principal Register even though applicant 
for many years enjoyed substantial sales of its various products in bottles or containers sought 
to be registered. There was nothing in the record to indicate applicant promoted or 
advertised its particular container separate or apart from the word mark LE PAGE or that the 
container had otherwise made an impression upon purchasers so that they relied upon it as an 
indication of origin. 337 


Applicant sought to register as a trademark a configuration or a representation of a 
burial vault. It was applicant’s contention that the configuration or representation had been 
used by it and its franchised holders for over thirty years primarily to indicate origin of such 
goods and that the particular configuration was on par with the representations of the 
HAIG & HAIG PINCH bottle and the coca-cora bottle, which have been registered. The Board 
dismissed this contention with the observation that the representations of the bottles had been 
registered for the contents of the bottles rather than for the bottles, per se. Applicant could 
not register a configuration of the actual goods for which it seeks registration. 742 

The red, white and blue Esso label with its distinctive proportions and arrangements was 
found to be inherently distinctive, and on its face it is a registrable trademark without 


evidence of secondary meaning. In overruling the Board, the court followed the precedent of 
In re Swift & Co., 106 USPQ 286 (45 TMR 1356). 1146 


200.20 Geographic Terms 


Application filed to register LUBBOCK WAGONS with wooden wagon wheel design for 
agricultural trailers. Registration was refused on the ground that the mark viewed in its 
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entirety is primarily geographically descriptive and merely descriptive of the goods. The 
Trademark Board sustained the Examiner on the basis holding that the term LUBBOCK 
WAGONS predominates over the picture portion. 340 


Registration refused. The Board found the literal significance and impression of MAID IN 
PARIS for perfume did not affect the auricular impression which may be gotten from radio 
advertising or when otherwise spoken and held since the designation “Paris” has a particular 
merit in the sales of perfumes. The term MAID IN PARIS was deceptive within the meaning 
of Section 2(a). 630 


200.21 Grade Marks and Style Marks 


To enable purchasers to distinguish between applicant’s products, each of which had a 
specific cleaning and polishing application, applicant applied differently colored, but otherwise 
identical alternating diagonal stripes, to the lower half of both sides of bag containers. On the 
basis of applicant’s advertising and affidavits of applicant’s customers attesting that the 
marks on applicant’s bags served to distinguish applicant’s goods from similar products, 
and to differentiate between various types of abrasives it sells, the Board held that the stripe 
marks were not mere ornamentation, but performed the dual function of identifying applicant’s 
goods, both as to source and type, and overruled the Examiner’s refusal of registration. 75 


Refusal of registration affirmed, one member dissenting. Applicant sought to register 
SYLVAN WHITE for cellulosic tile. Applicant’s advertising brochures indicated that it markets 
FLINTKOTE ceiling tile in a wide range of colors and patterns bearing such designations as 
“Green,” “White,” “Thatched White,” “Thatched Rose,” “White Perforated,” “Silverette,” 
“Crevatone,” “Crevatex,” “Skyline” and “Sylvan White.” It was held that the term sYLVAN 
WHITE was used by applicant as a pattern or grade designation. While the term syLVAN 
is arbitrary as applied to applicant’s goods and could function as a trademark, since it served 
no other purpose than as a pattern or grade designator it was not registrable. 742 


200.22 Laudatory Marks 


Application to register ALL-PURPOSE for aluminum roofing and sidings was refused. Refusal 
was overruled. ALL-PURPOSE was found to be a laudatory term denoting versatility, descriptive 
of any product. However, it was not incapable of distinguishing applicant’s goods, especially, 
since no one other than applicant was shown to have used the term in connection with 
aluminum roofing and siding. 866 


200.24 Letters and Numerals 


Application to register “V.T.” for variable transformers was refused on the ground that 
the letters signified the name of the goods. The refusal to register was overruled since there 
was no evidence that “V.T.” was an acceptable abridgment of the name of the goods. The 
adoption of initials of a compound name does not by operation of law prohibit registration of 
the initials, even though registration of the name from which the initials were derived may 
be prohibited. The fact that applicant uses the mark “V.T.” in close proximity to the name 
of the goods, and to other trademarks, does not make it less acceptable. There is no limit to 
the number of trademarks one may use to distinguish a particular product, and further, it is 
common practice to have a trademark, which is ordinarily a commercial adjective, precede 
the name by which the goods are known. 1365 


200.25 Names 


200.25b Corporate and Trade Names 


Part of a trade name used as such is not registrable as a trademark to identify applicant’s 
service. 1029 
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200.25d Surnames 


KNIGHT OF CALIFORNIA with coat of arms (Applicant) for men’s and boys’ wearing apparel, 
namely sport shirts, dress shirts, jackets, slacks and swimwear. 

ROYAL KNIGHT with helmet and visor (Prior Registration) for men’s and boys’ dress and 
negligee shirts; and men’s clothing, namely, belts, bathing suits, coats, garters, leather and 
fabric gloves, hosiery, jackets, mufflers, pajamas, lounging robes, suspenders, sweaters, spats, 
leather shoes, neckties and underwear. 

Application to register KNIGHT Over OF CALIFORNIA with coat of arms had been refused 

by the Examiner because it closely resembled ROYAL KNIGHT with a representation of a 

helmet and visor. The Board overruled the Examiner and allowed registration. Goods on 

which the marks were used were identical in part, or closely related, but, the court held that 
the use of KNIGHT by applicant was used in the sense of a surname suggested by the use of 
the coat of arms with it, whereas, the registered mark KNIGHT suggested a different meaning, 
that of a feudal warrior or knight. Applicant showed eight third-party registrations issued 
to others comprising KNIGHT for the same goods. Considering the third-party registrations, 
as well as the difference in the marks in their entireties, the court held that the likelihood of 
confusion was sufficiently debatable, to warrant publication of applicant’s mark under Section 
12(a) of the Statute. 1040 


200.28 Related Company Use 


Related company provisions of statute require exercise of control over nature and quality 
of goods; control over use of mark is not specifically required. 322 


200.29 Secondary Meaning Marks (Section 2(f)) 


Refusal to register mark affirmed but remanded for further proceedings. The court 
remanded case to allow appellant to support an application under Section 2(f). The court 
could not see why a “tag” stitched into the side seam on the outside of trousers could not 
function as a trademark and be considered either as a symbol or a device, but application 
would have to be supported with convincing evidence under Section 2(f). 55 

Even though registrant succeeds in the creation of de facto secondary meaning, due to lack 
of competition or other happenstance, in a common descriptive name of a product no secondary 
meaning of legal significance could be acquired. The descriptive name of a product is 
unregistrable regardless of acquired secondary meaning. 201 

The Board held a claim of distinctiveness cannot be established through the advertising 
of a term in a descriptive manner, extensive though it may be. 338 

Trademarks enable one to determine the existence of common source; but not everything 
that enables one to determine source is a trademark. A trademark distinguishes one man’s 
goods from the goods of others; but not everything that enables goods to be so distinguished 
will be protected as a trademark. Some trademarks are words or configurations which are 
protected because they have acquired a “secondary meaning”; but not every word or configura- 
tion that has a de facto “secondary meaning” is protected as a trademark. A feature dictated 
solely by “functional” (utilitarian) considerations may not be protected as a trademark; but 
mere possession of a function (utility) is not sufficient reason to deny protection. 488 

Section 2(f) does not require registration of marks; proof of de facto secondary meaning 
or distinctiveness does not overcome inherent unregistrability of certain classes of alleged 
marks. 488 

Fundamental distinction exists between functional shapes that are never capable of being 
monopolized, even when they become “distinctive of the applicant’s goods,” and shapes which 
can be monopolized because they are of such an arbitrary nature that the law does not 
recognize a right in the public to copy them, even if some incidental function is associated with 
them. Public acceptance of a functional feature as an indication of source is, therefore, not 
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determinative of right to register; preservation of freedom to copy functional features is the 
determining factor. 488 

Spiral marking on glass fishing rod which results from process of manufacture, whether 
patented or not, cannot be monopolized as trademark for which reason it is not registrable; 
present or future public right to utilize process is paramount and overrides present distinctive- 
ness of alleged mark. 501 

The court, in reversing Board’s refusal to register slogan USE ME NEXT—I’M READY FOR 
SERVICE for “Fourdrinier Wire Cloth,” held that if the slogan was incapable of functioning as 
a trademark Examiner’s request for secondary meaning evidence was irrelevant. 625 


Application to register SUPER CUSHION for paperboard egg cartons was refused under 
Section 2(e) of the Act, since the term was found to be descriptive of the properties of the 
egg carton; CUSHION describes the nature and purpose of the box, and SUPER, meaning 
superlative, adds to the descriptiveness of the term. Applicant failed to show secondary 
meaning. Refusal to register was affirmed. 745 


200.30 Service Marks Article: 1 


Application to register MARRIAGE PROPONENTS on Supplemental Register for prospective 
marriage partner evaluation, selection counseling and guidance services was refused since 
the mark was suggestive rather than descriptive of applicant’s services and could be registered 
on the Principal Register. An amendment to convert its application was allowed. Nonuse of 
the mark in the manner of a service mark is not ground for refusing registration on the 
Supplemental Register since the only issue is whether or not the mark is capable of functioning 
as a service mark. In fact in this case applicant did employ the mark in the manner of a 
service mark. 513 

Registration of service mark PICTURAMA was refused on the ground that the subject matter 
was merely the title of a puzzle contest conducted by applicant in its magazine EBONY; such 
a contest conducted in one’s own behalf to promote sales is not a service. 1037 


The Examiner refused application to register a portion of wallpaper design in applicant’s 
restaurant. Part of the design consisted of a “T” with ornamentation which applicant claimed 
was used on the electric sign and the dishes in the restaurant and was therefore distinctive. 
The Board ruled that the design was merely part of the wallpaper and was not being used 
by applicant to identify his services. The design was not the ornamental “T” itself and there 
was no evidence that it would be recognized as anything but part of the overall decor. 1238 

Application to register GASTOWN as a service mark for automobiles and truck supply and 
maintenance services, was refused. On appeal, the decision was affirmed. Basis for refusal 
was that applicant did not render services in interstate commerce; the services were actually 
performed within the State of Ohio. The fact that customers came from other states, did not 
meet the requirements necessary to satisfy Section 45 of the Statute. It was pointed out by 
the Board, “The commerce provision must be met by the applicant and not its customers.” 
The fact that an applicant’s services may or does affect interstate commerce is insufficient 
to meet the requirement. Examiner’s holding that automobile and truck supply services were 
not services within the definition of Section 45 was held to be incorrect since applicant was 
essentially a service organization, although in part, it was engaged in selling goods. Its 
services involved delivering gas and other automotive products to trucks or cars stalled 
on highways. 1241 


200.32 Slogans 
THE TEST IS IN THE TOUCH, used on and in connection with garments and fabrics, 
possesses a certain degree of originality; considering this and evidence of extent of use, 
registration on Principal Register allowed. 322 


Registration denied. Applicant applied to register the slogan THE CHOICE OF ANIMAL 
CHAMPIONS which appeared on labels bearing both applicant’s house mark zIRIN PRODUCTS 
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and product marks such as STAMINATOM, CARDIOBEE 15 and the like. The Board found that 
a slogan when used on the label in association with trademarks would not ordinarily be 
relied upon by purchasers to identify the goods on or in connection with which it was used; 
and the Board held the applicant has the burden to show that the slogan has become distinctive. 
The fact that applicant used the notation “Trade Mark Slogan” and the designation “TM” 
within a circle in association with the slogan on its labels and other material did not make 
it a trademark or serve to indicate that it was so recognized by the public. 335 


The decision of the Board refusing applicant’s registration was reversed on appeal. The 
court held the slogan USE ME NEXT—I'M READY FOR SERVICE for “Fourdrinier Wire Cloth” 
was distinctive, capable of distinguishing applicant’s goods from those of its competitor and 
registrable as a trademark within the definitions of Sections 2 and 45 of the Act of 1946. 625 

Refusal of supplemental registration for the slogan THE RED CUP WITH THE CONE for 
hydraulic wheel cylinder brake cups was overruled. The Board held that the slogan was 
capable of distinguishing applicant’s goods even though other manufacturers of red cups with 
cones could refer to them as such. The slogan was original with applicant and possessed 
ingenuity as applied to applicant’s goods. 864 


200.33 Symbols 


Refusal to register mark affirmed but remanded for further proceedings. The court 
remanded case to allow appellant to support an application under Section 2(f). The court 
could not see why a “tag” stitched into the side seam on the outside of trousers could not 
function as a trademark and be considered either as a symbol or a device, but application 
would have to be supported with convincing evidence under Section 2(f). 55 


(Applicant) for radio receivers, television receivers and parts thereof. 


iM (Cited Registrations) for radio and television receiving apparatus and parts 
ES thereof. 


Decision of Examiner refusing registration was reversed. The Board held applicant’s 
mark comprising a crown above a fanciful shield design for radio and television receivers 
differed radically in every material respect and created substantially different commercial 
impression from cited registrations each of which comprised a crown above a fanciful shield 
design. 217 


200.34 Suggestive Marks 


Application to register MARRIAGE PROPONENTS on Supplemental Register for prospective 
marriage partner evaluation, selection counseling and guidance services was refused since the 
mark was suggestive rather than descriptive of applicant’s services and could be registered 
on the Principal Register. An amendment to convert its application was allowed. Nonuse 
of the mark in the manner of a service mark is not ground for refusing registration on the 
Supplemental Register since the only issue is whether or not the mark is capable of functioning 
as a service mark. In fact in this case applicant did employ the mark in the manner of a 
service mark. 513 


200.35 Titles Articles: 35, 123, 260, 395, 569, 787 


Decision refusing registration reversed. The Board held canco within an oval design 
whether displayed on the front cover or back cover of applicant’s publications (including 
applicant’s house organ) was displayed in such a manner apart from applicant’s trade name 
so that it would be recognized by purchasers as a symbol of origin for each of applicant’s 
several booklets. 76 
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200.36 Trademark Use 


Continuous use of PASTEURIZED for over thirty years in connection with facial and massage 
creams, even if applicant and its predecessor have been the only ones to do so, is not sufficient 
in and of itself to impart secondary meaning to the term; commercial success of PASTEURIZED 
face cream, evidenced by substantial yearly sales, is evidence of popularity of the product, 
but not necessarily of any recognition by purchasers of PASTEURIZED as an indication of origin 
for such goods; applicant must show continuous use over a long period of years, extensive 
sales and that it has used and promoted PASTEURIZED over a period of time in such a manner 
that the primary association of this term by the purchasing public is with the applicant 
and not its product. 340 


200.36a In General Articles: 1195, 1316 


Registration denied. Applicant applied to register the slogan THE CHOICE OF ANIMAL 
CHAMPIONS which appeared on labels bearing both applicant’s house mark ZIRIN PRODUCTS 
and product marks such as STAMINATOM, CARDIOBEE 15 and the like. The Board found that 
a slogan when used on the label in association with trademarks would not ordinarily be 
relied upon by purchasers to identify the goods on or in connection with which it was used; 
and the Board held the applicant has the burden to show that the slogan has become distinctive. 
The fact that applicant used the notation “Trade Mark Slogan” and the designation “TM” 
within a circle in association with the slogan on its labels and other material did not make 
it a trademark or serve to indicate that it was so recognized by the public. 335 


Applicant sought to register the mark DUMPMASTER as a trademark for a lifting mechanism 
for a truck for dumping detachable containers. The Examiner refused registration on the 
ground that the term DUMPMASTER was used only as part of a unitary composite mark and that 
to permit registration would result in registering a mark which was not being used as a 
trademark. The specimens filed with the application show that the term DUMPMASTER was 
used in association with the term DEMPSTER, there being a large “D” and a large “R” between 
which the remaining letters of the two words were dispersed, the term DEMPSTER being above 
the term DUMPMASTER. The Board stated that whether a separable feature of a composite 
mark does in and of itself identify and distinguish a manufacturer’s or dealer’s product from 
other similar products and constitutes registrable subject matter is a question of fact. It was 
concluded that the record supports applicant’s position that the term DUMPMASTER distinguished 
and identified the goods so as to justify registration. 743 


Refusal to register CONNOISSEUR COLLECTION and HOMEMAKER GROUP for wallpaper sample 
books was overruled. The books are mostly advertising applicant’s goods, however, they do 
contain information of general interest, are issued regularly and periodically and sold in 
commerce, therefore, the books fall within “goods in trade” and marks are registrable. 1038 


Application to register STARKRIMSON for fruit trees and plants was refused by Examiner; 
decision reversed by the Board on appeal. The refusal had been based on the fact that the 
statutory patent notice appears on the tags on the apple, pear and strawberry plants, along 
with the designation sTARKRIMSON and therefore the term was merely a varietal name for 
such products. The Board refutes this since it is common practice in the nursery field to 
attach a tag to a patented plant with both the statutory patent notice and the trademark. 
Applicant does use a varietal name for the plants, but in addition identifies the plants in 
catalogues with the particular designation STARKRIMSON to identify that particular product. 
Besides this it was reasoned that STARKRIMSON could not be considered by the trade or the 
public as a varietal name for three distinctly different types of plants, apple, pear and 
strawberry. 1238 

Application to register “V.T.” for variable transformers was refused on the ground that 
the letters signified the name of the goods. The refusal to register was overruled since there 
was no evidence that “V.T.” was an acceptable abridgment of the name of the goods. The 
adoption of initials of a compound name does not by operation of law prohibit registration of 
the initials, even though registration of the name from which the initials were derived may be 
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prohibited. The fact that applicant uses the mark “V.T.” in close proximity to the name of 
the goods, and to other trademarks, does not make it less acceptable. There is no limit to 
the number of trademarks one may use to distinguish a particular product, and further, 
it is common practice to have a trademark, which is ordinarily a commercial adjective, precede 
the name by which the goods are known. 1365 


200.36b Affixation of Mark 


Although court affirmed decision refusing registration of an alleged trademark consisting 
of a woven rectangular tag distinctively located on the side seam on the outside of trousers, 
it found that the word “includes” in Section 45 in defining other terms and the language 
of Section 2 were not intended to restrict registrable trademarks to those complying with the 
definition of Section 45. Anything recognized as a trademark prior to the Act of 1946 would 
still be so considered notwithstanding Section 45. Granting that a “location” per se cannot 
be a trademark, the court could not see why a particular “tag” particularly located on 
particular goods, could not indicate origin. 55 

Application to register HyTROL for a differential for automotive vehicles was refused on 
the ground that the mark was not used on the goods in commerce. HyTROL applied to the 
tailgate of the vehicle containing as an integral part of it, a differential, with no mark or label 
or tag affixed to the differential itself, did not satisfy Section 45 of the Act. Further, the 
mark was not used in commerce, since the “act of transporting the product” was not part 
of any commercial transaction, but merely used on a pleasure trip of applicant’s son. 1239 


200.36c Date of Use 


Where applicant used the mark WESTERN MARINE DEALER aS a title for a section of a 
magazine prior to the use by opposer of the mark MARINE DEALER as a title for a magazine. 
The applicant has obtained rights to the mark superior to those acquired by the opposer, 
and the opposition was dismissed. 863 


200.36d No Trademark Use Articles: 1195, 1316 


200.5 REGISTRABILITY (INTER PARTES) 


200.51 In General 


CURRENT LIMITING FUSES (CLF) (Applicant) for protective devices against excessive electric 
currents, fuses, current-limiting fuses, fuse clip and other fuse holders. 
cLF (Opposer) as a trademark for high interrupting capacity low voltage fuses. 


Opposition sustained. Application to register CURRENT LIMITING FUSES (CLF) for fuses 
even though “Current Limiting Fuses” was disclaimed and rejected since opposer had used 
CLF on its fuses prior to applicant. The Board found that cLF is not the generally recognized 
abbreviation for current-limiting fuses, and therefore opposer’s use was not descriptive. 745 


200.54 Color Marks 


Opposer had been using its registered mark, an orange band around its seamless pipe, 
for 30 years before applicant filed for registration of an orange band around its fence posts. 
Applicant attempted to attack opposer’s registration claiming that opposer used a single, double 
and triple orange band on its pipe and that the mark constituted a grade mark rather than 
a trademark. The Board said that opposer’s incontestable registration was entitled to all 
presumptions afforded thereby, and that the mark cannot be collaterally attacked on the 
ground that it is a grade mark rather than a trademark. The marks of the parties were the 
same; the goods of the parties, seamless pipe and steel studded “T” fences, are not very 
different and might well be expected to emanate from a single producer. Opposition sustained; 
registration refused. 868 
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200.55 Concurrent Registration 


In spite of the facts that applicant continuously used BILLy Boy for 38 out of the 40 years 
since opposer’s registration of BILLyBoy, and that there had been substantial sales under the 
mark since 1943, where confusion is likely, Commissioner, on his own, without the mandate of 
a trial court may not grant a concurrent registration. 1130 


200.57 Descriptive and Generic Marks Articles: 260, 395 


The court held that the use of servo in the corporate name and in various marks of 
appellant did not give it proprietary rights to the term when used in connection with servo- 
mechanisms. It is well settled that descriptive words will not be accorded as great weight in 
determining similarity of marks as arbitrary words. 60 


Application to register a “Greek cross” design for safety spectacles and goggles opposed 
by Bausch & Lomb Optical Co. on the grounds that a representation of a “Greek cross” merely 
indicates that the goods are intended for safety industrial use, and such a design is used by 
it and other manufacturers merely for the purpose of description and registration thereof 
would interfere with opposer’s right to use the symbol. The Board dismissed the opposition 
stating that the record fails to show that a “Greek cross,” per se, is merely descriptive of 
safety spectacles and goggles. However, the Board went on to hold that the evidence indicated 
that the mark was originally intended to identify a safety characteristic and recommended 
that the Examiner reexamine the application. 75 


Application to register supsy displayed in combination with representations of bubbles 
for aqueous ammonium hydroxide composition opposed on grounds that supsy describes a 
characteristic of such product, and that term is used by opposer and others on labels for 
ammonia products for purposes of description and a registration would interfere with the 
right to use the term. The Trademark Trial and Appeal Board dismissed the opposition 
holding that while term supsy may be descriptive, it is not, when used as a mark, inherently 
incapable of indicating origin in a single producer. Record clearly shows supsy has become 
known and impressed upon mind of public and trade as identifying origin with applicant. 76 


Petition to cancel granted. The Board held contour for corneal type contact lenses was 
merely a descriptive term indicating a type of lens particularly designed and intended generally 
to conform to the shape or contour of the cornea of the eye. 77 


Petition for cancellation granted. The Board held TurBopIESEL was the common descriptive 
name for respondent’s turbocharged diesel engines and that respondent was not entitled to 
maintain its Supplemental Registration for the term TURBODIESEL. 206 


Opposition sustained and registration refused. The Board held applicant’s registration 
of CUSTOM FIDELITY RECORDS for phonograph and tape recordings was for a descriptive term 
and would be inconsistent with opposer’s right to use CUSTOM HIGH FIDELITY as a means for 
describing its line of premium quality records. 336 


The Board held HERRING BONE merely descriptive of milking parlors. Registration refused 
to applicant since it would involve damage to opposer. 338 


Respondent’s registration and mode of use of mark containing the term CHAMPAGNE is 
wholly inconsistent with its position that the term is descriptive, but assuming such to be 
the case, respondent’s mark would be merely descriptive or deceptively misdescriptive of 
respondent’s goods and its registration would be inconsistent with the right of petitioner to 
use CHAMPAGNE. 510 


In opposition proceeding, application to register FOLEY as the trademark for urological 
and endoscopic instruments such as catheters (a hollow tube used to drain a body cavity 
with an inflatable balloon on the distal end) was refused. Such registration would be 
inconsistent with opposer’s prior right to use the descriptive term. Dr. Foley developed a 
catheter which became associated with his name and was used as the common descriptive 
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term of a particular type catheter by opposer and those associated or dealing with catheters. 
Dr. Foley acknowledged FoLEY was the common descriptive name for the catheter. 511 


Opposer, owner of trademark CONTOUR CHAIR-LOUNGE, and shortly after the opposition 
began of coNToUR alone for chairs, opposed the application of CONTURFOAM for mattresses and 
box springs. In the same action, applicant petitioned to cancel opposer’s marks asserting that 
they were merely descriptive. The opposition and cancellation were both dismissed. The court 
found that the use of conTouR in the trade signified a type chair rather than the opposer’s 
chair in particular, and, therefore opposer could not be damaged by the granting of registration 
to applicant. Further, in regard to the cancellation, notice of opposition relying merely upon 
a registration alone did not constitute legal damage to the defending party, and that in 
order to establish probable damage by the registration of a merely descriptive or generic 
term, it is necessary that applicant deal in the specific goods of which the term is descriptive 
or that it deal in related goods of which the term is equally descriptive or generic. In this 
case, applicant did not sell chairs and the word contour is not recognized as the common 
descriptive term for a box spring and mattress. 1039 

Opposition sustained. Even though opposer’s use of LAVENDER SACHET MIST in its 
descriptive sense for sachet spray was subsequent to filing date of applicant for LAVENDER 
MIST for household deodorant, the Board refused registration of the term, since such 
registration would be inimical to opposer’s right to use the term descriptively. LAVENDER MIST 
was found to be merely descriptive of the essential characteristics of applicant’s product. 1239 


In reversing the Trademark Board’s dismissal of the opposition, the CCPA held that 
“suDSY ammonia” was as much the common descriptive name for ammonia with a detergent 
as was the term “detergent ammonia.” A product can have two common descriptive names. 1346 


Application to register Fayp for skin cream was successfully opposed by seller of skin 
cream who uses the word FADE on its labels to describe the functional feature of its goods. 
The Board found that Fayp was the phonetic equivalent to FADE, a verb describing the action 
of a skin bleaching cream, and that although FAyp was not used by opposer, applicant 
himself, other competitors and opposer used the word FADE descriptively in advertising. 
Further, opposer was entitled to continue using FADE in its descriptive sense even though there 
are other terms equally as descriptive. 1366 


200.58 Features of Goods 
200.58a Functional Features 


A mark which is in the nature of a design printed on paper products, e.g., checks, money 
orders, does not perform any utilitarian purpose and is registrable. 197 

Opposition sustained. Where evidence adduced by opposer revealed that brownish-pink 
coloration along top of the segment portion of the lenses or lens blanks of multifocal lenses 
or blanks which applicant sought to register as a trademark, performed the utilitarian function 
of reducing light reflection and refraction even where opposer employs a different coloration 
therefor since the brownish-pink coloration is the most acceptable. 342 


200.58b Ornamental Features 


Where a mark in the nature of a design is capable of distinguishing applicant’s goods 
and can indicate source or origin, then rejection of the application on the ground that it is 
a surface decoration or ornamentation rather than an identifying symbol must be reversed. 197 


200.59 Geographic Terms 


Opposer failed to establish that the mark AMERICAN BEAUTY when applied to appellant’s 
sewing machines, parts of which are manufactured in Japan, is geographically deceptively 
misdescriptive within the meaning of Section 2(e)(2) of the 1946 Act. There may be some 
overtones of a geographic nature to AMERICAN BEAUTY but it is also the name of a rose. 
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Applicant clearly marked the parts made in Japan. Opposer expended a million dollars in 
advertising the theme of its AMERICAN BEAUTY machines fully made in the United States 
since it believed the American public preferred American-made goods and claimed that 
applicant in using the term intended to falsely indicate origin. The evidence did not establish 
that and opposition was dismissed. That applicant used the legend “Trademark Registered” 
and did not prove use of the mark in interstate commerce were ex parte questions upon 
which opposer could not be heard. Applicant showed however a state registration. 511 


200.63 Letters and Numerals 


CURRENT LIMITING FUSES (cLF) (Applicant) for protective devices against excessive electric 
currents, fuses, current-limiting fuses, fuse clip and other fuse holders. 
cLF (Opposer) as a trademark for high interrupting capacity low voltage fuses. 

Opposition sustained. Application to register CURRENT LIMITING FUSES (CLF) for fuses 
even though “Current Limiting Fuses” was disclaimed and rejected since opposer had used 
CLF on its fuses prior to applicant. The Board found that cLF is not the generally recognized 
abbreviation for current-limiting fuses, and therefore opposer’s use was not descriptive. 745 


200.64 Names 
200.64a In General 


Opposer challenged right of applicant to register WELLS FARGO PONY EXPRESS since 
Section 2(a) of the Act prohibits registration of a mark which may disparage or falsely 
suggest a connection with persons living or dead or an institution and such. Opposer may 
not avail himself of this section since opposer cannot qualify as an institution or person within 
the meaning of Section 2(a). 1231 


200.64b Corporate and Trade Names 


Insurance Commissioner of Oklahoma was ordered to cause respondent, Prudential Life 
and Casualty Insurance Company, to desist from doing business under its present corporate 
name since the court found that the name was so similar to petitioner’s, Prudential Insurance 
Company of America, a well-known and very highly advertised name that it would cause 
confusion to the public. Although the parties may not presently be in competition, both 
sell life, and accident and health policies to the public and there would be nothing to prevent 
respondent from in future, emphasizing life insurance, contacting the same prospects as 
petitioner, and almost selling duplicate policies. The courts “look with suspicion” on those 
who choose a name so closely resembling a successful competitor. 1144 


200.66 Prohibited Marks 
200.66a In General 


Opposer challenged right of applicant to register WELLS FARGO PONY EXPRESS since 
Section 2(a) of the Act prohibits registration of a mark which may disparage or falsely 
suggest a connection with persons living or dead or an institution and such. Opposer may not 
avail himself of this section since opposer cannot qualify as an institution or person within 
the meaning of Section 2(a). 1231 


200.68 Secondary Meaning Marks (Section 2(f)) 


Application to register supsy displayed in combination with representations of bubbles 
for aqueous ammonium hydroxide composition opposed on grounds that supsy describes a 
characteristic of such product, and that term is used by opposer and others on labels for 
ammonia products for purposes of description and a registration wuuld interfere with the 
right to use the term. The Trademark Trial and Appeal Board dismissed the opposition 
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holding that while term supsy may be descriptive, it is not, when used as a mark, inherently 
incapable of indicating origin in a single producer. Record clearly shows supsy has become 
known and impressed upon mind of public and trade as identifying origin with applicant. 76 


The court held that proof of distinctiveness requires more than proof that a small number 
of people associated the word with one source. “Distinctiveness means that the primary mean- 
ing of the word, in this limited field, is as a designation of source rather than of the character- 
istic of the product.” The surveys submitted by applicant at best showed that 10% of the 
public who knew applicant’s ammonia called it “sudsy.” This was not enough to show that the 
primary significance of the word to purchasers of ammonia was a designation of origin. 
“To show that a common descriptive name has acquired a de facto secondary meaning, in the 
sense that some or even many people have come to associate it with a particular producer, 
is not in itself enough to show that it has become entitled to registration as a trademark. 
The same is true of a part of such name.” 1346 


200.70 Similarity of Goods 


Although the goods of the respective parties are different (sugar—pet foods for dogs 
and cats), they move through the same channels of trade and are sold to the same buyers. 
The use of the identical mark (poMINO) on the subject goods selling in the same market place 
might well lead to the assumption that both products emanated from the same source. 507 


Opposition to registration of THE GOLDEN GRID for electronic guns for television tubes and 
other electronic devices was discussed. Opposer was prior user of mark GOLDEN in conjunction 
with other words such as VIEW, BEAM, SATELLITE. Although opposer did not manufacture guns 
or grids, it did sell television tubes including these guns and the fact that the products move 
through different trade channels was of little importance in determining likelihood of confusion. 
Third-party registrations and dictionary definition were considered in the determination that 
GOLDEN was highly suggestive as applied to the goods. Even considering the highly suggestive 
nature of the word when the marks were considered in their entireties, the word Grip, while 
merely descriptive, was sufficient to distinguish applicant’s mark from opposer’s. In cases where 
a “family” of marks had been applied, the word had been arbitrary or had acquired secondary 
meaning but not merely a descriptive or highly suggestive word used commonly by others as 
part of their marks. Opposer’s evidence not sufficient to establish a “family” of marks. 514 


200.72 Suggestive Marks 


Of the large number of copies of registrations applicant introduced which have as a 
portion thereof the notation PERMA, six are marks for antiseptic, fungicidal and mildew 
proofing chemical preparations. These registrations indicate that PERMA has the suggestive 
significance of “permanent” as applied to such preparations. 80 


Opposition to registration of THE GOLDEN GRID for electronic guns for television tubes 
and other electronic devices was discussed. Opposer was prior user of mark GOLDEN in 
conjunction with other words such as VIEW, BEAM, SATELLITE. Although opposer did not 
manufacture guns or grids, it did sell television tubes including these guns and the fact 
that the products move through different trade channels was of little importance in determining 
likelihood of confusion. Third-party registrations and dictionary definition were considered 
in the determination that GoLDEN was highly suggestive as applied to the goods. Even con- 
sidering the highly suggestive nature of the word when the marks were considered in their 
entireties, the word Grip, while merely descriptive, was sufficient to distinguish applicant's 
mark from opposer’s. In cases where a “family” of marks had been applied, the word had 
been arbitrary or had acquired secondary meaning but not merely a descriptive or highly 
suggestive word used commonly by others as part of their marks. Opposer’s evidence not 
sufficient to establish a “family” of marks. 514 





72 ANNUAL INDEX, 1962 Vol. 52 TMR 


TUF superimposed upon stylized representation of a rhinoceros (Applicant) for boots. 
tuFsoL (Opposer) for rubber shoe soles. 

Opposition dismissed. The Board held tur or its phonetic equivalent leave a highly 
suggestive or descriptive significance or applied to shoes or shoe soles and held that reasonable 


likelihood of confusion did not exist between TuF for boots and TursoL for rubber shoe soles. 
630 


200.74 Titles Articles: 569, 787 


200.75 Trademark Use 
200.75a In General 


Although applicant was the first to adopt the spECTRALAB mark in establishing a bank 
account and for other housekeeping purposes, opposer’s later adoption but earlier commercial 
use of SPECTROLAB established that opposer’s rights in SPECTROLAB were superior to those of 
applicant in SPECTRALAB. 508 


Applicant started to use the mark Fast in 1953 for detergents but later changed the 
product to an “all purpose cleaner” with instructions on the label for use in washing machines. 
Opposer also manufactured household detergents using its trade name in addition to the 
mark FAST PRODUCTS. Applicant did not abandon its right to claim use of the mark based 
on its original registration by the mere fact that the formula or primary use of the product 
had been changed through the years. 512 


Application to register TIMEDS for pharmaceutical preparation for use in premenstrual 
tension was opposed by Johnson & Johnson through its wholly owned affiliate, owner of 
trademark mMeps for tampons. Opposer’s only interest in the mark registered by its subsidiary 
is that it owns all the stock of the subsidiary. The Board held that trademark rights arise 
from use, and not from stock ownership where the stockholder neither uses the mark nor is 
responsible for the nature and quality of goods. In absence of assignment opposer cannot claim 
title to registration or benefits occurring therefrom. Opposition dismissed. 1039 


200.75c Date of Use 


LUCKY-MACK KING FLORIDA (Applicant) for roach, ant and mouse poison. 
LUCKIE’S (KING FLA.) and LUCKIE MAGIC (Opposer) for roach, ant and mouse poison. 


President of opposer corporation began using the mark LUCKIE’s (KING FLA.) on roach, 
ant and mouse poison in 1957. Later in the same year, he and his wife formed a partnership 
with E. J. McCall, the President of applicant’s corporation and his wife. The original mark 
was then changed to LUCKIE-MACK above KING FLA. In January 1959, they formed a corporation, 
and in August 1959 they filed for dissolution. During the dissolution proceedings opposer 
formed Luckie Magic Corporation and began using the mark LUCKIE MAGIC on September 
18, 1959. Applicant formed the Luckie-McCall Corporation before dissolution and claimed 
September 21, 1959 to be the first use of the mark LucKy-mMacK. The Board held that 
applicant’s use of the mark LUCKY-MACK above KING FLA., and opposer’s mark LUCKIE’S 
(KING FLA.) and LUCKIE MAGIC on the same goods would result in confusion, therefore, the 
only question to be decided was who was the prior user. The Board held that opposer lost 
all rights in the original mark LucKre’s when he formed a partnership and corporation without 
reserving his rights to the mark. Applicant’s President claimed priority by reason of the 
fact that he purchased the assets of the dissolved corporation at a receiver’s sale and that 
the trademark rights were included in the assets. However, in this particular case, only the 
physical assets of the corporation were ordered to be sold and trademark rights were not 
included. Therefore, applicant had no rights in trademark LUCKIE-MACK by reason of the 
purchase. Neither party was entitled to claim any trademark rights in the mark, therefore, 
the first party to use its mark was entitled to it. Opposer corporation’s first use was September 
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18, 1959. Applicant’s stated first use was September 21, 1959 although applicant claimed actual 
use before the stated date, but there was no evidence of use before October 9, 1959. In 
order to go behind applicant’s claimed date of first use, applicant’s proof must be clear and 
convincing not merely an oral assertion; the Board found that it was not. Opposition 
sustained and application to register refused. 1041 


200.8 REGISTRATION ProcepurE (Ex Parte) 


200.81 In General 


Application to register MARRIAGE PROPONENTS on Supplemental Register for prospective 
marriage partner evaluation, selection counseling and guidance services was refused since the 
mark was suggestive rather than descriptive of applicant’s services and could be registered 
on the Principal Register. An amendment to convert its application was allowed. Nonuse of 
the mark in the manner of a service mark is not ground for refusing registration on the 
Supplemental Register since the only issue is whether or not the mark is capable of functioning 
as a service mark. In fact in this case applicant did employ the mark in the manner of a 
service mark. 513 


200.83 Amendment to Application 


Applicant was permitted to amend the description of goods recited in its application from 
the broad description “a washer and a dryer” to the specific “household washer and a house- 
hold dryer * * *” after the Board’s decision refusing registration but before expiration of 
time for appeal. There is no more reasonable likelihood of confusion between household washers 
and dryers which are sold through retail outlets than with opposer’s automatic vending machines 
which are rented or sold to commercial establishments under the same mark automacic. 512 


Application to register MARRIAGE PROPONENTS on Supplemental Register for prospective 
marriage partner evaluation, selection counseling and guidance services was refused since the 
mark was suggestive rather than descriptive of applicant’s services and could be registered 
on the Principal Register. An amendment to convert its application was aiiowed. Nonuse 
of the mark in the manner of a service mark is not ground for refusing registration on the 
Supplemental Register since the only issue is whether or not the mark is capable of functioning 
as a service mark. In fact in this case applicant did employ the mark in the manner of a 
service mark. 513 


200.86 Classification of Goods Articles: 35, 123, 1097 


Refusal of registration of the mark poso. was affirmed. The Board held that the follow- 
ing identification of goods was too broad: 

“for replacement parts and accessories for automotive vehicles such as passenger cars, 

those of the type commonly designated as jeeps,* trailers and trucks, in Class 19, Ve- 
hicles.” 

The Board noted that “automotive replacement parts and accessories” may be in a 
“distinctive commercial class” but included such products as fan belts, brake linings, heater 
hose, tires and tubes in Class 35; seat covers, motor vehicle air conditioners, visors, and top 
of car luggage carriers in Class 19; automobile spark plugs, batteries, lights and horns in 
Class 21; automobile mufflers, jacks and tire pumps in Class 23; automobile speedometers, 
thermostats and tire gauges in Class 13; automobile brake fluid and anti-freeze in Class 6; 
and oil filters in Class 31. 81 


The court held that since applicant’s product was both a food and a pharmaceutical 
preparation the rejection of the application to register the mark LyTREN in Class 46, Foods 


* JEEP is a registered trademark and use thereof in identification was held improper. 
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and Ingredients of Foods even though the mark was registered in Class 18, Pharmaceuticals 
was contrary to the provision of Section 30. Registration in Ciass 46 was therefore granted. 213 


Registration of a mark for goods which falls into two different classes such as the term 
non-alcoholic beverages, is improper. The term non-alcoholic embraces both carbonated 
drinks for which there is one classification, as well as coffee, tea and milk which fall into 
a different classification. 1140 


200.87 Consent to Registration 


The agreement between the owner of the cited registration and applicant consenting to 
applicant’s use and registration of the mark MERITO for rum, made applicant’s use a concurrent 
lawful use with the registered mark MARQUES DEL MERITO for wine which is not likely to cause 
confusion or mistake or deception of purchasers and the agreement should be accepted as 
additional evidence of applicant’s right to register. Pre-Lanham Act cases holding that the 
parties by their deed or agreement cannot confer upon the Commissioner of Patents the power 
to register are not controlling since the Lanham Act liberalized the prior act and gave the 


Commissioner authority to register concurrently used marks in the circumstances of this 
case. 725 


200.91 Evidence 


To enable purchasers to distinguish between applicant’s products, each of which had a 
specific cleaning and polishing application, applicant applied differently colored, but otherwise 
identical alternating diagonal stripes, to the lower half of both sides of bag containers. On 
the basis of applicant’s advertising and affidavits of applicant’s customers attesting that the 
marks on applicant’s bags served to distinguish applicant’s goods from similar products, and 
to differentiate between various types of abrasives it sells, the Board held that the stripe 
marks were not mere ornamentation, but performed the dual function of identifying applicant’s 
goods, both as to source and type, and overruled the Examiner’s refusal of registration. 75 


Although applicant asserted expenditure of a large sum of money in advertising its salad 
dressings, no advertising was submitted and it has not been established that applicant has 
promoted or in any way emphasized the design in question so as to create an impression upon 
the purchasing public apart from the word mark rop’s. Food broker and distributor affidavits, 
to the effect that they and their customers (retail food dealers) identify applicant’s salad 
dressings by the design alone, are insufficient to show ultimate purchasers are cognizant of, 
and recognize and rely upon, the design alone to identify applicant’s products. 77 


Application for supplemental registration of a mark described as a coating which can 
reflect a direct beam of artificial light applied to a metal fence post. Refusal of registration 
affirmed. The reflective coating utilized by applicant is inherently functional and, therefore, 
incapable of distinguishing applicant’s goods in commerce. Applicant’s argument that its 
mark is unique because of the manner in which it applied the reflective coating to its goods 
is not sufficient since the fact remains that the effect achieved thereby is created solely by the 
application of the coating in a color distinguishable from the paint that is applied to the 
remainder of the post. Affidavits of applicant’s vice president and from dealers and farmers 
do not support applicant’s contention in that the recognition the witnesses have accorded 
applicant’s alleged mark reposes in features in which applicant does not claim exclusive 
ownership. 219 


The affidavit of the president of applicant company on the question of distinctiveness of 
the mark comes from an interested party and is given little weight; also, affidavits on the 
question of distinctiveness from other than the purchasing public are inadequate. 506 


Court considers provisions of agreement between applicant and registrant of cited reference 
mark since applicant’s mark MeERITo for rum is sufficiently different from reference mark, 
MARQUES DEL MERITO for wine, in appearance, sound and psychological response so as to raise 
a doubt concerning likelihood of confusion. Where the Examiner made no objection to the 





Vol. 52 TMR PART II—DIGEST OF CASES 75 


statements of applicant’s counsel, but rather, acted upon them, such statements became in 
legal effect the equivalent of competent evidence. The agreement between the owner of the 
cited registration and applicant consenting to applicant’s use and registration of the mark 
MERITO for rum, made applicant’s use a concurrent lawful use with the registered mark 
MARQUES DEL MERITO for wine which is not likely to cause confusion or mistake or deception 
of purchasers and the agreement should be accepted as additional evidence of applicant’s right 
to register. 725 


In reversing Examiner’s decision refusing registration, the Board found that while 
AUTO SPRAY was clearly descriptive of applicant’s paint for automobiles, the common 
descriptive name for applicant’s goods is “touch-up lacquer and enamel,” and that the mark 
was capable of acquiring secondary meaning. The Board allowed registration, since it held 
that the record was at least prima facie sufficient to indicate that applicant’s mark AUTO SPRAY 
had acquired secondary meaning. Continuous use since 1957, substantial sales, and advertising, 
the fact that it was the only company which used AUTO SPRAY as a trademark for such goods, 
a letter from a jobber, and numerous letters from consumers which evidenced recognition of 
origin of the goods, were considered by the Board in arriving at its decision. Further, the 
fact that applicant’s principal mark pDUPLI-coLor also appears on the goods was immaterial 
since it is well-established that more than one trademark may appear on the goods. 865 


“gp” (Applicant) for electrical connectors. 
“pg” (Prior Registration) for radio contact pins, prongs, points and jacks, terminals and 
sleeve attachments for outlet caps. 

Applicant’s mark for electrical connectors consists of an external outline of the capital 
letter “B”, heavily shaded on the right and bottom, over which is superimposed an outline of 
a lightning stroke. The mark of the prior registration for radio contact pins, prongs, points 
and jacks, terminals and sleeve attachments for outlet caps, consists of a solid heavy capital 
letter “B” with the distinctive feature being that the rounded portions of the letter resemble 
two beads of a bead chain. The record contained no proof of the nature of the goods of 
the prior registration, but it was assumed that some of the goods were electrical connectors. 
Both marks were basically design marks, not spoken marks, and when considered visually, 
as a whole, the court held that they were dissimilar and not likely to cause confusion. Also, 
a brief cannot take the place of proof, and all factual assertions are disregarded unless they 
are matters of which judicial notice may be taken. 1145 


200.93 Trademark Rules 


Petitioner in support of its claim that TURBODIESEL was a descriptively generic term for 
diesel engines having exhaust driven turbine superchargers made of record under Trademark 
Rule 2.123(c) 351 documentary exhibits bearing dates from 1953 through November 1959. 
In ruling on respondent’s objections to some of these exhibits the Board held: 

(1) The exhibits subsequent to the filing of respondent’s application to register the mark 
on the Supplemental Register were irrelevant and immaterial. 

(2) The record was insufficient to show that several catalogues were ever in general 
circulation and available to the general public in libraries, hence, could not be treated as 
“printed publications” under Rule 2.123(c). 

(3) The decisions of foreign tribunals, although noteworthy, were not evidentiary in 
character nor controlling on respondent’s right to registration. 

(4) Editorials, news releases, articles and other excerpts from trade publications dated 
prior to respondent’s application for registration on the Supplemental Register were admissible 
in evidence under Rule 2.123(c), not for the truth of the matter contained in this material 
but merely for what they showed on their face. 206 
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Trademark Rule 2.4(b) cannot be relied upon by applicant to show distinctiveness of 
the term PASTEURIZED because in the registration relied on, issued under the Act of 1905, 
the term PASTEURIZED was disclaimed therein, and, thus, the registration is of no evidentiary 
value in determining applicant’s claim of secondary meaning. 340 


230. EX PARTE APPEALS 


230.2 TRADEMARK TRIAL AND APPEAL BOARD 


Application for supplemental registration of a mark described as a coating which can 
reflect a direct beam of artificial light applied to a metal fence post. Refusal of registration 
affirmed. The reflective coating utilized by applicant is inherently functional and, therefore, 
incapable of distinguishing applicant’s goods in commerce. Applicant’s argument that its 
mark is unique because of the manner in which it applied the reflective coating to its goods is 
not sufficient since the fact remains that the effect achieved thereby is created solely by the 
application of the coating in a color distinguishable from the paint that is applied to the re- 
mainder of the post. Affidavits of applicant’s vice president and from dealers and farmers do 
not support applicant’s contention in that the recognition the witnesses have accorded applicant’s 
alleged mark reposes in features in which applicant does not claim exclusive ownership. 219 


300. REGISTRATION PROCEDURE (INTER PARTES) 


300.1 INTERFERENCE 
300.11 In General 


Prior dispute between parties, resolved by knowing junior user’s execution of limited 
quitclaim to senior user, does not estop latter from obtaining registration; quitclaim gave senior 
user nothing to which it was not otherwise entitled. 319 


300.13 Pleading and Practice 


If a notice of taking testimony fails to identify the name and address of each witness, or 
to at least give a general description of said witness, the notice is irregular on its face, and 
it is incumbent on the recipient of the notice to seasonably object thereto, failing which, the 
irregularity is considered to have been waived; subsequently filed motion to strike or suppress 
testimony upon irregularity of notice is denied. 325 


300.13a Motions 


Prior dispute between parties, resolved by knowing junior user’s execution of limited 
quitclaim to senior user, does not estop latter from obtaining registration; quitclaim gave 
senior user nothing to which it was not otherwise entitled. 319 


300.13b Evidence 


The forum below properly took judicial notice that electric drink blenders and the goods 
covered by opposer’s registrations are sold in common trade channels. Judicial notice may 
be taken of facts which, although neither notorious nor bound to be judicially known, are 
capable of such instant and unquestionable demonstration that no party would think of imposing 
their falsity on the tribunal in the face of an intelligent adversary. But a party is not 
prevented from disputing the matter by evidence. 507 


300.2 OpposITION Article: 1053 
300.21 In General 


Opposition sustained and registration refused. The Board held applicant’s registration 
of CUSTOM FIDELITY RECORDS for phonograph and tape recordings was for a descriptive term 
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and would be inconsistent with opposer’s right to use CUSTOM HIGH FIDELITY as a means for 
describing its line of premium quality records. 336 


LIBRAPHONE with design (Applicant) for grooved phonograph records. 
LIBRASCOPE (Opposer) for balance computers, etc. 


Opposer’s magnetic tape demagnetizer and phonograph record cleaner and applicant’s 
phonograph records pass through the same channels of trade to same customers and might 
be assumed to originate with same producer. However, LIBRAPHONE and LIBRASCOPE are 
different in sound, appearance and significance. There is no reasonable likelihood of confusion. 

339 


Application to register BEL-AIR for pneumatic tires, tire tread capping material, and 
tubes made from both natural and synthetic rubber was refused because of opposer’s prior 
use of BEL-AIR for automotive vehicles and parts, accessories and equipment. Even though 
opposer does not sell tires and tubes under the mark BEL-arR, it is the well-known mark for a 
type or model designation for opposer’s CHEVROLET cars. Such use is sufficient to preclude 
registration by another of the term BEL-AIR for similar goods. Automotive vehicles and 
pneumatic tires are sold to the same class of people who might assume that the products 
are in some way related to opposer. Third-party registrations of BEL-AIR for door knobs, 
valves for control of air on pneumatic equipment, fiberglass boats, auto seat covers and 
house trailers were not sufficient to show BEL-AIR lacked distinctiveness as applied to auto- 
motive products. An opposer is not estopped from precluding use by a subsequent user of 
the mark because he has not secured a registration for a mark which he has long used. 513 


Applicant’s motion to dismiss grounded upon the fact that the notice of opposition was 
untimely granted. After applicant’s mark was published, Hirestra Laboratories, Inc. asked 
for a thirty day extension of time in which to file a notice of opposition. Rather than 
Hirestra Laboratories, Inc. an affiliated corporation, Nurolin Research Laboratories, Inc., 
filed the notice of opposition. The Board found that even though they were affiliated, 
corporations are separate legal entities, and held that an extension of time given to one did 
not inure to the other. 515 


CURRENT LIMITING FUSES (CLF) (Applicant) for protective devices against excessive electric 
currents, fuses, current-limiting fuses, fuse clip and other fuse holders. 


cLF (Opposer) as a trademark for high interrupting capacity low voltage fuses. 

Opposition sustained. Application to register CURRENT LIMITING FUSES (CLF) for fuses 
even though “Current Limiting Fuses” was disclaimed and rejected since opposer had used 
CLF on its fuses prior to applicant. The Board found that cLF is not the generally recognized 
abbreviation for current-limiting fuses, and therefore opposer’s use was not descriptive. 745 


Third-party registrations may be considered in determining scope of opposer’s trademark. 


863 


Opposer, owner of trademark CONTOUR CHAIR-LOUNGE, and shortly after the opposition 
began of contour alone for chairs, opposed the application of CONTURFOAM for mattresses 
and box springs. In the same action, applicant petitioned to cancel opposer’s marks asserting 
that they were merely descriptive. The opposition and cancellation were both dismissed. 
The court found that the use of contour in the trade signified a type chair rather than 
the opposer’s chair in particular, and therefore opposer could not be damaged by the granting 
of registration to applicant. Further, in regard to the cancellation, notice of opposition relying 
merely upon a registration alone did not constitute legal damage to the defending party, 
and that in order to establish probable damage by the registration of a merely descriptive or 
generic term, it is necessary that applicant deal in the specific goods of which the term is 
descriptive or that it deal in related goods of which the term is equally descriptive or generic. 
In this case, applicant did not sell chairs and the word contour is not recognized as the 
common descriptive term for a box spring and mattress. 1039 
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Opposer relied upon a copy of its pleaded registration as prima facie evidence of exclusive 
right to use mark on goods recited therein, and for protection against its use by any subsequent 
user for the same or reasonably related goods which might be supposed to be a product of 
opposer’s manufacture. 1130 


300.22 Parties 


Application to register TrIMEeDsS for pharmaceutical preparation for use in premenstrual 
tension was opposed by Johnson & Johnson through its wholly owned affiliate, owner of 
trademark MeEps for tampons. Opposer’s only interest in the mark registered by its subsidiary 
is that it owns all the stock of the subsidiary. The Board held that trademark rights arise 
from use, and not from stock ownership where the stockholder neither uses the mark nor is 
responsible for the nature and quality of goods. In absence of assignment opposer cannot claim 
title to registration or benefits occurring therefrom. Opposition dismissed. 1039 


300.23 Pleading and Practice 


If a notice of taking testimony fails to identify the name and address of each witness, or 
to at least give a general description of said witness, the notice is irregular on its face, and 
it is incumbent on the recipient of the notice to seasonably object thereto, failing which, the 
irregularity is considered to have been waived; subsequently filed motion to strike or suppress 
testimony upon irregularity of notice is denied. 325 


The court held that statements presented by opposer of persons interviewed on a survey 
who were shown applicant’s valve and asked “Can you tell me who makes this valve” 
was difficult to evaluate because the persons interviewed were connected in one way or 
another with plant supervision, operation or maintenance. There was no showing that any of 
those interviewed were purchasers or prospective purchasers. Besides, there was no showing 
that answers were motivated by the appearance of the valve itself rather than the trademark 
appearing thereon. 334 


Trademark Trial and Appeal Board held not to be the proper forum to determine 
whether or not a consent decree and a court’s injunction have been violated. 863 


Where in the notice of opposition the opposer had not pleaded prior use of the term 
ABBEY as part of its trade name, the Board held opposer could not rely on such use as a 
basis of relief. 1357 


300.23a Notice 


Where the General Manager, Low Voltage Switchgear Department, of opposer, verified 
the notice of opposition, the notice is null and void. In cases of corporate opposers, a verification 
can only be made by a duly elected officer. Verification by a general manager not an officer 
of the opposer is improper and the Board is without jurisdiction to try the case. 326 


FISHIN’ FIVE (Applicant) for outboard motors and parts. 
FISHIN’ 5 (Opposer), used in advertising in connection with the sale of outboard motors. 


Opposer’s argument that applicant’s mark possesses a merely descriptive significance 
as applied to outboard motors may not be entertained because it was not pleaded in the 
notice of opposition. Also, because opposer was not using the notation FISHIN’ 5 at or about 
the time of the filing of the notice of opposition and because opposer has made no use thereof 
in the sale of its goods other than as a part of the expression “Finest, Fastest FISHIN’ 5” 
in certain advertisements for the years 1953 and 1954, opposer cannot be damaged by the 
registration for which applicant made application. Opposition dismissed. 338 


Applicant’s motion to dismiss grounded upon the fact that the notice of opposition was 
untimely granted. After applicant’s mark was published, Hirestra Laboratories, Inc. asked 
for a thirty day extension of time in which to file a notice of opposition. Rather than 
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Hirestra Laboratories, Inc., an affiliated corporation, Nurolin Research Laboratories, Inc., 
filed the notice of opposition. The Board found that even though they were affiliated, 
corporations are separate legal entities, and held that an extension of time given to one did 
not inure to the other. 515 


Since a Swiss Notary does not have authority to administer oaths, judicial notice is 
taken of the fact and notice of opposition containing verification taken by Swiss Notary is 
inadequate; the certificate of a Vice-Consul of the United States failing to certify the 
authority to administer oaths, but in the interest of justice where the verification was first 
questioned in the decision of the Trademark Trial and Appeal Board, the Commissioner gave 
opposer thirty days from his decision to submit a proper verification of the original notice. 515 


On petition of review to Commissioner of Patents from decision of Board case remanded. 
The Board had dismissed opposition on the ground that notice of opposition was not verified 
by one of its officers, but by a departmental general manager of opposer corporation. The 
Commissioner held the general language of two prior decisions were not binding on the Board 
as indicative of an established Patent Office policy. The Board hence could disregard 
those decisions as having no bearing on the present case. (The Board subsequently vacated 
its decision and held it had jurisdiction to try the case on its merits.) 632 


Opposer, owner of registered trademark wWoRKMASTER for masonry saws, filed notice of 
opposition against applicant’s mark HyDRA-MATIC for the same goods. Considering the differ- 
ences in the marks alone, the Board held that the notice of opposition failed to state a 
claim for relief, since, on its face, the applicant’s mark did not resemble opposer’s. Further, 
that the allegations by opposer that applicant’s mark was descriptive were not adequate to 
support a claim for damages. The court reversed the Board’s decision to dismiss an applicant’s 
motion, stating that opposer should have the opportunity of presenting its evidence where 
there was a question of fact, and a belief that opposer would be damaged if such application 
were granted. 1145 


300.23b Answer 


Opposition to registration of WINTERSTAT for thermostats for controlling temperatures of 
coolants in internal combustion engines was dismissed. Although the opposer’s registered mark 
was identical and constituted prima facie evidence of opposer’s prior rights, it was not, in and 
of itself, proof that confusion was likely between applicant’s use on thermostats, and opposer’s 
use for evaporative refrigeration systems designed to automatically maintain constant head 
pressure. The Board held that the goods were specifically different and since opposer submitted 
no evidence other than its registration, showing a relationship between the goods which 
would give rise to confusion, the motion to dismiss was granted. In petition for reconsideration, 
opposer urged that since applicant had not responded to certain allegations in notice of 
opposition, that the allegations therein were admitted, thus relieving opposer of the burden 
of proof. The Board held that although applicant did not specifically deny each allegation, 
it did deny likelihood of confusion and issue was joined. It was incumbent upon opposer 
then, to establish that confusion was likely. Request for reconsideration denied. 1239 


300.23c Motions 


Opposer, owner of registered trademark worKMASTER for masonry saws, filed notice of 
opposition against applicant’s mark HyYDRA-MATIC for the same goods. Considering the 
differences in the marks alone, the Board held that the notice of opposition failed to state 
a claim for relief, since, on its face, the applicant’s mark did not resemble opposer’s. Further, 
that the allegations by opposer that applicant’s mark was descriptive were not adequate to 
support a claim for damages. The court reversed the Board’s decision to dismiss on 
applicant’s motion, stating that opposer should have the opportunity of presenting its evidence 
where there was a question of fact, and a belief that opposer would be damaged if such 
application were granted. 1145 
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300.23d Evidence 


Application to register supsy displayed in combination with representations of bubbles 
for aqueous ammonium hydroxide composition opposed on grounds that supsy describes a 
characteristic of such product, and that term is used by opposer and others on labels for 
ammonia products for purposes of description and a registration would interfere with the right 
to use the term. The Trademark Trial and Appeal Board dismissed the opposition holding 
that while term supsy may be descriptive, it is not, when used as a mark, inherently 
incapable of indicating origin in a single producer. Record clearly shows supsy has become 
known and impressed upon mind of public and trade as identifying origin with applicant. 76 


Petitioner in support of its claim that TURBODIESEL was a descriptively generic term for 
diesel engines having exhaust driven turbine superchargers made of record under Trademark 
Rule 2.123(c) 351 documentary exhibits bearing dates from 1953 through November 1959. 
In ruling on respondent’s objections to some of these exhibits the Board held: 


(1) The exhibits subsequent to the filing of respondent’s application to register the mark 
on the Supplemental Register were irrelevant and immaterial. 


(2) The record was insufficient to show that several catalogues were ever in general 
circulation and available to the general public in libraries, hence, could not be treated as 
“printed publications” under Rule 2.123(c). 


(3) The decisions of foreign tribunals, although noteworthy, were not evidentiary in 
character nor controlling on respondent’s right to registration. 


(4) Editorials, news releases, articles and other excerpts from trade publications dated 
prior to respondent’s application for registration on the Supplemental Register were admissible 
in evidence under Rule 2.123(c), not for the truth of the matter contained in this material 
but merely for what they showed on their face. 206 


PERMAFRESH (Applicant) for chemical compositions used for imparting shrink-resistance and 
crease-resistance to textile materials; PERAFRESH 500 for a textile germicide. 


PERMACEL (Opposer) for pre-paint cleaners, wax, silicone, heat-sealing tape and other adhesive 
tape products; PERMACEL 500 for chemical compositions and textile supplies. 


Oppositions dismissed. Third-party registrations and copies of advertisements which were 
introduced to show that PERMA had a suggestive connotation as applied to goods of the character 
sold by the parties and to goods in general as a result of the adoption by third persons of 
marks comprising this term is competent for this purpose. The fact that advertisements 
appeared subsequent to the institution of the proceedings does not negate their importance. 
Certain of opposer’s products were so distinctly different from applicant’s textile chemicals 
that purchasers were not likely to attribute such products to a single purchaser, and opposer’s 
other products, such as heat-sealing adhesive tapes, have entirely different uses than applicant’s 
goods and moved through different channels of trade. Moreover, in view of the nature of 
the term PERMA and the manner in which both parties utilize the term “500,” the Board 
held that the differences in the terms CEL and FRESH were sufficient to distinguish between the 
marks in both sound and appearance and to create different commercial impressions. 218 


Opposition sustained. Where evidence adduced by opposer revealed that brownish-pink 
coloration along top of the segment portion of the lenses or lens blanks of multifocal lenses 
or blanks which applicant sought to register as a trademark, performed the utilitarian function 
of reducing light reflection and refraction even where opposer employs a different coloration 
therefor since the brownish-pink coloration is the most acceptable. 342 


Testimony concerning the area and extent of sales and advertising expenditures is improper 
rebuttal and may be properly introduced only during the presentation of testimony-in-chief. 
Arguments addressed to any similarities that might exist between the containers used by 
the parties, and any other matters pertaining to the question of unfair competition, are 
immaterial and irrelevant in an opposition proceeding. 510 
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Applicant introduced third-party registrations which disclosed that prior to opposer’s 
adoption and use of TuFsot for shoe soles, nine concerns had adopted tur or TUFF for shoes 
or shoe findings. The Board held that third-party registrations are elements to be considered 
in passing on the question of likelihood of confusion. 630 


CAR-LON (Applicant) for infants’, little girls’, and teenage girls’ pajamas, nightgowns and 
underwear. 
CARO-LON (Opposer) for ladies’ full fashioned sweaters. 


Opposition sustained. Statements made in the file of opposer’s registration do not 
preclude him from taking a different position in opposition. The file may not be considered 
unless offered in evidence. The goods are items of wearing apparel which would normally 
be purchased by the same customers in the same stores and are of such nature that their 
sale under the same or confusingly similar marks would be likely to result in confusion of 
purchasers. 631 


Trademark opposition dismissed. Opposer’s copyright certificates, at best, indicate only 
that the books in question were published; the certificates are incompetent to show any 
continuous use in trade, and the mere fact that opposer has been engaged in designing and 
writing books does not establish that he was known by the name claimed to be used on the 
books. 631 


Registrations which were attached to applicant’s brief are not considered because they 
were not introduced during applicant’s trial period. 863 


LUCKY-MACK KING FLORIDA (Applicant) for roach, ant and mouse poison. 
LUCKIE’S (KING FLA.) and LUCKIE MAGIC (Opposer) for roach, ant and mouse poison. 


President of opposer corporation began using the mark LUCKIE’s (KING FLA.) on roach, 
ant and mouse poison in 1957. Later in the same year, he and his wife formed a partnership 
with E. J. McCall, the President of applicant’s corporation and his wife. The original mark 
was then changed to LUCKIE-MACK above KING FLA. In January 1959, they formed a 
corporation, and in August 1959 they filed for dissolution. During the dissolution proceedings 
opposer formed Luckie Magic Corporation and began using the mark LUCKIE MAGIC on 
September 18, 1959. Applicant formed the Luckie-McCall Corporation before dissolution and 
claimed September 21, 1959 to be the first use of the mark LucKy-mack. The Board held 
that applicant’s use of the mark LUCKY-MACK above KING FLA., and opposer’s mark LUCKIE’s 
(KING FLA.) and LUCKIE MAGIC on the same goods would result in confusion, therefore, the 
only question to be decided was who was the prior user. The Board held that opposer lost 
all rights in the original mark LUCK1E’s when he formed a partnership and corporation without 
reserving his rights to the mark. Applicant’s President claimed priority by reason of the 
fact that he purchased the assets of the dissolved corporation at a receiver’s sale and that 
the trademark rights were included in the assets. However, in this particular case, only 
the physical assets of the corporation were ordered to be sold and trademark rights were 
not included. Therefore, applicant had no rights in trademark LUCKIE-MACK by reason of 
the purchase. Neither party was entitled to claim any trademark rights in the mark, therefore, 
the first party to use its mark was entitled to it. Opposer corporation’s first use was 
September 18, 1959. Applicant’s stated first use was September 21, 1959 although applicant 
claimed actual use before October 9, 1959. In order to go behind applicant’s claimed date 
of first use, applicant’s proof must be clear and convincing not merely an oral assertion; 
the Board found that it was not. Opposition sustained and application to register refused. 1041 


Opposer, owner of registered trademark worKMASTER for masonry saws, filed notice of 
opposition against applicant’s mark HypRA-MATIC for the same goods. Considering the 
differences in the marks alone, the Board held that the notice of opposition failed to state 
a claim for relief, since, on its face, the applicant’s mark did not resemble opposer’s. Further, 
that the allegations by opposer that applicant’s mark was descriptive were not adequate to 
support a claim for damages. The court reversed the Board’s decision to dismiss on applicant’s 
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motion, stating that opposer should have the opportunity of presenting its evidence where 
there was a question of fact, and a belief that opposer would be damaged if such application 
were granted. 1145 


Application to register Tom THUMB for frozen foods was opposed by two related companies 
which asserted prior use on vegetables and frozen vegetables. Priority was clear, but sole 
evidence of opposer’s use after January 1958 came from single witness whose testimony 
was at variance with facts he had given in an affidavit in an earlier, unrelated proceeding 
involving TOM THUMB. Held, under circumstances there was not sufficient proof that opposers 
had existing rights in Tom THUMB. Opposition dismissed. 1242 


The applicant introduced over 150 third-party registrations to show the common practice 
for persons engaged in the sale of food products and related goods to use monastic and 
religious terms such as MONK, ABBEY and FRIARS. 1357 


300.23e Defenses 


Defense of unclean hands, predicated upon opposer’s wrongful use of registration notice, 
is inapplicable where proofs show that notice relates to design of opposer’s registered bottle 
containers and not its common law trademark. 335 


Applicant started to use the mark Fast in 1953 for detergents but later changed the 
product to an “all purpose cleaner” with instructions on the label for use in washing machines. 
Opposer also manufactured household detergents using its trade name in addition to the 
mark FAST PRopUCTs. Applicant did not abandon its right to claim use of the mark based on 
its original registration by the mere fact that the formula or primary use of the product had 
been changed through the years. 512 


Application to register BEL-AIR for pneumatic tires, tire tread capping material, and tubes 
made from both natural and synthetic rubber was refused because of opposer’s prior use of 
BEL-AIR for automotive vehicles and parts, accessories and equipment. Even though opposer 
does not sell tires and tubes under the mark BEL-AIR, it is the well-known mark for a type 
or model designation for opposer’s CHEVROLET cars. Such use is sufficient to preclude registration 
by another of the term BEL-AIR for similar goods. Automotive vehicles and pneumatic tires 
are sold to the same class of people who might assume that the products are in some way 
related to opposer. Third-party registrations of BEL-AIR for door knobs, valves for control of 
air on pneumatic equipment, fiberglass boats, auto seat covers and house trailers were not 
sufficient to show BEL-AIR lacked distinctiveness as applied to automotive products. An opposer 
is not estopped from precluding use by a subsequent user of the mark because he has not 
secured a registration for a mark which he has long used. 513 


Record failed to show estoppel in that opposer acquiesced in applicant’s use of BILLY BOY 
for boys’ jackets, or that opposer had knowledge of such use before publication in Official 
Gazette. 1130 


Opposition dismissed. Opposer and applicant used the marks COLLEGE INN and COLLEGE HILL 
respectively in the same areas for 25 years without any actual confusion on substantially the 
same goods. Opposer had actual knowledge of the use of COLLEGE HILL since 1940 and the 
registration thereof since 1948, but took no affirmative steps to cancel the registration. The 
Board held that although the defense of estoppel by laches is not available in some opposition 
proceedings, it is available in this case since opposer had previous opportunity to object to 
the use of the mark for substantially the same goods. 1135 


The Board held unfair trade practice attributed to applicant was irrelevant in an opposi- 
tion proceeding. The fact that applicant-licensee suggested that opposer register marks 
analogous to MONKS such as ABBEY and FRIARS was held not an admission of likelihood of 
confusion. 1357 
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300.24 Dismissal 


Application to register Tom THUMB for frozen foods was opposed by two related companies 
which asserted prior use on vegetables and frozen vegetables. Priority was clear, but sole 
evidence of opposer’s use after January 1958 came from single witness whose testimony was 
at variance with facts he had given in an affidavit in an earlier, unrelated proceeding involving 
TOM THUMB. Held, under circumstances there was not sufficient proof that opposers had 
existing rights in TOM THUMB. Opposition dismissed. 1242 


300.3 CANCELLATION 


300.31 In General 


The Board found HEAVY DUTY was merely descriptive as applied to shortening and since 
petitioner had so used the term respondent’s registration was held inconsistent with peti- 
tioner’s right to continued use of “heavy duty” in its proper sense in connection with the 
sale of shortening. 336 


Applicant moved to restrict the goods identified in opposer’s registration to ferrous 
metallic pipes. Where a partial cancellation of registrant’s goods is sought, the relief must 
be effected under Section 14(c) of the Act on the ground of abandonment by virtue of nonuse 
of the mark on the indicated goods. 509 


Section 18 of the Act expressly provides that the Commissioner may cancel or restrict 
the registration of a registered mark as the rights of the parties may be established in the 
proceeding. 509 


Respondent’s registration of PEPPERIDGE FARM CHAMPAGNE for cookies, and presumptions 
flowing from such registration are in derogation of and inconsistent with petitioner’s rights to 
CHAMPAGNE arising from petitioner’s prior and continuous use thereof for the same product. 510 


Assignee of registered mark misrepresents source of goods sold under mark; registration 
is cancelable at any time. 590 


Petitioner filed to cancel respondent’s registration of FAM for organic plant food and 
soil conditioner on the ground that respondent had never been the owner of the mark, but 
merely a licensee of petitioner. Therefore, since licensee, at the time of the registration, had 
no proprietary rights in the mark FAM, its application alleging ownership of the mark was 
fraudulent. It was held that the defense of laches was not available in an action to cancel 
registration which was void ab initio. Petitioner was entitled to summary judgment as a 
matter of law. 867 


300.32 Parties 


The Board held in a proceeding to cancel a supplemental registration that although 
respondent was the first to use the term TURBODIESEL for diesel engines having a turbine super- 
charger this did not bestow upon respondent any proprietary rights therein. Since petitioner 
was a competitor of respondent in the sale of diesel engines of which the term TURBODIESEL 
is the common descriptive term, petitioner had a proper interest to Petition to Cancel 
notwithstanding that it had not as yet chosen to use the term. The fact that other competitors 
of respondent participated in the financing and prosecution of the proceeding was held not 
contrary to the public interest or policy but a legitimate purpose for companies to cooperate 
in taking action against a party seeking to appropriate for itself a term which is a common 
descriptive name for the goods they all manufacture. 206 


300.33 Pleading and Practice 


If a notice of taking testimony fails to identify the name and address of each witness, 
or to at least give a general description of said witness, the notice is irregular on its face, 
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and it is incumbent on the recipient of the notice to seasonably object thereto, failing which, 
the irregularity is considered to have been waived; subsequently filed motion to strike or 
suppress testimony upon irregularity of notice is denied. 325 






Since mark has been in continuous use, question of user by individual registrant or by 
partnership (of which individual is partner) is of no concern to petitioner for cancellation 
on ground of abandonment. 335 


The District Court’s finding that damage to plaintiff had been established since registration 

on the Supplemental Register was inconsistent with plaintiff’s rights was affirmed on appeal. 

Although defendant had priority of the use of the mark FULLER, particularly in the field 

of brushes and household items, the Trademark Trial and Appeal Board erred in holding that 

the use of FULLER for vitamins was a natural expansion of defendant’s business. Plaintiff, on 

the other hand, since beginning business in 1936, had continuously used FULLER’S or FULLER’S 

QUALITY on cosmetics and food products and its expansion in 1952 into the field of vitamins was 

| a natural expansion. 828 














Petitioner filed for cancellation of registration of Goory-cotF for a prefabricated miniature 
golf course and equipment, claiming prior use of GoOFY GOLF in connection with the operation 
of miniature golf courses. The Board said that it was obvious that confusion would result 
| from the use of the same mark on such closely related goods. The only question was who 
| 








was entitled to use the mark by reason of priority of use. Petitioner had offered documents 
in support of its testimony-in-chief under R 123(c) and as part of its rebuttal. The Board 
ruled however, that the documents would not be considered since they were filed after petitioner’s 












































testimony-in-chief and constituted improper rebuttal. Although petitioner’s testimony as to c 
first use of the mark was not supported by those documents, the Board found that the proof I 
| was clear and convincing, and sufficient to establish petitioner’s prior use. Respondent contended I 
| that petitioner abandoned its mark by allowing a stranger to use it without exercising any 
control over such use, but as the Board pointed out, the question was not whether the oO 
| petitioner owns the mark or was entitled to registration, but rather, would petitioner be 
damaged by respondent’s registration. Further, a party need not have exclusive rights in a Ci 
mark to be damaged by registration of another. Petition granted; registration canceled. 1240 “ 
300.33a Petition ck 
Motion to dismiss petition to cancel the registration of SPEED-LETTER and design for 
stationery is granted. Petition alleged (a) registration was obtained fraudulently and (b) the pr 
term SPEED was not subject to exclusive appropriation, since other persons have prior use of rm 
the same term as a trademark. Board held as to (a) that under Rule 9(b) FRCP, circumstances on 
constituting fraud should be stated with particularity and facts set out in petition did not justify 
a charge of fraud; and as to (b) that petitioner may not base a claim for relief upon rights 
assertedly possessed by third-parties. 80 co 
j co 
300.33b Answer qso 
A counterclaim for cancellation must independently state all facts essential to a valid i an 
cause of action. Counterclaim which asserts no prior right as against petitioner fails to state Ss Cot 
a claim upon which relief could be granted. All circumstances constituting fraud shall be E ter 
stated with particularity. An actual misstatement of a date of first use of a mark in a F of 
registration or application therefor, cannot, in and of itself, justify a charge of fraud. 65 i 
: i not 
| 300.33c Motions i ins' 
Motion to dismiss petition to cancel the registration of SPEED-LETTER and design for t 
/ stationery is granted. Petition alleged (a) registration was obtained fraudulently and (b) the 4 soil 
term SPEED was not subject to exclusive appropriation, since other persons have prior use : but 
of the same term as a trademark. Board held as to (a) that under Rule 9(b) FRCP, had 
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petition did not justify a charge of fraud; and as to (b) that petitioner may not base a 
claim for relief upon rights assertedly possessed by third-parties. 80 


Petitioner filed to cancel respondent’s registration of FAM for organic plant food and 
soil conditioner on the ground that respondent had never been the owner of the mark, but 
merely a licensee of petitioner. Therefore, since licensee, at the time of the registration, had 
no proprietary rights in the mark FAM, its application alleging ownership of the mark was 
fraudulent. It was held that the defense of laches was not available in an action to cancel 
registration which was void ab initio. Petitioner was entitled to summary judgment as a 
matter of law. 867 





300.33d Evidence 


Petitioner may not rely on asserted rights of a third-party as a ground for establishing 
its rights against respondent. 79 



























The Board held all evidence produced by either party in a cancellation proceeding concerning 
events or matters which occurred subsequent to the date of the application for registration of 
the mark on the Supplemental Register was immaterial and irrelevant to the determination of 
the issue. Section 24 of the Act of 1946 provides that a registration on the Supplemental 
Register shall be canceled if it is found that the registrant was not entitled to register the 
mark at the time the application for registration was filed. 206 





Petitioner in support of its claim that TURBODIESEL was a descriptively generic term for 
diesel engines having exhaust driven turbine superchargers made of record under Trademark 
Rule 2.123(c) 351 documentary exhibits bearing dates from 1953 through November 1959. 
In ruling on respondent’s objections to some of these exhibits the Board held: 

(1) The exhibits subsequent to the filing of respondent’s application to register the mark 
on the Supplemental Register were irrelevant and immaterial. 
(2) The record was insufficient to show that several catalogues were ever in general 


circulation and available to the general public in libraries, hence, could not be treated as 
“printed publications” under Rule 2.123(c). 


(3) The decisions of foreign tribunals, although noteworthy, were not evidentiary in 
character nor controlling on respondent’s right to registration. 


(4) Editorials, news releases, articles and other excerpts from trade publications dated 
prior to-respondent’s application for registration on the Supplemental Register were admissible 
in evidence under Rule 2.123(c), not for the truth of the matter contained in this material but 
merely for what they showed on their face. 206 





















The fact that there would not likely be purchaser confusion between COLA COOLER and 
COCA-COLA does not mean respondent is entitled to the registration of CoLA CooLER. The term 
coca has been known to the trade and the general public as the name of a particular type of 
soft drink and the term CooLeR has, as the record shows, been continuously used by petitioner 
and others to refer to goods of the character sold by respondent. The complete term, COLA 
COOLER, is analogous to and no more capable of distinguishing portable ice chests than such 
terms as “beer cooler” or “wine cooler”. Thus, respondent is not entitled to the registration 
of COLA COOLER. 339 


Cancellation petition granted. After two years nonuse, an affidavit that registrant has 
not stopped looking for customers and, upon finding one, would be willing to sell, is 
insufficient to overcome prima facie abandonment. 631 








Petitioner filed to cancel respondent’s registration of FAM for organic plant food and 
soil conditioner on the ground that respondent had never been the owner of the mark, 
but merely a licensee of petitioner. Therefore, since licensee, at the time of the registration, 
had no proprietary rights in the mark FAM, its application alleging ownership of the mark 
was fraudulent. It was held that the defense of laches was not available in an action to 
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cancel registration which was void ab initio. Petitioner was entitled to summary judgment 
as a matter of law. 867 


Petitioner in proceeding to cancel supposedly abandoned mark must show probable damage 
in that it is using the same or similar mark on related goods. Petitioner’s pending application 
is not enough to establish an interest in registrant’s right of registration. The Examiner’s 
refusal to register applicant’s mark because of likelihood of confusion with registered mark 
cannot serve as sole basis of damage in petition to cancel. 1031 


Opposer, owner of trademark CONTOUR CHAIR-LOUNGE, and shortly after the opposition 
began of contour alone for chairs, opposed the application of CONTURFOAM for mattresses 
and box springs. In the same action, applicant petitioned to cancel opposer’s marks asserting 
that they were merely descriptive. The opposition and cancellation were both dismissed. The 
court found that the use of conTouR in the trade signified a type chair rather than the 
opposer’s chair in particular, and, therefore opposer could not be damaged by the granting 
of registration to applicant. Further, in regard to the cancellation, notice of opposition relying 
merely upon a registration alone did not constitute legal damage to the defending party, and 
that in order to establish probable damage by the registration of a merely descriptive or 
generic term, it is necessary that applicant deal in the specific goods of which the term is 
descriptive or that it deal in related goods of which the term is equally descriptive or generic. 
In this case, applicant did not sell chairs and the word conTouR is not recognized as the 
common descriptive term for a box spring and mattress. 1039 


Petitioner filed for cancellation of registration of Goory-GoLF for a prefabricated miniature 
golf course and equipment, claiming prior use of GOOFY GOLF in connection with the operation 
of miniature golf courses. The Board said that it was obvious that confusion would result 
from the use of the same mark on such closely related goods. The only question was who 
was entitled to use the mark by reason of priority of use. Petitioner had offered documents 
in support of its testimony-in-chief under R 123(c) and as part of its rebuttal. The Board 
ruled however, that the documents would not be considered since they were filed after 
petitioner’s testimony-in-chief and constituted improper rebuttal. Although petitioner’s testimony 
as to first use of the mark was not supported by those documents, the Board found that the 
proof was clear and convincing, and sufficient to establish petitioner’s prior use. Respondent 
contended that petitioner abandoned its mark by allowing a stranger to use it without 
exercising any control over such use, but as the Board pointed out, the question was not 
whether the petitioner owns the mark or was entitled to registration, but rather, would 
petitioner be damaged by respondent’s registration. Further, a party need not have exclusive 
rights in a mark to be damaged by registration of another. Petition granted; registration 
canceled. 1240 


In cancellation proceeding petitioner has burden of proving damage from respondent’s 
registration. Petitioner failed to show a first use of mark prince for dog food prior to 
respondent’s proven first use in 1955. Further, petitioner failed to show it was legally entitled 
to use the mark which had been assigned to it in 1959 retroactively as of 1949. Cancellation 
is only granted after careful study of the facts and petitioner must leave nothing to conjecture. 
However, petitioner failed to show that the use of the mark by a partner enured to the 
partnership especially when the partner’s assignment of the mark was retroactive. As 
alternative relief in its answer, respondent asked for restriction of its trademark to areas in 
which respondent had prior use, but since the cancellation was dismissed because of failure of 
petitioner’s proof, respondent’s request was not put in issue and restriction of registration by 
Board was reversed. 1364 


300.33e Defenses 


Estoppel may only be applied in favor of one who has acted to his detriment in reliance 
on conduct assertedly creating the estoppel. Neither party is bound by representations made 
in attempt to secure consent to foreign registrations. Foreign registrations are irrelevant 
and/or immaterial to rights of parties in cancellation proceeding. 65 
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The Board held in a proceeding to cancel a supplemental registration that although 
respondent was the first to use the term TURBODIESEL for diesel engines having a turbine 
supercharger this did not bestow upon respondent any proprietary rights therein. Since 
petitioner was a competitor of respondent in the sale of diesel engines of which the term 
TURBODIESEL is the common descriptive term, petitioner had a proper interest to Petition to 
Cancel notwithstanding that it had not as yet chosen to use the term. The fact that other 
competitors of respondent participated in the financing and prosecution of the proceeding was 
held not contrary to the public interest or policy but a legitimate purpose for companies to 
cooperate in taking action against a party seeking to appropriate for itself a term which is a 
common descriptive name for the goods they all manufacture. 206 


Application to register NATIONAL COPPER for copper and brass tubing opposed by owner 
of NATIONAL for metal pipes, tubes and casings, etc. A counterclaim that NATIONAL is a weak 
mark and is only entitled to limited protection does not constitute a collateral attack upon 
the validity of opposer’s registration but rather is in the nature of affirmative matter in avoid- 
ance of opposer’s claim, and is therefore properly pleaded. 509 


Petitioner filed to cancel respondent’s registration of FAM for organic plant food and soil 
conditioner on the ground that respondent had never been the owner of the mark, but merely 
a licensee of petitioner. Therefore, since licensee, at the time of the registration had no 
proprietary rights in the mark FAM, its application alleging ownership of the mark was 
fraudulent. It was held that the defense of laches was not available in an action to cancel 
registration which was void ab initio. Petitioner was entitled to summary judgment as a 
matter of law. 867 


300.34 Dismissal 


In cancellation proceeding, although petitioner established first use of P.m.P. in trade, the 
record is insufficient to show it made any other use of the mark, and respondent has continuously 
advertised and sold its goods under the mark since November, 1956; thus, respondent’s rights 
are superior. 78 


300.4 APPEALS 
300.41 Commissioner of Patents 


Applicant’s petition to the Commissioner from the Trademark Trial and Appeal Board 
requirement that petition for cancellation, even though pleaded in opposition, must set forth 
an independent cause of action, must be verified, and must be accompanied by the statutory 


fee, presents no error which warrants invoking the supervisory authority of the Commissioner. 
69 


Since a Swiss Notary does not have authority to administer oaths, judicial notice is 
taken of the fact and notice of opposition containing verification taken by Swiss Notary is 
inadequate; the certificate of a Vice-Consul of the United States failing to certify the 
authority to administer oaths, but in the interest of justice where the verification was first 
questioned in the decision of the Trademark Trial and Appeal Board, the Commissioner gave 
opposer thirty days from his decision to submit a proper verification of the original notice. 515 


300.42 Trademark Trial and Appeal Board 


The CCPA will not consider on an appeal from an opposition, an ex parte matter which 
was not raised in the notice of opposition nor passed upon by the Trademark Trial and 
Appeal Board. 215 


PERMAFRESH (Applicant) for chemical compositions used for imparting shrink-resistance and 
crease-resistance to textile materials; PERAFRESH 500 for a textile germicide. 


PERMACEL (Opposer) for pre-paint cleaners, wax, silicone, heat-sealing tape and other 
adhesive tape products; PERMACEL 500 for chemical compositions and textile supplies. 
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Oppositions dismissed. Third-party registrations and copies of advertisements which 
were introduced to show that PERMA had a suggestive connoiation as applied to goods of the 
character sold by the parties and to goods in general as a result of the adoption by third 
persons of marks comprising this term is competent for this purpose. The fact that advertise- 
ments appeared subsequent to the institution of the proceedings does not negate their importance. 
Certain of opposer’s products were so distinctly different from applicant’s textile chemicals 
that purchasers were not likely to attribute such products to a single purchaser, and opposer’s 
other products, such as heat-sealing adhesive tapes, have entirely different uses than 
applicant’s goods and moved through different channels of trade. Moreover, in view of the 
nature of the term PERMA and the manner in which both parties utilize the term “500,” 
the Board held that the differences in the terms CEL and FRESH were sufficient to distinguish 
between the marks in both sound and appearance and to create different commercial 
impressions. 218 


SUPER CRETE-x (Applicant) for a cement like material for filling floor cracks and holes. 
CRETEX (Opposer) for waterproof cement paint. 


Opposition sustained. Although the goods are specifically different and non-competitive, 
opposer’s product can be used on any type of building, so that users of the goods could well 
be the same. Opposer also sells another material similar to applicant’s which is sold to 
specialists and to the general public, and even though it bears a different narne, opposer’s 
competitors sell current paint and concrete patching material under identical marks to the 
public. It, therefore, appears that applicant’s product can be sold to the general public. In 
view of these facts and substantial similarity between marks, purchasers are likely to 
believe the goods originate at the same source. 219 


Opposer, owner of trademark CONTOUR CHAIR-LOUNGE, and shortly after the opposition 
began of contour alone for chairs, opposed the application of CONTURFOAM for mattresses 
and box springs. In the same action, applicant petitioned to cancel opposer’s marks asserting 
that they were merely descriptive. The opposition and cancellation were both dismissed. The 
court found that the use of conTouR in the trade signified a type chair rather than the 
opposer’s chair in particular, and, therefore opposer could not be damaged by the granting 
of registration to applicant. Further, in regard to the cancellation, notice of opposition relying 
merely upon a registration alone did not constitute legal damage to the defending party, 
and that in order to establish probable damage by the registration of a merely descriptive or 
generic term, it is necessary that applicant deal in the specific goods of which the term 
is descriptive or that it deal in related goods of which the term is equally descriptive or 
generic. In this case, applicant did not sell chairs and the word contour is not recognized 
as the common descriptive term for a box spring and mattress. 1039 


300.43 Court of Customs and Patent Appeals 


Appeal remanded to Patent Office for further action. The Commissioner of Patents 
sustained the dismissal of appellant’s opposition. Subsequently a consent judgment was entered 
in the District Court holding that appellee’s mark stripe weELL for children’s shoes infringed 
appellant’s registered mark STRIDE RITE. Appellee thereafter filed a formal abandonment of 
the application involved in this appeal to the CCPA. The court held that in view of the 
facts the case should be considered by the Patent Office prior to any decision by the CCPA 
it be remanded to the Patent Office for further action. 214 


The opposer, The Frostie Company, appealed from dismissal of opposition, and applicant, 
Sun-Glo Packers, Inc., also appealed from the decision which dismissed applicant’s affirmative 
defense set forth in grounds for affirmative relief by way of cancellation of one of opposer’s 
registered marks appearing in its notice of opposition. Opposer then filed notice of election 
to have all proceedings in connection with affirmative defense conducted separately. The 
court held that the election was not applicable in this case, since the affirmative defense was 
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an integral part of the opposition proceeding which the court must review on appeal, and, 
therefore could not be separated therefrom for independent adjudication. Applicant’s appeal 
was treated as a cross-appeal and the two appeals were consolidated by the granting of 
applicant’s motion. 862 


Opposer, owner of registered trademark wWORKMASTER for masonry saws, filed notice 
of opposition against applicant’s mark HYDRA-MATIC for the same goods. Considering the 
differences in the marks alone, the Board held that the notice of opposition failed to state 
a claim for relief, since, on its face, the applicant’s mark did not resemble opposer’s. Further, 
that the allegations by opposer that applicant’s mark was descriptive were not adequate to 
support a claim for damages. The court reversed the Board’s decision to dismiss on applicant’s 
motion, stating that opposer should have the opportunity of presenting its evidence where there 
was a question of fact, and a belief that opposer would be damaged if such application were 
granted. 1145 


300.44 District Court 


The decision of the Trademark Trial Board of Appeals holding that plaintiff is not 
entitled to register the trademark supREME for vodka is affirmed where defendant has proved 
prior rights in SUPREME for gin and BOURBON SUPREME for whiskey. 187 


Summary judgment procedure is not available to dissatisfied party (removed from CCPA 
by satisfied party) in 35 U.S.C. 145 action for review of decision by Trademark Trial and 
Appeal Board; statute contemplates “further proceedings” to which satisfied party is 
entitled. 741 


The District Court’s finding that damage to plaintiff had been established since registration 
on the Supplemental Register was inconsistent with plaintiff’s rights was affirmed on appeal. 
Although defendant had priority of the use of the mark FULLER, particularly in the field of 
brushes and household items, the Trademark Trial and Appeal Board erred in holding that 
the use of FULLER for vitamins was a natural expansion of defendant’s business. Plaintiff, on 
the other hand, since beginning business in 1936, had continuously used FULLER’S or FULLER’S 
QUALITY on cosmetics and food products and its expansion in 1952 into the field of vitamins 
was a natural expansion. 828 


400. CONFUSINGLY SIMILARITY (Also see Courts Section 600) 
400.1 IN GENERAL 


The essential inquiry is whether an appreciable number of ordinarily prudent, prospective 
purchasers are likely to be confused or misled into believing that plaintiff is the source of 
defendant’s goods. This is an issue of fact as to the probable or actual reactions of such 
purchasers. 608 


The Board found that in 1932 in an opposition proceeding brought by the owner of prior 
registrations for IDEAL for various food products, the applicant had been refused registrations 
of the mark ree for coffee. The court held the judgment in the opposition proceeding was 
binding and registration was refused on the ground of res judicata. The fact that present 
application was brought under the Act of 1946 whereas the earlier application was under 
the Act of 1905 was of no significance with regard to the test of likelihood of confusion. 
The slight difference of the wording between the Act of 1905 and Act of 1946 did not 
change the test of confusing similarity. 629 


Applicant introduced third-party registrations which disclosed that prior to opposer’s 
adoption and use of TuFsoL for shoe soles, nine concerns had adopted tur or TuFF for shoes 
or shoe findings. The Board held that third-party registrations are elements to be considered 
in passing on the question of likelihood of confusion. 630 
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EVANS (Applicant) for tricycles. 






SCHWINN (Opposer) for bicycles. 

Appeal from Trademark Trial and Appeal Board dismissing opposition was affirmed. 
The competing marks each consisted of a word, SCHWINN used by opposer on bicycles, 
and EVANS by applicant for tricycles, incorporated in a similar design. Both words were 
arranged in a cruciform within concentric circles. The court found that even though the 
goods were closely related, and sold to same class of purchasers from the same outlets, no 
confusion was likely to arise. In arriving at this conclusion, the court considered the mark in 
its entirety. The dominating feature is controlling in determining likelihood of confusion. 
Since the design with the word in a cruciform arrangement was not new to trademark practice, 
the court found the design was less likely to be the dominating feature, and since bicycles 
were usually purchased by name, with the design merely serving as background, more 
attention would be given to the words which were entirely different, and therefore, not likely 
to cause confusion. 1146 
















400.2 CoNFUSINGLY SIMILAR Marks Article: 351 


(This section is arranged alphabetically by Trademarks as far as possible. Also see Not 
Confusingly Similar Marks pages 93 to 97 and Word List pages 37 to 46.) 












AIRTROL (Applicant) for gas-fired force air furnaces. 






AIRTROL (Opposer) for air separating devices for use in hot water heating systems. 
Opposition sustained. Since the goods of the parties comprise competitive components 


utilized in competitive heating systems and since prospective purchasers of the goods of the 
parties might well be the same, there is a reasonable likelihood of confusion. 216 








ATLANTIC PAPERBACKS for paperbound books is confusingly similar to THE ATLANTIC, THE 
ATLANTIC MONTHLY and THE ATLANTIC MONTHLY PRESS used in connection with a magazine 


and hard-cover books. 608 


B, in outline, with a lightning bolt design superimposed thereon (Applicant) for electrical 
connectors. 

B, fancifully printed (Cited Registration) for radio contact pins, radio contact prongs, contact 
points, contact jacks, funnels and sleeve attachments for outlet caps. 

The salient feature of both marks is the letter “B”, and the ordinary purchaser will likely 
remember this and rely upon it as an indication of origin. The applicant’s mark so resembles 
the cited mark as to be likely, when applied to applicant’s goods, to cause confusion. That the 
products are sold to discriminating purchasers is not controlling when the likelihood of 
confusion, due to similarity of the marks, is present. 78 

















Application to register BEL-AIR for pneumatic tires, tire tread capping material, and 
| tubes made from both natural and synthetic rubber was refused because of opposer’s prior 
use of BEL-AIR for automotive vehicles and parts, accessories and equipment. Even though 
opposer does not sell tires and tubes under the mark BEL-arR, it is the well-known mark for a 
type or model designation for opposer’s CHEVROLET cars. Such use is sufficient to preclude 
registration by another of the term BEL-AIR for similar goods. Automotive vehicles and 
pneumatic tires are sold to the same class of people who might assume that the products 
are in some way related to opposer. Third-party registrations of BEL-AIR for door knobs, 
valves for control of air on pneumatic equipment, fiberglass boats, auto seat covers and 
house trailers were not sufficient to show BEL-AIR lacked distinctiveness as applied to 
automotive products. An opposer is not estopped from precluding use by a subsequent user of 
the mark because he has not secured a registration for a mark which he has long used. 513 
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caryoy (Applicant) for combined cleansing and polishing materials. 
joy (Opposer) for soap powder, sudsing cleaner, cleanser and detergent, excepting soap in bar 
form. 

Applicant’s mark carjoy primarily a detergent for cleaning and polishing cars, also 
linoleum and plastic tile surfaces is confusingly similar to Joy, detergent primarily used for 
dishwashing, also used for linoleum, tile and woodwork. Both are sold to the same class 
of purchasers through supermarkets as cleansing detergent agents used for identical as well 
as related uses. Compared in their entireties applicant’s mark CARyJoy incorporates opposer’s 
entire mark joy. The court held that it was not unlikely that some purchasers would think 
that both products emanated from the same source or origin. Application denied. 1222 


CREME EXTRORDINAIRE (Applicant) for creamy emulsion for cosmetic face cream. 
EXTRAORDINAIRE (Opposer) for cosmetic and toilet preparations. 

Opposition sustained. The goods of the. parties are cosmetics or toilet preparations 
which are sold over-the-counter to the same purchasers and taking into consideration that 
opposer’s mark EXTRAORDINAIRE is sometimes preceded by the name of the goods, confusion, 
or mistake or deception of purchasers is more than likely to occur. 336 


CURRENT LIMITING FUSES (CLF) (Applicant) for protective devices against excessive electric 
currents, fuses, current-limiting fuses, fuse clip and other fuse holders. 


cLF (Opposer) as a trademark for high interrupting capacity low voltage fuses. 


Opposition sustained. Application to register CURRENT LIMITING FUSES (CLF) for fuses 
even though “Current Limiting Fuses” was disclaimed and rejected since opposer had used 
CLF on its fuses prior to applicant. The Board found that cir is not the generally recognized 
abbreviation for current-limiting fuses, and therefore opposer’s use was not descriptive. 745 


Application to register DRAGON for replaceable metal tooth points was refused in 
opposition proceeding by user of mark prRAGON for dredges. Even though parties did not 
sell to the same customers, the record showed that there could be common purchasers. 512 


ELECTRO-MATIC (Applicant) for fire pumps and fire pump accessories. 

ELECTRO-MATIC (Opposer) for automatic electric traffic control systems, various parts and 
accessories therefor, electrical controls for opening and closing doors, and electrical ard 
electronic counting, measuring and recording and speed detecting apparatus used ia 
connection with vehicles and other objects. 

Opposition sustained. Since applicant’s pumps are electrically controlled, they might 
be thought to be products of opposer, considering the diversity of products many of the 

country’s large manufacturers put out under a common trademark. 216 


The petitioner extensively used and advertised a mark consisting of a representation of 
a jockey, in full jockey dress. The registrant's mark disclosed a human, male figure garbed 
in costume associated with jockeys but differing in the posture of the figure and in details of 
the costume shown from that of the petitioner. The registration also encompassed a display of 
the words JERRY FINN. Nevertheless, in view of petitioner’s long and extensive use and 
advertising, the registration was canceled, the court holding that a representation of a jockey 
has become well-known to the general purchasing public as an indication of the origin of 
wearing apparel for men being with the petitioner. 862 
LUCKY-MACK KING FLORIDA (Applicant) for roach, ant and mouse poison. 
LUCKIE’S (KING FLA.) and LUCKIE MAGIC (Opposer) for roach, ant and mouse poison. 

President of opposer corporation began using the mark LucKIE’s (KING FLA.) on roach, 
ant and mouse poison in 1957. Later in the same year, he and his wife formed a partnership 
with E. J. McCall, the President of applicant’s corporation and his wife. The original 
mark was then changed to LUCKIE-MACK above KING FLA. In January 1959, they formed a 
corporation, and in August 1959 they filed for dissolution. During the dissolution proceedings 
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opposer formed Luckie Magic Corporation and began using the mark LUCKIE MAGIC on 
September 18, 1959. Applicant formed the Luckie-McCall Corporation before dissolution 
and claimed September 21, 1959 to be the first use of the mark Luckre-mMack. The Board 
held that applicant’s use of the mark LUCKY-MACK above KING FLA., and opposer’s mark 
LUCKIE’S (KING FLA.) and LUCKIE MAGIC on the same goods would result in confusion, 
therefore, the only question to be decided was who was the prior user. The Board held that 
opposer lost all rights in the original mark LUCKIE’s when he formed a partnership and 
corporation without reserving his rights to the mark. Applicant’s President claimed priority 
by reason of the fact that he purchased the assets of the dissolved corporation at a receiver’s 
sale and that the trademark rights were included in the assets. However, in this particular 
case, only the physical assets of the corporation were ordered to be sold and trademark rights 
were not included. Therefore, applicant had no rights in trademark LUCKIE-MACK by reason 
of the purchase. Neither party was entitled to claim any trademark rights in the mark, 
therefore, the first party to use its mark was entitled to it. Opposer corporation’s first use was 
September 18, 1959. Applicant’s stated first use was September 21, 1959 although applicant 
claimed actual use before the stated date, but there was no evidence of use before October 9, 
1959. In order to go behind applicant’s claimed date of first use, applicant’s proof must be 
clear and convincing not merely an oral assertion; the Board found that it was not. Opposition 
sustained and application to register refused. 1041 


MYPAR (Applicant) for insulating compound for electrical connectors. 


MYLAR (Opposer) for polyester film; flexible film for electrical insulation; flexible synthetic 
film used as a base for adhesive or pressure sensitive tapes for marking, packaging, or 
strapping applications, etc.; flexible film for plastic glazing used as a window glass substitute; 
and flexible film for packaging purposes. 

Opposition sustained. The products of the parties, although specifically different, are 
competitive electrical insulating material, and in view of the similarity of the marks, it is 

concluded that confusion is likely. 216 


PRONTOS (Applicant) for corn chips. 

FRITOS (Opposer) for corn chips; CHEE.TOs for cheese puffs; and TA-tTos for potato chips. 
Registration refused on ground of likelihood of confusion. Testimony of grocers that 

they associate any snack products ending in Tos with opposer is somewhat persuasive, but 

not exceptionally so, since the fraction of grocers who do not associate TOs with opposer was 

not shown. 1033 


Picture of a Scotchman (Applicant) for heavy duty equipment, such as graders and other 
ground working machines, blades therefor, sand spreaders. 

SCOTCHMAN (Opposer) for motor driven mechanical apparatus for spreading flake, chip, and 
granular material on highways, land and water. 


Where a picture and a word have the same meaning they are, in legal contemplation, 
identical. In view of this and considering the substantial identity of the goods, it is concluded 
that confusion of purchasers would be more than likely to occur. It thus is unnecessary to 
discuss with any particularity applicant’s further contentions that opposer’s mark is a 
“weak mark” and that applicant’s goods are sold only to “discriminating purchasers”. 341 


scotty (Applicant) for mops for polishing, dusting, washing and scrubbing floors, walls, 
ceilings, woodwork and furniture. 
scotrcH (Opposer) for a variety of household items including dusting fabric. 
Opposition sustained. The products of the parties might readily be assumed to originate 
from a single producer and the marks of the parties create substantially similar commercial 
impressions so that there would be reasonable likelihood of purchaser confusion. 215 
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Composite mark consisting of word SPARKLET and design for electric drink blenders not 
sufficiently different from mark SPARKLETS covering compressed carbonic acid gas and 
containers for compressed or liquefied gas to prevent the likelihood of confusion. 507 


SPECTRALAB (Applicant) for electronic control panels, electronic instrumentation, signal gen- 
erators, amplifiers, frequency multipliers, and TV transmitters. 

SPECTROLAB (Opposer) for optical-electronic devices used in conjunction with light control 
and electronic instrumentation applications. 


The marks were found substantially identical. 509 


SUPER CRETE-x (Applicant) for a cement like material for filling floor cracks and holes. 
CRETEX (Opposer) for waterproof cement paint. 

Opposition sustained. Although the goods are specifically different and non-competitive, 
opposer’s product can be used on any type of building, so that users of the goods could well 
be the same. Opposer also sells another material similar to applicant’s which is sold to 
specialists and to the general public, and even though it bears a different name, opposer’s 
competitors sell current paint and concrete patching material under identical marks to the 
public. It, therefore, appears that applicant’s product can be sold to the general public. In 
view of these facts and substantial similarity between marks, purchasers are likely to believe 
the goods originate at same source. 219 


400.3 Nor CoNFUSINGLY SIMILAR MarRKS Article: 351 


(This section is arranged alphabetically by Trademarks as far as possible. Also see 
Confusingly Similar Marks pages 90 to 93 and Word List pages 37 to 46.) 


ABBEY and FRIAR’s (Applicant) for bread. 
MONASTERY (Opposer) for bread. 

Opposition dismissed. Considering the numerous third-party registrations for similar 
marks with the same religious significance by both religious and non-religious users for similar 
and very closely related products, purchasers would not be likely to associate the bread of 
applicant, sold under the marks ABBEY and FRIAR’S with opposer’s bread sold under the mark 
MONASTERY. The opposer’s position that it would not object to such use by a religious 
organization, as against a lay organization such as applicant, is untenable since there cannot 
be a double standard of determining likelihood of confusion, one for religious and one for 
non-religious. 1366 


ABBEY and FRIAR’s (Applicant) for bread. 
MONKS’ (Opposer) for bread. 

Opposition dismissed. The Board held all terms having a monastic or religious significance 
are not per se confusingly similar. The marks ABBEY and FRiAR’s for bread were not 
confusingly similar in sound or appearance to opposer’s mark Monks’ for bread. 1357 


“g” (Applicant) for electrical connectors. 


“g” (Prior Registration) for radio contact pins, prongs, points and jacks, terminals and 
sleeve attachments for outlet caps. 

Applicant’s mark for electrical connectors consists of an external outline of the capital 
letter “B”, heavily shaded on the right and bottom, over which is superimposed an outline 
of a lightning stroke. The mark of the prior registration for radio contact pins, prongs, points 
and jacks, terminals and sleeve attachments for outlet caps, consists of a solid heavy capital 
letter “B” with the distinctive feature being that the rounded portions of the letter resemble 
two beads of a bead chain. The record contained no proof of the nature of the goods of the 
prior registration, but it was assumed that some of the goods were electrical connectors. Both 
marks were basically design marks, not spoken marks, and when considered visually, as a 
whole, the court held that they were dissimilar and not likely to cause confusion. Also, a 
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brief cannot take the place of proof, and all factual assertions are disregarded unless they 
are matters of which judicial notice may be taken. 1145 
CANADIAN CROWN for whiskey held not confusingly similar to CANADIAN CLUB for 


whiskey. 863 


COLA-COOLER (Respondent) for portable insulated chests. 
coca-coLa (Petitioner) for non-alcoholic maltless beverages and syrups for making same. 


Petitioner sought to cancel the supplemental registration of COLA COOLER on the grounds 
that it was confusingly similar to CocA-COLA, and to COCA-COLA COOLER and COKE COOLER often 
used in its advertisements for CocA-coLa beverage, and that COLA COOLER is merely descriptive 
of respondent’s portable insulated chests and incapable of distinguishing such chests. Petitioner, 
however, cannot reassert a proprietary right in the term, CoLa, per se, particularly since it 
has been held to be merely a type of drink incapable of exclusive appropriation and petitioner 
has never used the term cota, per se. Therefore, the purchasing public is not likely to 
associate COLA COOLER with any particular producer of a cola drink. The asserted motives 
of respondent for the adoption of COLA COOLER, i.e. evidence of an intent to use a trade 
style as closely resembling petitioner’s as possible, cannot affect respondent’s right of 
registration, as all matters which may pertain to the question of unfair competition are 
immaterial here. 338 


Dot design on screw threads in concentric circles (Applicant) for self-locking threaded 
fasteners. 

DOT, THE DOT LINE, and a black dot (Opposer) for a line of goods including fasteners for 
various purposes. 


Opposition dismissed. Applicant’s mark does not so resemble opposer’s mark as to be 
likely to cause confusion. 214 


The marks DURA-GREEN and DURA-TURF, both used to identify grass seeds, are sufficiently 
distinguishable to avoid any likelihood of confusion. 510 


DYNAFAX (Applicant) for high speed continuous-writing cameras. 
DYNAFIX (Opposer) for fixing bath solution. 


Opposition dismissed. The fact that opposer had a number of registrations with the 
common feature DYNA does not establish a “family of marks.” Opposer failed to show that at 
the time applicant began using the mark pyNAFAx that opposer had founded a “family of 
marks” beginning with pyna. Therefore, when marks are considered individually, the only 
mark similar to applicant’s DYNAFAX is opposer’s DYNAFIX, but the products were sold 
through different channels of trade under different conditions, and the court found no likelihood 
of confusion even though the goods of both were classified as photographic supplies. 1147 


EVANS (Applicant) for tricycles. 
SCHWINN (Opposer) for bicycles. 


Appeal from Trademark Trial and Appeal Board dismissing opposition was affirmed. 
The competing marks each consisted of a word, SCHWINN used by opposer on bicycles, and 
EVANS by applicant for tricycles, incorporated in a similar design. Both words were arranged 
in a cruciform within concentric circles. The court found that even though the goods were 
closely related, and sold to same class of purchasers from the same outlets, no confusion was 
likely to arise. In arriving at this conclusion, the court considered the mark in its entirety. 
The dominating feature is controlling in determining likelihood of confusion. Since the 
design with the word in a cruciform arrangement was not new to trademark practice, the 
court found the design was less likely to be the dominating feature, and since bicycles were 
usually purchased by name, with the design merely serving as background, more attention would 
be given to the words which were entirely different, and therefore, not likely to cause 
confusion. 1146 
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Opposition to registration of THE GOLDEN GRID for electronic guns for television tubes 
and other electronic devices was discussed. Opposer was prior user of mark GOLDEN in 
conjunction with other words such as VIEW, BEAM, SATELLITE. Although opposer did not 
manufacture guns or grids, it did sell television tubes including these guns and the fact 
that the products move through different trade channels was of little importance in determining 
likelihood of confusion. Third-party registrations and dictionary definition were considered 
in the determination that GOLDEN was highly suggestive as applied to the goods. Even 
considering the highly suggestive nature of the word when the marks were considered in 
their entireties, the word Grip, while merely descriptive, was sufficient to distinguish applicant’s 
mark from opposer’s. In cases where a “family” of marks had been applied, the word had 
been arbitrary or had acquired secondary meaning but not merely a descriptive or highly 
suggestive word used commonly by others as part of their marks. Opposer’s evidence not 
sufficient to establish a “family” of marks. 514 


KNIGHT OF CALIFORNIA with coat of arms (Applicant) for men’s and boys’ wearing apparel, 
namely sport shirts, dress shirts, jackets, slacks and swimwear. 

ROYAL KNIGHT with helmet and visor (Prior Registration) for men’s and boys’ dress and 
negligee shirts; and men’s clothing, namely, belts, bathing suits, coats, garters, leather 
and fabric gloves, hosiery, jackets, mufflers, pajamas, lounging robes, suspenders, sweaters, 
spats, leather shoes, neckties and underwear. 

Application to register KNIGHT Over OF CALIFORNIA with coat of arms had been refused 

by the Examiner because it closely resembled RoYAL KNIGHT with a representation of a 

helmet and visor. The Board overruled the Examiner and allowed registration. Goods on 

which the marks were used were identical in part, or closely related, but, the court held 
that the use of KNIGHT by applicant was used in the sense of a surname suggested by the use 
of the coat of arms with it, whereas, the registered mark KNIGHT suggested a different 
meaning, that of a feudal warrior or knight. Applicant showed eight third-party registrations 
issued to others comprising KNIGHT for the same goods. Considering the third-party regis- 
trations, as well as the difference in the marks in their entireties, the court held that the 
likelihood of confusion was sufficiently debatable, to warrant publication of applicant’s mark 
under Section 12(a) of the Statute. 1040 


LIBRAPHONE with design (Applicant) for grooved phonograph records. 
LIBRASCOPE (Opposer) for balance computers, etc. 


Opposer’s magnetic tape demagnetizer and phonograph record cleaner and applicant’s 
phonograph records pass through the same channels of trade to same customers and might 
be assumed to originate with same producer. However, LIBRAPHONE and LIBRASCOPE are 
different in sound, appearance and significance. There is no reasonable likelihood of 
confusion. 339 


LUSTRETILE (Applicant) for a compound for cleaning and polishing tile, porcelain, enamelware, 
linoleum, and other materials, and for removing wax and grease from surfaces. 

LUSTRITE (Opposer) for liquid and semi-liquid cleaning compounds for use on walls, wood- 
work, floors and various surfaces. 

Opposition dismissed. Because of the highly suggestive nature of the marks as applied 
to cleaning preparations, and the differences between the marks, it is concluded that they do 
not so resemble each other as to be likely, when applied to the goods, to cause confusion, 
mistake or deception of purchasers. 79 


MATERIAL HANDLING ENGINEERING (Applicant) for an industry magazine. 


MODERN MATERIALS HANDLING (Opposer) for industrial publication. 


Applicant filed to register the mark MATERIAL HANDLING ENGINEERING for industry 
magazine directed toward the field of engineering of material handling. Applicant was already 
the owner of registrations for MATERIAL HANDLING FLOW and MATERIAL HANDLING ILLUSTRATED 
for similar magazines. Opposer is the owner of registration for MODERN MATERIALS HANDLING 
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for industrial publication directed to users and merchandisers of material handling equipment. 
Opposition was dismissed. The record showed that such titles are commonplace in the 
material handling field, and that the term is used generically to describe the particular field to 
which the magazine pertains. The Board held that the only similarity between the marks was 
that both contained the generic designation for the field to which the magazine pertained. 
Considering that fact, and the fact that others in the field use the same titles, the Board 
found no likelihood of confusion looking at the mark as a whole. The record contained no 
evidence that consumers were actually confused rather than carelessly mistaken in addressing 
correspondence to the wrong magazine. 1241 


Court considers provisions of agreement between applicant and registrant of cited reference 
mark since applicant’s mark MERITo for rum is sufficiently different from reference mark, 
MARQUES DEL MERITO for wine, in appearance, sound and psychological response so as to raise 
a doubt concerning likelihood of confusion. 725 


The court affirmed the Trademark Trial and Appeal Board’s dismissal of the opposition. 
The court found there was a common usage of diamond designs in trademarks for valves and 
held the initials NH within a diamond border for valves was not likely to be confused with 
opposer’s marks including either a plain diamond embossed on the head wheel of a valve 
or a diamond with the names JENKINS or JENKINS BROS. or the initials JV or JB shown 
inside the diamond on the body of the valve. 334 


PERMACHEM (Applicant) for chemical preparations for manufacturing use in germ proofing, 
odor proofing, and fungus proofing of textiles, paper, articles of clothing, shoe linings, 
blankets, mattresses, etc. and rendering such material permanently antiseptic. 


PERMACEL (Opposer) for pressure-sensitive adhesive tapes and cements, tack cloth, abrasives, 
abrasive coated fabrics, publications, steel wool pads, pre-paint cleaners, wax, silicone and 
oil removers and de-greasing preparations, and electrical insulation. 


Opposition dismissed. In view of the highly suggestive nature of applicant’s mark when 
applied to its products and the differences between the marks and products, there is no 
likelihood of confusion. 80 


PERMAFRESH (Applicant) for chemical compositions used for imparting shrink-resistance and 
crease-resistance to textile materials; PERAFRESH 500 for a textile germicide. 


PERMACEL (Opposer) for pre-paint cleaners, wax, silicone, heat-sealing tape and other 
adhesive tape products; PERMACEL 500 for chemical compositions and textile supplies. 


Oppositions dismissed. Third-party registrations and copies of advertisements which were 
introduced to show that PERMA had a suggestive connotation as applied to goods of the character 
sold by the parties and to goods in general as a result of the adoption by third persons of 
marks comprising this term is competent for this purpose. The fact that advertisements 
appeared subsequent to the institution of the proceedings does not negate their importance. 
Certain of opposer’s products were so distinctly different from applicant’s textile chemicals 
that purchasers were not likely to attribute such products to a single purchaser, and opposer’s 
other products, such as heat-sealing adhesive tapes, have entirely different uses than applicant’s 
goods and moved through different channels of trade. Moreover, in view of the nature of 
the term PERMA and the manner in which both parties utilize the term “500,” the Board 
held that the differences in the terms CEL and FRESH were sufficient to distinguish between 
the marks in both sound and appearance and to create different commercial impressions. 218 


SERVO, SERVOSCOPE, SERVOSYNC, SERVOFLIGHT, SERVOTHERM, SERVOBOARD (Opposer) for electrical 
connectors, control equipment, measuring instrument and devices for various types of servo- 
mechanisms or devices used in connection with servomechanisms. 


SERVOSPEED (Applicant) for electronic motor speed control systems. 


The decision of the Board dismissing the opposition was affirmed on appeal by CCPA. 
The rather technical nature of the goods and the meaning of the term servo (a widely used 
term in the industry and commonly accepted as meaning servomotor or servomechanism) 
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would lead to purchaser confusion was held unlikely between applicant’s mark SERVOSPEED 
and opposer’s marks SERVO, SERVOSCOPE, SERVOSYNC, SERVOFLIGHT, SERVOTHERM and SERVOBOARD. 


60 


SERVO, SERVOSCOPE, SERVOSYNC, SERVOFLIGHT, SERVOTHERM, SERVOFLEX (Opposer) for various 
apparatus, machines and supplies, including servomotor operated or assisted mechanisms. 
SERVOTORQUE (Applicant) for a rotary hydraulic actuator. 

The decision of the Board dismissing opposition was affirmed on appeal by CCPA. The 
issues closely parallel those in companion appeal No. 6651 involving appellant’s opposition to 
registration of SERVOSPEED for use on servomechanisms (52 TMR 60, 129 USPQ 352). For 
the reasons given there the same conclusion was reached here. Applicant’s mark SERVOTORQUE 
was not likely to be confused with opposer’s marks SERVO, SERVOSCOPE, SERVOSYNC, SERVOFLIGHT, 
SERVOTHERM and SERVOFLEX. 63 


SOFTRAN (Applicant) for preparation for use in treatment of anxiety-tension and senile 
agitation. 

SOLFOTON (Opposer) for preparation for use in treatment of nervous and undernourishment 
disorders. 

Opposition dismissed. Both marks are coined and arbitrary terms having no apparent 
significance other than as indications of origin; although they contain some letters in common, 
considered in their entireties they are substantially different in both appearance and sound. 
Physicians and pharmacists are not likely to confuse the products or mistakenly prescribe or 
deliver one product for the other. 79 


SWEDISH MASSEUR (Applicant) contoured vibrators. 
LARSON’S S.M.D. and SWEDISH MILK DIET (Opposer) for dietary supplements. 

Opposition dismissed. The impression created by the marks of the parties is completely 
different and the purchasing public is not likely to assume merely because of the use in 
common of the geographical word swepiIsH that vibrating devices sold under the mark swEDIsH 
MASSEUR originate with or are sponsored or recommended by a producer of a dietary supplement 
intended for use with the SWEDISH MILK DIET. 217 


TUF superimposed upon stylized representation of a rhinoceros (Applicant) for boots. 
TUFSOL (Opposer) for rubber shoe soles. 

Opposition dismissed. The Board held tur or its phonetic equivalent leave a highly 
suggestive or descriptive significance or applied to shoes or shoe soles and held that reasonable 
likelihood of confusion did not exist between TuF for boots and tursor for rubber shoe soles. 

630 


WILLIAM TELL (Applicant) for cigars. 
WM. PENN and design (Opposer) for cigars. 

Decision dismissing opposition affirmed. In view of the discrimination of cigar smokers 
and the differences in the marks, the use of the mark by applicant is not likely to cause 
confusion. 215 


400.4 Crass or Goops 


SEILER’s (Applicant) for catering food service. 


SEILER’s (Cited Registration) for smoked and cured meats, namely, bacon, bologna, dried beef, 
boneless butts, ham, luncheon roll, meat loaf, pork roll, sausage and scrapple. 

Decision refusing applicant’s registration was affirmed by CCPA. The court found it is 
possible that purchasers of the smoked meats would not be likely to call upon the smoked 
meat manufacturer for catering service. However, if customers of the catering service believe 
that the smoked meat in the grocery store comes from the caterer, it is not necessary that 
they also believe that the smoked meat manufacturer is the caterer and held either supposition 
creates confusion as to source or origin. 74 
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P.M.P. (Petitioner) for rodenticides. 
P.M.P. (Respondent) for ingredients for rodenticides. 


It is clear that the goods of the parties are such that if sold under identical marks 
confusion in trade would be likely. 78 


While the parties’ products would be sold for use in the same industries, the uses of the 
parties’ products are entirely different. 80 


PERMAFRESH (Applicant) for chemical compositions used for imparting shrink-resistance and 
crease-resistance to textile materials; PERAFRESH 500 for a textile germicide. 


PERMACEL (Opposer) for pre-paint cleaners, wax, silicone, heat-sealing tape and other 
adhesive tape products; PERMACEL 500 for chemical compositions and textile supplies. 


Oppositions dismissed. Third-party registrations and copies of advertisements which were 
introduced to show that perMA had a suggestive connotation as applied to goods of the character 
sold by the parties and to goods in general as a result of the adoption by third persons of 
marks comprising this term is competent for this purpose. The fact that advertisements appeared 
subsequent to the institution of the proceedings does not negate their importance. Certain of 
opposer’s products were so distinctly different from applicant’s textile chemicals that purchasers 
were not likely to attribute such products to a single purchaser, and opposer’s other products, 
such as heat-sealing adhesive tapes, have entirely different uses than applicant’s goods and 
moved through different channels of trade. Moreover, in view of the nature of the term 
PERMA and the manner in which both parties utilize the term “500,” the Board held that the 
differences in the terms CEL and FRESH were sufficient to distinguish between the marks in 
both sound and appearance and to create different commercial impressions. 218 


SUPER CRETE-X (Applicant) for a cement like material for filling floor cracks and holes. 
CRETEX (Opposer) for waterproof cement paint. 

Opposition sustained. Although the goods are specifically different and non-competitive, 
opposer’s product can be used on any type of building, so that users of the goods could 
well be the same. Opposer also sells another material similar to applicant’s which is sold to 
specialists and to the general public, and even though it bears a different name, opposer’s 
competitors sell current paint and concrete patching material under identical marks to the 
public. It, therefore, appears that applicant’s product can be sold to the general public. In 
view of these facts and substantial similarity between marks, purchasers are likely to believe 
the goods originate at same source. 219 


THE DINERS’ CLUB (Opposer) for a service relating to the extension of credit to customers 
who purchase at subscribing retail establishments and making collection from such customer 
through a central billing system; and for a magazine. 

DINERS (Applicant) for cookery utensils. 

Opposition sustained. The Board held persons familiar with opposer’s THE DINERS’ CLUB 
credit service and with the fact that opposer sells on mail order through its DINERS’ CLUB GIFT 
SERVICE a wide variety of goods, including cooking ware, might well suppose upon seeing 
cookware of applicant’s marked pINERS that there was sponsorship by opposer or some business 
connection between the parties. 337 


Although the respective goods of the parties fall in different Patent Office classifications, 
such classifications are immaterial in determining the likelihood of confusion. 507 


Signal generators, oscillators and electronic instrumentation are sold to the same class 
of purchasers and might be used in the same installations as optical electronic devices. 
Confusion in trade is reasonably likely to occur. 509 


Applicant was permitted to amend the description of goods recited in its application from 
the broad description “a washer and a dryer” to the specific “household washer and a household 
dryer * * *” after the Board’s decision refusing registration but before expiration of time 
for appeal. There is no more reasonable likelihood of confusion between household washers 
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and dryers which are sold through retail outlets than with opposer’s automatic vending 
machines which are rented or sold to commercial establishments under the same mark 
AUTOMAGIC. 512 


Application to register DRAGON for replaceable metal tooth points was refused in opposition 
proceeding by user of mark pRAGON for dredges. Even though parties did not sell to the same 
customers, the record showed that there could be common purchasers. 512 


Application to register BEL-AIR for pneumatic tires, tire tread capping material, and tubes 
made from both natural and synthetic rubber was refused because of opposer’s prior use 
of BEL-AIR for automotive vehicles and parts, accessories and equipment. Even though 
opposer does not sell tires and tubes under the mark BEL-aIR, it is the well-known mark for 
a type or model designation for opposer’s CHEVROLET cars. Such use is sufficient to preclude 
registration by another of the term BEL-arR for similar goods. Automotive vehicles and 
pneumatic tires are sold to the same class of people who might assume that the products 
are in some way related to opposer. Third-party registrations of BEL-AIR for door knobs, 
valves for control of air on pneumatic equipment, fiberglass boats, auto seat covers and 
house trailers were not sufficient to show BEL-AIR lacked distinctiveness as applied to 
automotive products. An opposer is not estopped from precluding use by a subsequent user 
of the mark because he has not secured a registration for a mark which he has long used. 513 


CAR-LON (Applicant) for infants’, little girls’, and teenage girls’ pajamas, nightgowns and 
underwear. 
CARO-LON (Opposer) for ladies’ full fashioned sweaters. 


Opposition sustained. Statements made in the file of opposer’s registration do not preclude 
him from taking a different position in opposition. The file may not be considered unless offered 
in evidence. The goods are items of wearing apparel which would normally be purchased by 
the same customers in the same stores and are of such nature that their sale under the same 
or confusingly similar marks would be likely te result in confusion of purchasers. 631 


Opposer had been using its registered mark, an orange band around its seamless pipe, 
for 30 years before applicant filed for registration of an orange band around its fence posts. 
Applicant attempted to attack opposer’s registration claiming that opposer used a single, double 
and triple orange band on its pipe and that the mark constituted a grade mark rather than 
a trademark. The Board said that opposer’s incontestable registration was entitled to all 
presumptions afforded thereby, and that the mark cannot be collaterally attacked on the 
ground that it is a grade mark rather than a trademark. The marks of the parties were the 
same; the goods of the parties, seamless pipe and steel studded “T” fences, are not very 
different and might well be expected to emanate from a single producer. Opposition sustained ; 
registration refused. 868 


PRESTIGE (Applicant) for bathroom, kitchen and closet accessories. 
PRESTIGE (Opposer) for silver plated flatware. 

Opposition dismissed. Since both applicant’s and opposer’s mark is an English word 
suggesting that the goods have an inherent connotation of quality, and it is not an arbitrary 
mark, protection of it is limited to the particular goods or those closely related on which 
it is used. Flatware is not so closely related to bathroom, kitchen and closet fixtures. 1036 


PRESTIGE (Applicant) for cooking vessels, baking pans, canisters, top of stove oven units, 
strainers & sifters none being of precious metal or coated therewith; and culinary tools, 
namely, cutlery, forks, spoons, none being of precious metal or coated therewith. 


PRESTIGE (Opposer) for silver plated flatware. 
This case involves two consolidated oppositions to two registrations. The mark is the 
same. The application to register PRESTIGE for kitchen utensils was allowed even though the 


marks were the same. The court found there was no likelihood of confusion between opposer’s 
flatware and applicant’s kitchen utensils, since the mark is a common English word suggesting 
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high quality of the goods entitled to less protection than an arbitrary mark. On the other 
hand, the second registration of applicant for use of mark PRESTIGE on cutlery, carving sets etc., 
was refused since when the same mark, even though it is a common English word, is used on 
goods closely related, there is likelihood of confusion. 1036 


Granting applicant’s request to register BILLY Boy for boys’ jackets and trousers would 
be likely to cause confusion with opposer’s registered mark sBittyBoy for leather shoes since 
they are sold to the same average purchaser through the same retail outlets. 1130 


EVANS (Applicant) for tricycles. 
SCHWINN (Opposer) for bicycles. 

Appeal from Trademark Trial and Appeal Board dismissing opposition was affirmed. 
The competing marks each consisted of a word, SCHWINN used by opposer on bicycles, and 
EVANS by applicant for tricycles, incorporated in a similar design. Both words were arranged 
in a cruciform within concentric circles. The court found that even though the goods were 
closely related, and sold to same class of purchasers from the same outlets, no confusion was 
likely to arise. In arriving at this conclusion, the court considered the mark in its entirety. 
The dominating feature is controlling in determining likelihood of confusion. Since the design 
with the word in a cruciform arrangement was not new to trademark practice, the court found 
the design was less likely to be the dominating feature, and since bicycles were usually purchased 
by name, with the design merely serving as background, more attention would be given to 
the words which were entirely different, and therefore, not likely to cause confusion. 1146 


carjoy (Applicant) for combined cleansing and polishing materials. 
joy (Opposer) for soap powder, sudsing cleaner, cleanser and detergent, excepting soap in 
bar form. 

Applicant’s mark cARjoy primarily a detergent for cleaning and polishing cars, also 
linoleum and plastic tile surfaces is confusingly similar to Joy, detergent primarily used for 
dishwashing, also used for linoleum, tile and woodwork. Both are sold to the same class of 
purchasers through supermarkets as cleansing detergent agents used for identical as well 
as related uses. Compared in their entireties applicant’s mark CARJoY incorporates opposer’s 
entire mark joy. The court held that it was not unlikely that some purchasers would think that 
both products emanated from the same source or origin. Application denied. 1222 


“Wells Fargo” and “Pony Express” are part of the American saga which cannot become 
the property of any one company, nor would it be likely to be associated therewith. With 
reference to likelihood of confusion, opposer may not rely on any interest it may have had 
in the TV program “Tales of Wells Fargo” or its licensing agreements with its producers who 
have licensed other companies to use the title on toy holster sets. Applicant began manufacture 
of its toy holster sets under the mark WELLS FARGO PONY EXPRESS before the TV program began 
and applicant received legal opinion on the availability of the mark prior to the first 
announcements of the program. Opposer may only rely on its own use of WELLS FARGO 
and representation of Pony Express rider in connection with armored car service. The Board 
held that confusion between toy holster sets and armored car service was most unlikely, 
especially since “Wells Fargo” and “Pony Express” are part of the American saga. Opposition 
dismissed. 1231 


Opposition to registration of WINTERSTAT for thermostats for controlling temperatures of 
coolants in internal combustion engines was dismissed. Although the opposer’s registered mark 
was identical and constituted prima facie evidence of opposer’s prior rights, it was not, in 
and of itself, proof that confusion was likely between applicant’s use on thermostats, and 
opposer’s use for evaporative refrigeration systems designed to automatically maintain constant 
head pressure. The Board held that the goods were specifically different and since opposer 
submitted no evidence other than its registration, showing a relationship between the goods 
which would give rise to confusion, the motion to dismiss was granted. In petition for 
reconsideration, opposer urged that since applicant had not responded to certain allegations 
in notice of opposition, that the allegations therein were admitted, thus relieving opposer of 
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the burden of proof. The Board held that although applicant did not specifically deny each 
allegation, it did deny likelihood of confusion and issue was joined. It was incumbent upon 
opposer then, to establish that confusion was likely. Request for reconsideration denied. 1239 


Opposition filed by owner of registration for tRwIN for screwdrivers and auger bits, 
against use of IRWIN for toys, brushes, plastic notions, etc., was dismissed. Dismissal affirmed 
on appeal. Plaintiff, opposer had been in business since 1885 making tools, using the mark 
IRWIN on screwdrivers since 1934 and on auger bits long prior to that. In all that time, 
plaintiff never expanded its business to produce any other products but tools, and it appeared 
if making brushes, toys and baby nursers were a natural expansion of its business, it would 
have expanded long before this. Defendant is engaged in making toys, plastic notions, such 
as baby nursers, and brushes, cans and dishes, etc. The tools considered that the goods of 
the parties were sold in the same stores, to the same class of purchasers, but found that 
fact not necessarily controlling in determining likelihood of confusion, since it is common 
knowledge that such a diversity of products are sold in hardware and grocery stores, that 
the public is aware of the diversity. Public is not likely to believe that auger bits and screw- 
drivers which are totally unrelated, and differ in their essential characteristics from toys 
and plastic notions, emanate from the same source. The first user of a mark cannot prevent 
a subsequent user of the same mark from using it on different goods in the absence of 
likelihood of confusion. 1365 


500. COURTS 
500.1 Basis or RELIEF 


Each case must be decided on its particular facts, but it is important for the court to 
note the trend of decisions within its circuit. Although decisions of the Court of Customs 
and Patent Appeals have no binding effect on the court, they carry particular weight since 
they are decided by a three judge court which specializes in this type of case. 170 


To establish common law tort of unfair competition there must be more than just 
imitation. It must appear that the public associates the infringed and the infringing products 
with a single source. 455 


500.11 In General 


The primary function of a trademark is to distinguish goods as the products of a particular 
manufacturer or trader and to prevent another from passing-off its goods as those of the 
manufacturer or trader identified by the mark. The statutory test of infringement is whether 
the other’s use is likely to cause confusion or mistake or to deceive purchasers as to the source 
of origin of the goods. 280 


Defendant’s conduct revealed deliberate infringement and unfair competition where its 
product, packaging and display advertising were similar to plaintiff’s and where defendant 
knew of plaintiff’s product in the trade and then dropped the long use of soto in favor of the 
infringing mark FEATHERLIGHT. 308 


Where the parties both were engaged in selling moth preventatives consisting of a block 
of molded paradichlorobenzene having a hanger hook protruding therefrom, the following 
acts by defendant did not constitute unfair competition: 


a) employment of specific pricing practice, since in the absence of deception of public 
defendant could sell at any legal price it chose; b) use of a similar insurance-policy-backed 
guarantee against damage by moths where such guarantees had been used by others; 
c) adoption of specific shape of block where plaintiff’s patent disclosed but did not claim 
the shape and there was sufficient evidence of secondary use; d) use of the term MOTH-BLOK 
where plaintiff’s term was MOTH BLOCK since the term “moth block” is descriptive of the 
products of the parties. 333 
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Guiding principles in determining infringement or unfair competition are: whether the 
marks are the same or similar; whether the products are similar; whether the products are 
sold to the same prospective customers; and whether the conditions under which the products 
are purchased are the same or similar. 424 


The court found that when defendant substituted another product for COCA-COLA or COKE 
when it was ordered at the bar without making the substitution known, that plaintiff’s 
trademarks were prejudiced and held such acts constituted unfair competition. Plaintiff was 
entitled to an injunction preventing such unfair acts or any acts likely to dilute or infringe 
plaintiff’s registered marks. 506 


The principles of law governing claims of trademark infringement under the Lanham Act 
and unfair competition are essentially the same, and the evidence tendered in support of 
each may be substantially the same. The basic test of both claims is the same—whether there 
is likelihood of confusion or deception of purchasers as to source. 608 


Where plaintiff was engaged in selling professional sATIN-sET hair spray to salon jobbers 
for sale in beauty shops and schools and consumer SATIN-SET hair spray to agency franchise 
dealers for resale to vendors to the consuming public and the formulae of the two were 
different and the consuming public allegedly could not employ the former without obtaining 
an inferior result and defendant sold the professional saTIN-seT hair spray to the consuming 
public there was a sufficient element of misrepresentation to involve an issue of material fact 
and thus defeat a motion for summary judgment. Where a person sells an inferior product 
of another as the other’s superior product the reasoning applied by courts in granting relief 
as a form of unfair competition applies equally as in those cases involving the traditional 
concept of palming off one’s goods as those of another. 699 


The common law of trademarks is part of the broader law of unfair competition. In 
trademark infringement actions the principal question is whether the owner has the exclusive 
right to use the mark to distinguish his product; whereas, in unfair competition the question 
is whether the total impression created by the package will lead the purchaser to confuse 
its origin. 842 


Broadcasting stations have no property rights in their broadcasts apart from the protection 
given to the content by statutory of common law copyright. A community antenna service 
which picks up plaintiff's broadcasts and disseminates them in its area, does not fall within 
statutory requirements of consent or payment for such service as does a rebroadcast. Just 
as individuals with receiving sets can pick up the broadcasts without infringing plaintiff’s 
rights, so can an antenna service provide essentially the same situation. There is no inter- 
ference in plaintiff’s profit and no misrepresentation by defendant’s as to the source of the 
broadcasts, and the fact that plaintiff receives payment for rebroadcast rights from other 
stations in the area is not enough on which to base a claim for unfair competition. The test 


for determining unfair competition is whether the service realizes a profit which rightfully. 


belongs to plaintiff so as to make it misappropriation. Motions of plaintiff for summary 
judgment denied. Motion of defendant to dismiss the action for not stating a claim against 
him also denied. 1020 


Plaintiff brought an action for unfair competition alleging that defendant purchased 
plaintiff’s musical instrument, a drum, removed plaintiff’s trademark, substituted its own 
trademark, then used plaintiff’s drum as a sample for the sale of its own product. The 
defendant also used photographs of the plaintiff’s drum for advertising and promoting defendant’s 
own sales. The court held that the complaint did not make out a cause of action in unfair 
competition, and dismissed the action upon defendant’s motion. Plaintiff did not invent the 
drum, or add any special feature to it, or own any patent or property rights in it. By placing 
the drum for sale to the public, anyone who purchased a drum had title to it, and a right 
to copy it exactly as long as there was no palming off. Defendant did not try to palm off 
since the product was not represented to be plaintiff’s product. Defendant by removing 
plaintiff's trademark from the goods did just what he should have done to avoid unfair 
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competition. By placing his own trademark on the goods, defendant represented that he 
was standing behind the goods and not plaintiff. If, as claimed, defendant’s drums were inferior 
to plaintiff’s, and not as good as the sample, the purchaser would have an action for breach 
of contract, but plaintiff would not have an action for injunction. 1144 


500.12 Certification Marks 


Lanham Act allows registration of geographical name as a certification mark even though 
it is descriptive, and does not require secondary meaning to qualify the mark for registration. 
However, the certification mark must continue to indicate regional origin of mode of manu- 
facture of the goods. If it becomes descriptive of the goods, the rights in the mark are no 
longer incontestable and the mark is subject to cancellation. 1208 


500.14 Colorable Imitations 


Where mark jacxk’s was used by plaintiff in Florida on cakes, cookies, crackers, pies 
and similar or related food products, and by defendant in Florida on cheese twists, cheese 
crackers, corn chips, popcorn and bacon rinds; and both parties used it as a_ technical 
trademark rather than a personal name; and the mark had become distinctive and acquired 
a strong secondary meaning as indicating plaintiff’s products, defendant’s use violated plaintiff's 
trademark rights and was unfair competition under Florida law. 334 


This case involved a charge by plaintiff of trademark infringement and unfair competition. 
Plaintiff sold carrots in polyethylene bags configured with simulated carrot tops and mesh 
with this trademark pEcoto in prominent lettering; defendant began using polyethylene bags 
similar to plaintiff’s before plaintiff’s use with his mark LATHROP BEAUTY in large lettering 
above the profile of a woman’s head. The printed matter was completely dissimilar. After 
considering the package as a whole, the court found no confusing similarity likely to mislead 
an ordinary purchaser exercising reasonable care. Not only were the designations on the 
bags different, but it was shown that polyethylene bags were in common use and that 
configurations consisting of simulated mesh and carrot tops were not novelties introduced by 
plaintiff. The court points out that confusion resulting only from adding a feature not 
originating with plaintiff but used commonly cannot result in trademark infringement. 1143 


500.15 Color Marks 


Use of similar colors does not constitute unfair competition nor amount to infringement 
of a trademark. A trademark by color alone cannot be acquired. 449 


500.16 Common Law Marks 


Common law trademark significance of POLY PITCHER must be determined with reference 
to the ultimate purchaser. Words which are merely descriptive of qualities, ingredients or 
compositions of an article cannot be appropriated as a trademark unless they have acquired 
a secondary meaning. In determining whether a mark is descriptive, its meaning to a non- 
purchasing segment of the population is not important. No evidence was introduced to show 
that to the general public “poly” means “polyethylene” or that PoLy PITCHER means a pitcher 
made of “polyethylene.” 405 


A technical trademark consists of a coined or fanciful expression which comes into 
being as soon as it is affixed to the goods and they are sold. The presumption is that a 
fanciful word becomes distinctive and identifies source immediately after adoption and use 
is basic trademark law. When adopted, poty piTcHER had all the essentials of a valid common 
law trademark. 405 


Where vat 69 was a valid common law and registered trademark for plaintiff's Scotch 
whisky, and where the word vat had acquired a secondary meaning for said product of 
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plaintiff, defendant’s use of scotty’s oLpE vaT for a Scotch whisky infringed plaintiff’s 
common law and registered trademark vat 69 and its common law trademark var. 435 


Long before plaintiff’s claimed use, Utah was within defendant’s normal expansion territory 
and defendant is entitled under the common law of Utah to the exclusive intrastate use 
throughout said state of its trade name and trademarks AMERICAN OIL COMPANY, AMERICAN 
and amoco to the extent that plaintiff’s use is, or may be, purely local in character which 
does not affect interstate commerce. 860 


500.17 Concurrent Use 


Registration on the Principal Register under the Lanham Act is constructive notice of 
ownership of the mark, but if use of the same mark by another was prior to such registration, 
concurrent use may be lawful if that mark was adopted without knowledge of registrants’ 
prior use and has been used continually by that party or those in privity with him from a date 
prior to the publication of the registered mark. Concurrent use is limited to the area wherein 
the mark was in use prior and continuously. 1105 


500.18 Confusing Similarity (Also see Section 600) 


Defendant’s use of MILK-0-SELTZER on a product used for relief of headaches and upset 
stomach is not confusingly similar to ALKA-SELTZER. Whether a customer using degree of 
care which a reasonable man would use in purchasing goods of this description would buy 
MILK-O-SELTZER thinking that this was a product made or endorsed by Miles Laboratories is 
essentially a question of fact to be decided not by experts but by the court. 170 


Part of the alleged infringing mark is a familiar English word, milk, which is unlikely 
to be confused or mispronounced. ALKA-SELTZER is a household word as are “milk” and 
“seltzer.” Court is not required to consider marks in a vacuum but to assess actions of human 
consumers in market place. 170 


Only similarity is word “seltzer” which is not uncommon in drug compounds. Products 
are similar, but not identical. Generally the fact where products are similar but not identical 
is more reason for them to confuse public. But here there is no visual simi‘arity. Even if 
MILK-O-SELTZER were ordered by mistake, purchaser would reject it upon seeing package. 
Although purchasers of patent medicines are casual rather than discerning, this factor is not 
decisive unless the names are confusingly similar. 170 


Both plaintiff and defendant operated in same economic field and substantial confusion 
resulted in that both parties were involved in collecting small debts. Policy of courts of 
Michigan is to avoid such similarities. 192 


Temporary Restraining Order and Order of Temporary Injunction modified and merged 
into Permanent Injunction granted to owner of registered trademark BATTER WHIPPED 
enjoining defendants from using throughout the United States the trademark sorr WHIPPED; 
making use of a picture or representation of a domestic or kitchen mechanical mixer in 
advertising bread; from using Tenderness or Tearing Tests and from employing advertising 
identically imitative of “no streaks,” “ordinary bread mixed a ton at a time” and “small batch 
mixing.” 214 


Where mark jack’s was used by plaintiff in Florida on cakes, cookies, crackers, pies 
and similar or related food products, and by defendant in Florida on cheese twists, cheese 
crackers, corn chips, popcorn and bacon rinds; and both parties used it as a technical 
trademark rather than a personal name; and the mark had become distinctive and acquired 
a strong secondary meaning as indicating plaintiff’s products, defendant’s use violated plaintiff's 
trademark rights and was unfair competition under Florida law. 334 


Courts have rejected the application of a precise rule to trademark cases and have stressed 
the individual facts of each act'on so that in the present case the question is whether Kroger’s 
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use of FLAV-AROMA on instant coffee is likely to cause confusion as to source of origin with 
plaintiff's FLAVAROMA barbeque sauce. 424 


Defendant is guilty of trademark infringement and unfair competition because of the 
striking resemblance between the names used; the absence of other products sold under this 
name; the manner in which the products are merchandised because the products are sold 
to the same consumers. 424 


Where vat 69 was a valid common law and registered trademark for plaintiff’s Scotch 
whisky, and where the word vat had acquired a secondary meaning for said product of 
plaintiff, defendant’s use of scotty’s OLDE vAT for a Scotch whisky infringed plaintiff’s common 
law and registered trademark vat 69 and its common law trademark var. 435 


The name sAFEWAY has acquired a secondary meaning as to become associated by the 
public generally with plaintiff and its business. Some confusion has been caused by reason 
of defendant’s use of SAFEWAY in its name for its real estate operations, particularly, since 
one of the defendant’s chief interests is in erecting shopping areas. Defendant received notice 
from plaintiff within one and one half months aiter the first announcement and must, therefore, 
be held to have contemplated all probable consequences. 460 


This case involved a charge by plaintiff of trademark infringement and unfair competition. 
Plaintiff sold carrots in polyethylene bags configured with simulated carrot tops and mesh with 
his trademark DECOTO in prominent lettering; defendant began using polyethylene bags similar 
to plaintiff’s before plaintiff’s use with his mark LATHROP BEAUTY in large lettering above 
the profile of a woman’s head. The printed matter was completely dissimilar. After considering 
the package as a whole, the court found no confusing similarity likely to mislead an ordinary 
purchaser exercising reasonable care. Not only were the designations on the bags different, 
but it was shown that polyethylene bags were in common use and that configurations consisting 
of simulated mesh and carrot tops were not novelties introduced by plaintiff. The court 
points out that confusion resulting only from adding a feature not originating with plaintiff 
but used commonly cannot result in trademark infringement. 1143 


500.19 Descriptive and Generic Marks 


Part of the alleged infringing mark is a familiar English word, milk, which is unlikely 
to be confused or mispronounced. ALKA-SELTZER is a household word as are “milk” and 
“seltzer.” Court is not required to consider marks in a vacuum but to assess actions of 
human. consumers in market place. 170 


“Seltzer” as applied to an anti-acid effervescent preparation is not registrable because 
it is a descriptive word. Possibility of claiming secondary significance is unlikely. 170 


Plaintiff’s use of the term E-z cuT with other words was as a product name designating 
a unique type of ham which is, in fact, easier to cut than most hams produced by other 
processes. 276 


Use of FEATHERLIGHT as a descriptive term together with another word, soLo, used as a 
trademark, on combs, failed to provide secondary meaning needed to protect it as an unregistered 
mark. 308 


Where the parties both were engaged in selling moth preventatives consisting of a block 
of molded paradichlorobenzene having a hanger hook protruding therefrom, the following acts 
by defendant did not constitute unfair competition: 


a) employment of specific pricing practice, since in the absence of deception of public 
defendant could sell at any legal price it chose; b) use of a similar insurance-policy-backed 
guarantee against damage by moths where such guarantees had been used by others; 
c) adoption of specific shape of block where plaintiff’s patent disclosed but did not claim 
the shape and there was sufficient evidence of secondary use; d) use of the term 
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MOTH-BLOK where plaintiff's term was MOTH BLOCK since the term “moth block” is 
descriptive of the products of the parties. 333 


Common law trademark significance of POLY PITCHER must be determined with reference 
to the ultimate purchaser. Words which are merely descriptive of qualities, ingredients or 
compositions of an article cannot be appropriated as a trademark unless they have acquired a 
secondary meaning. In determining whether a mark is descriptive, its meaning to a non- 
purchasing segment of the population is not important. No evidence was introduced to show 
that to the general public “poly” means “polyethylene” or that PoLy PITCHER means a pitcher 
made of “polyethylene.” 405 


A technical trademark consists of a coined or fanciful expression which comes into being 
as soon as it is affixed to the goods and they are sold. The presumption is that a fanciful 
word becomes distinctive and identifies source immediately after adoption and use is basic 
trademark law. When adopted, PoLy PITCHER had all the essentials of a valid common law 
trademark. 405 


In determining whether the mark had lost its trademark significance, the trade magazine 
advertising must be disregarded because these are not intended to reach the public. What the 
public thought is a question of fact and defendant offered no evidence as to public understanding 
except plaintiff’s ads, and it cannot be said as a matter of law that plaintiff’s advertising 
techniques cause the public to think PoLy PITCHER meant any plastic pitcher. At the most, 
the advertising was to make the mark suggestive. 405 


The terms “strong,” “weak” or “descriptive” are often used only to characterize the 
final decision and, therefore, do not give any analytical aid in determining the ultimate question 
of likelihood of confusion. 424 


Defendant argues that FLAV-AROMA is used only to characterize and describe the instant 
coffee as having the qualities of fresh ground flavor. But defendant’s actual employment of 
FLAV-AROMA goes far beyond its claimed usage as a descriptive notation. The defendant itself 
cannot be allowed to characterize its own use or be permitted to rely upon its unexpressed 
intention to limit the usage and scope of FLAV-AROMA since this intention is never brought to 
the customer’s attention. FLAV-AROMA is prominently displayed without any qualifying phrases 
and, therefore, the customer is likely to believe that the instant coffee is related to plaintiffs’ 
barbeque sauce. In addition, defendant has used FLAV-AROMA in its advertising to characterize 
the coffee and not its flavor and aroma. The law does not allow the parties to use the 
trademarks of other persons under the guise of descriptive notations, business styles or 
grade marks. 424 


On appeal, judgment for plaintiff was reversed. The Oregon Supreme Court held the 
designation THE 88¢ sToRE was unquestionably a descriptive term. It announced to the public 
in an elliptical way the information that the merchandise offered for sale was priced at 88 cents. 
The plaintiff failed to prove secondary meaning in association with the name. Defendant’s 
use of GIL’s SUPER 88¢ store therefore did not infringe plaintiff’s trade name. 475 


Plaintiff is the owner of a supplementary registration for pri-FR1 for vegetable fat for 
edible purposes sold in large quantities in drums to food manufacturers but not to grocery 
stores. Defendant used the words pry Fry in labeling and advertising of its pan releasant 
sold in aerosol containers and used by housewives to spray frying pans so that food may be 
fried without fat. The District Court held that plaintiff’s mark pri-FrI was descriptive of 
the quality or characteristic of the product, that it had not acquired secondary meaning and 
therefore could not be appropriated by plaintiff as a trademark to the exclusion of others. 
The action was dismissed, and on appeal the decision was affirmed. There was some evidence 
of actual customer confusion but the court found that it was not adequate to hold that the 
findings of the District Court were clearly erroneous. 504 


The appeal from the Trademark Board dismissing petition for cancellation was affirmed. 
TINTzZ for hair coloring prepzrations is the phonetic spelling for tints, a common ordinary 
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English word. It is not entitled to the same protection as an arbitrary word since it merely 
describes the function of the product. There is no likelihood of confusion between T1nTz for 
hair shampoo, rinse and coloring, and TINT ’N set for hair treating compound. Eleven third- 
party registrations involving the word “tint” as part of the trademark were considered in 
determining that the mark was descriptive and not likely to identify the source even though 
appellant spent large sums in advertising. There was some evidence of actual confusion, but 
not sufficient to give appellant exclusive use of the mark. 508 


The court, in holding roguerort for sheep’s milk blue mold cheese was not generic, 
observed that, “A generic term informs as to the nature or class of a product.” 621 


The term OLD SMOKE HOUSE is generic as applied to smoked meats or turkeys and is 
not susceptible to exclusive appropriation. 629 


The defendant enjoined from using the word combination INDUSTRIAL PHOTO SERVICES in 
connection with a photographic business. The court held generic terms will be protected once 
a secondary meaning attaches, unless the defendant cannot otherwise describe by product 
or service. The injunction did not forbid the use of the individual words but rather the 
particular combination of words having a misleading effect. The defendant could describe his 
business by some combination of words “industrial” and “photography” without carrying out 
the similarity to plaintiff’s name to the extent of abbreviating “photography” to “photo” and 
affixing the word “service” onto the term. 695 


Plaintiff’s trademark joy for perfume, also used in conjunction with soap, bath and face 
powder and toilet water is not fanciful or arbitrary in relation to these products, but is 
descriptive of the effect of the product on the user. 842 


Descriptive words in common use may not be exclusively appropriated by anyone for the 
title of a book. 849 


HOT SHOPPE Or HOT SHOPPES are not strikingly unusual or fanciful and it does not tax 
credulity to imagine one hitting upon the name as an original thought or as suggested (from 
seeing an adjacent sign HAT SHOPPE). 1105 


First user of a common descriptive name cannot prevent others from using it unless the 
name has acquired secondary meaning associated with first user, or unless confusion to the 
public and damage to first user is established. 1128 


A descriptive word may not be exclusively appropriated unless it has acquired secondary 
meaning. The court found FEDERATED was a descriptive word which had not obtained secondary 
meaning in the field of electronics. Although defendant used the mark FEDERATED in the same 
general field of industry as plaintiff, defendant dealt with a different class of purchasers from 
plaintiff. The court found no evidence of an intention by defendant to imitate plaintiff and 
benefit from its good will. 1143 


500.20 Dilution 


Although difficult, it is not impossible for a word in common usage to acquire a secondary 
meaning. Evidence submitted here showed that plaintiff had acquired a secondary meaning 
for CUE as a name of a magazine in the Metropolitan New York area, and plaintiff was, 
therefore, entitled to enjoin defendant from doing business under the name CUE THEATER TICKETS. 
Plaintiff’s failure to seek a trademark registration in New York is no defense in a New York 
State Court unfair competition action, nor is it essential for parties to be in competition with 
each other or that plaintiff suffer pecuniary damage for injunction to issue in unfair competition 
action. Test is whether use by defendant of plaintiff's name is likely to confuse the public 
and injure plaintiff's name, reputation or business. Defendant was free to choose any number 
of names for his business and cannot be harmed by changing the title at this time, whereas, 
his continued use will injure plaintiff. 74 
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Common law unfair competition must be grounded in either deception or appropriation 
of the exclusive property of the plaintiffs. It is conceded that the “pirating” of the design 
is lawful and proper. Only property right alleged to have been invaded is the good will 
embodied in the trademark. Right of complainant in his mark is limited to dilution which is 
brought about by confusion as to source or affiliation. The interest of consumer in competitive 
prices of garments using Dior designs without deception as to origin, is at least as great 
as the interest of plaintiffs in monopolizing the name. 151 


BLACK & WHITE are common words which have been used on many products over a long 
period of time; the words have not become so descriptive of a single product that the 
producer of that article is entitled to full protection against the use of the words for a 
product as distinct as beer is from whiskey. 284 


The court found that when defendant substituted another product for COCA-COLA or COKE 
when it was ordered at the bar without making the substitution known, that plaintiff’s 
trademarks were prejudiced and held such acts constituted unfair competition. Plaintiff was 
entitled to an injunction preventing such unfair acts or any acts likely to dilute or infringe 
plaintiff’s registered marks. 506 


The dilution doctrine protects against use of a symbol that would drain off any “potency 
of the mark,” but the court said that this doctrine is given little credence in the Second 
Circuit and rejected the doctrine in this case arguing that the Lanham Act rejects it, since 
the Lanham Act requires the trademark owner to prove likelihood of confusion. 842 


Section 368-d General Business Law provides for injunctive relief where there is likelihood 
of injury to business reputation or dilution of distinctive quality of the mark whether or not 
there is competition or confusion as to source. A distinctive title of a book may be protected 
under this section. However, the court in this case said in effect that pr 109—yoHN F. KENNEDY 
IN WORLD WAR II is not a distinctive title but is merely descriptive and can be used by others 
in the absence of fraud or deception; confusion alone is not enough. 849 


500.21 Dominant Features 


Plaintiff did not own “family” of trademarks characterized by suffixes ETTE, ETTES and ET 
for macaroni products. Marks using the suffix ettes for such products are not confusingly 
similar in view of its familiarity and meaningfulness and in view of marked differences in the 
prefixes of such marks. 416 


EVANS (Applicant) for tricycles. 
SCHWINN (Opposer) for bicycles. 

Appeal from Trademark Trial and Appeal Board dismissing opposition was affirmed. 
The competing marks each consisted of a word, SCHWINN used by opposer on bicycles, and 
EVANS by applicant for tricycles, incorporated in a similar design. Both words were arranged 
in a cruciform within concentric circles. The court found that even though the goods were 
closely related, and sold to same class of purchasers from the same outlets, no confusion was 
likely to arise. In arriving at this conclusion, the court considered the mark in its entirety. 
The dominating feature is controlling in determining likelihood of confusion. Since the design 
with the word in a cruciform arrangement was not new to trademark practice, the court 
found the design was less likely to be the dominating feature, and since bicycles were usually 
purchased by name, with the design merely serving as background, more attention would be 
given to the words which were entirely different, and therefore, not likely to cause 
confusion. 1146 


500.22 Dress of Goods 


The court found that defendants infringed plaintiffs’ registered trademark and trade 
name PLASTIC-PERSONALITIES by including with their products an instruction sheet bearing 
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the name and imitated plaintiffs’ product by manufacturing and distributing an almost exact 
replica thereof; and held defendants’ act not only was likely to, but actually did, confuse 
the purchasing public as to the source and origin of defendants’ product. 182 


It is not unlawful for a defendant to copy unpatented products so long as they are 
properly identified and do not mislead the public. 1017 


500.22a Functional Features 


The conclusion that defendant attempted to share plaintiff’s good will is fortified by 
the close visual resemblance in color, scheme and design which defendant’s labels bear to 
plaintiff’s labels. Such a choice is not a coincidence and defendant’s use of POLY PITCHER 
was trademark infringement and use of a label which simulated plaintiff’s label constituted 
unfair competition. Although defendant has discontinued such use and injunction will issue 
against future usage, plaintiff is entitled to an accounting for the period of infringement and 
unfair competition. 406 


500.22b Ornamental Features 


In order to prevail in trademark infringement and unfair competition suit, plaintiff must 
show not only that their sweatshirts are identified by the public and apparel industry as 
BEETHOVEN, BACH and BRAHMS sweatshirts, but plaintiff must establish that the ornamentation 
consisting of the pictorial representation of the composer indicate source of origin of the 
sweatshirts. 1116 


500.22c Packages and Configurations 


Defendant, formerly in privity with plaintiff, is enjoined from selling candy in a 
container substantially identical in appearance to container previously used by plaintiff. 330 


Where the parties both were engaged in selling moth preventatives consisting of a block 
of molded paradichlorobenzene having a hanger hook protruding therefrom, the following acts 
by defendant did not constitute unfair competition : 

a) employment of specific pricing practice, since in the absence of deception of public 

defendant could sell at any legal price it chose; b) use of a similar insurance-policy-backed 

guarantee against damage by moths where such guarantees had been used by others; 

c) adoption of specific shape of block where plaintiff's patent disclosed but did not 

claim the shape and there was sufficient evidence of secondary use; d) use of the term 

MOTH-BLOK where plaintiff's term was MOTH BLOCK since the term “moth block” is 

descriptive of the products of the parties. 333 


Even though defendant is not in competition with plaintiff, the latter is entitled to an 
injunction since defendant enables plaintiff's competitors to “palm off” their services of 
developing films as those of plaintiff by furnishing them with packages in plaintiff’s distinctive 
trade dress and plaintiff has been damaged by improper developing services of its competitors 
who have used this trade dress. 469 


This case involved a charge by plaintiff of trademark infringement and unfair competition. 
Plaintiff sold carrots in polyethylene bags configured with simulated carrot tops and mesh 
with his trademark DECOTO in prominent lettering; defendant began using polyethylene bags 
similar to plaintiff’s before plaintiff’s use with his mark LATHROP BEAUTY in large lettering 
above the profile of a woman’s head. The printed matter was completely dissimilar. After 
considering the package as a whole, the court found no confusing similarity likely to mislead 
an ordinary purchaser exercising reasonable care. Not only were the designations on the 
bags different, but it was shown that polyethylene bags were in common use and that 
configurations consisting of simulated mesh and carrot tops were not novelties introduced by 
plaintiff. The court points out that confusion resulting only from adding a feature not 
originating with plaintiff but used commonly cannot result in trademark infringement. 1143 
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Plaintiff brought an action for unfair competition alleging that defendant purchased 
plaintiff’s musical instrument, a drum, removed plaintiff's trademark, substituted its own 
trademark, then used plaintiff’s drum as a sample for the sale of its own product. The 
defendant also used photographs of the plaintiff's drum for advertising and promoting 
defendant’s own sales. The court held that the complaint did not make out a cause of action 
in unfair competition, and dismissed the action upon defendant’s motion. Plaintiff did not 
invent the drum, or add any special feature to it, or own any patent or property rights in it. 
By placing the drum for sale to the public, anyone who purchased a drum had title to it, 
and a right to copy it exactly as long as there was no palming off. Defendant did not try 
to palm off since the product was not represented to be plaintiff’s product. Defendant by 
removing plaintiff’s trademark from the goods did just what he should have done to avoid 
unfair competition. By placing his own trademark on the goods, defendant represented that 
he was standing behind the goods and not plaintiff. If, as claimed, defendant’s drums were 
inferior to plaintiff's, and not as good as the sample, the purchaser would have an action for 
breach of contract, but plaintiff would not have an action for injunction. 1144 


500.24 False Designations of Origin 


Complaint alleging false designation of origin of defendant’s goods within Lanham Act 
Section 43(a), 15 U.S.C. 1125(a) by reason of imitation by defendant of plaintiff’s box as 
to coloring, design and placement of letters was dismissed on motion, court not having 
jurisdiction of the action since the term “origin” as it appears in said section is limited to 
geographic origin. 722 


Where plaintiff manufactures cloth which it sells under trademark to clothing manufacturers 
to whom it furnishes labels bearing said mark for attachment to finished garments, such 
trademark is infringed where defendant, a coat manufacturer, purchases cloth on the secondary 
market falsely alleged to be plaintiff’s trademarked cloth and attaches counterfeit labels 
bearing plaintiff’s mark to coats made from such cloth. 834 


In this action defendant reproduced exactly the pages of plaintiff’s catalog. Plaintiff 
recovered damages and obtained an injunction for copyright infringement. However, in 
order to sustain its burden of proof for another cause of action pursuant to Section 43(a) 
dealing with false designation of origin and false description, plaintiff must show that the 
catalogs were materially false and that customers relied upon the false designation and that 
they were confused as to the origin of the items. Plaintiff did not sustain its burden. Neither 
was a claim of unfair competition sustained since there was no evidence of palming off. 858 


500.25 False Trade Description 


In this action defendant reproduced exactly the pages of plaintiff’s catalog. Plaintiff 
recovered damages and obtained an injunction for copyright infringement. However, in order 
to sustain its burden of proof for another cause of action pursuant to Section 43(a) dealing 
with false designation of origin and false description, plaintiff must show that the catalogs 
were materially false and that customers relied upon the false designation and that they 
were confused as to the origin of the items. Plaintiff did not sustain its burden. Neither was 
a claim of unfair competition sustained since there was no evidence of palming off. 858 


500.26 Geographic Terms 


A geographic term used arbitrarily and not to describe a product or its origin qualifies 
as a technical trademark and may be protected against infringement. Moreover, when a 
geographic term, descriptive of a product, has acquired a secondary meaning, the law affords 
protection on the ground of unfair competition even though the term does not qualify as a 
trademark at common law. 608 
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The terms AMERICAN OIL COMPANY and AMERICAN even if they had geographical significance 
originally are terms which were legally capable of acquiring a secondary meaning to denote 
the user as the source of origin of the product so sold and advertised and of becoming 
distinctive of such user’s products. 859 


500.26b Geographic 


The name york is a geographical term and generally trademark rights to a geographical 
name are narrow in scope. 818 


Lanham Act prohibits registration of geographical name as a trademark unless it has 
acquired secondary meaning. 1208 


500.26c Not Geographic Article: 755 


Summary judgment granted plaintiff. The court found that the certification mark 
ROQUEFORT for blue mold cheese designated the regional origin of plaintiff’s cheese and clearly 
came within the exception of Section 4 of the Act of 1946 and was not a geographical name 
which was primarily descriptive within the definition of Section 2. 621 


500.27 Grade Marks and Style Marks 


Defendant argues that FLAV-AROMA is used only to characterize and describe the instant 
coffee as having the qualities of fresh ground flavor. But defendant’s actual employment of 
FLAV-AROMA goes far beyond its claimed usage as a descriptive notation. The defendant itself 
cannot be allowed to characterize its own use or be permitted to rely upon its unexpressed 
intention to limit the usage and scope of FLAV-AROMA since this intention is never brought to 
the customer’s attention. FLAV-AROMA is prominently displayed without any qualifying phrases 
and, therefore, the customer is likely to believe that the instant coffee is related to plaintiffs’ 
barbeque sauce. In addition, defendant has used FLAV-AROMA in its advertising to characterize 
the coffee and not its flavor and aroma. The law does not allow the parties to use the 
trademarks of other persons under the guise of descriptive notations, business styles or grade 
marks. 424 


500.29 Labels 


Where plaintiff had, since long prior to National Prohibition prominently displayed a 
label on its gin and “Consumers tend to identify said gin by the appearance of said label”, 
defendant, selling gin “bearing labels which imitate the appearance” of plaintiff’s labels violated 
plaintiff’s rights. 333 


Where plaintiff manufactures cloth which it sells under trademark to clothing manufacturers 
to whom it furnishes labels bearing said mark for attachment to finished garments, such 
trademark is infringed where defendant, a coat manufacturer, purchases cloth on the secondary 
market falsely alleged to be plaintiff’s trademarked cloth and attaches counterfeit labels 
bearing plaintiff’s mark to coats made from such cloth. 834 


500.31 Misleading Statements 


Assignee of registered mark misrepresents source of goods sold under mark; registration 
is cancelable at any time. 590 


500.32 Names 


Record supports the findings of the lower court that First National Bank and Trust 
Company of Kalamazoo was known as THE FIRST NATIONAL and had acquired a secondary 
meaning in said words. 192 
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500.32a In General 


This case was an appeal from an order dismissing the complaint for damages under 
Section 4 of the Clayton Act. Appellant copyrighted the name of his newspaper COMMUNITY 
HERALD but the name was found to be common and descriptive and therefore the copyright 
was found to be invalid. Prior to instituting this action he had ceased publishing the newspaper 
for eight years and was attempting to print it again when as alleged he found that he was 
prevented from doing so by the monopoly of defendant and he sought treble damages. The 
court affirmed the dismissal of the complaint since there was no present injury to “business 
or property,” and anticipated business will not do. In discussing plaintiff’s right the court 
said that the name COMMUNITY HERALD did not qualify as a trademark since it was not 
unique and original. Neither did it qualify for protection as a trade name under unfair 
competition since there was no established business to which the name was appurtenant or 
any present economic interest to be protected. 504 


Judgment for defendant. The court held defendant’s use of OLD SMOKE HOUSE BRAND 
was not likely to cause confusion and did not infringe plaintiff’s use of THE OLD SMOKE HOUSE 
in connection with meat products. 628 


First user of a common descriptive name cannot prevent others from using it unless 
the name has acquired secondary meaning associated with first user, or unless confusion to 
the public and damage to first user is established. 1128 


500.32b Corporate and Trade Names 


Defendants acquired no right to appropriate plaintiff's name, or dominant words of 
plaintiff's name, AMERICAN INSTITUTE OF PUBLIC ACCOUNTANTS, by merely forming a corporation 
under the general law of Puerto Rico with such a name. 47 


Although difficult, it is not impossible for a word in common usage to acquire a secondary 
meaning. Evidence submitted here showed that plaintiff had acquired a secondary meaning 
for CUE as a name of a magazine in the Metropolitan New York area, and plaintiff was, 
therefore, entitled to enjoin defendant from doing business under the name CUE THEATER TICKETS. 
Plaintiff’s failure to seek a trademark registration in New York is no defense in a New York 
State Court unfair competition action, nor is it essential for parties to be in competition with 
each other or that plaintiff suffer pecuniary damage for injunction to issue in unfair competition 
action. Test is whether use by defendant of plaintiff’s name is likely to confuse the public 
and injure plaintiff's name, reputation or business. Defendant was free to choose any number 
of names for his business and cannot be harmed by changing the title at this time, whereas, 
his continued use will injure plaintiff. 74 


Plaintiff, proving secondary meaning in GENERAL ADJUSTMENT (General Adjustment 
Bureau, Inc.), successfully enjoins defendant’s knowing use of GENERAL ADJUSTMENT SERVICE 
in directly competitive field. 330 


ASCOT TEXTILE CORPORATION (Plaintiff) for converter of cotton and non-woven materials for 
interlining of binding purposes. 


AMSCOT TEXTILES, INC. (Defendant) for converter of acetate and nylon taffeta. 


Whether or not there is a similarity of names, and unfair competition, must be evaluated 
in terms of experience and practices in the specific trade involved, instances of actual confusion 
or deception, and presence or absence of intentional piratical conduct. Plaintiff’s proof of 
intent was insufficient, and the potential of confusion was minimal in view of the extensive 
market experience of plaintiff’s customers. Judgment dismissing the complaint was granted. 330 


On appeal, judgment for plaintiff was reversed. The Oregon Supreme Court held the 
designation THE 88¢ sToRE was unquestionably a descriptive term. It announced to the public 
in an elliptical way the information that the merchandise offered for sale was priced at 
88 cents. The plaintiff failed to prove secondary meaning in association with the name. 
Defendant’s use of GIL’s SUPER 88¢ sTorE therefore did not infringe plaintiff’s trade name. 475 
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On appeal from the Superior Court, Los Angeles County, judgment for plaintiff affirmed. 
The court found plaintiff and its predecessors had become well-known in the photographic 
business in Los Angeles as INDUSTRIAL PHOTO SERVICE and also as HAL COOPS INDUSTRIAL 
PHOTO SERVICE and INDUSTRIAL PHOTO. Defendant adopted the name KELLY’S INDUSTRIAL PHOTO 
SERVICES, INC. although aware of the existence of plaintiff. There was evidence of defendant’s 
advertising and other actions which tended to “tie in” his business with plaintiff’s. The court 
held that an injunction against the use of a similar or identical name to a trade name that 
has become identified in the mind of the public can be granted when the use of the second 
name tends to create confusion. This identification need not extend to the entire public but 
only to a reasonable or substantial portion of the purchasing public who are likely to use 
plaintiff's services. The mere similarity of the name itself was sufficient evidence that the 
public was likely to be confused. 695 


A family may use its surname as a corporate title, but it cannot encroach upon the good 
will of an already existing business under a similar trade name. It is a question of fact as 
to whether or not a trade name has been established. In the instant case the court found 
that WILLIAM A. GAULT & SON had been so established by respondents. Even though the 
corporate name WILLIAM A. GAULT & SON, INC. was changed to SEHLSTEDT COMPANY the 
respondents did not lose the right to use the established trade name. 838 


First user of a trade name composed of common words acquires no special preference. 
Words of common speech like GLAD are in the public domain. Where no secondary meaning 
is shown and the defendant has not been guilty of any fraud or imposition the action for 
unfair competition was dismissed. 859 


Decision of trial court refusing to allow defendant, wholly-owned subsidiary of Harry 
W. Taylor Company, to use the corporate name, TAYLOR COMPANY, was affirmed. The similarity 
of the operations and of the names was such that if defendant were allowed to use the name 
TAYLOR COMPANY it would add to the confusion already existing between plaintiff, the Taylor 
Company and Harry W. Taylor. 1122 


Secondary meaning exists in a competitive area, if in fact a substantial number of present 
or prospective customers understand the name of a business to refer to a particular business. 
Even though plaintiff had no retail store in the area, the business was well-known to a 
substantial number, anyone of whom might be a prospective customer aware of plaintiff’s 
reputation in view of the easy means of travel to places where plaintiff had actual business 
operations. An established trade name is entitled to protection in areas where the business 
may reasonably expect to expand, and where persons in the area are likely to be confused. 
In determining whether or not the trademark is entitled to extra territorial protection, good 
faith on the part of the second user is an important factor. 1325 


500.32c Personal Names 


A declaratory judgment action for right to use name JOHN P. DANT on whiskey in view of 
use of J. W. DANT on whiskey since 1836. Judgment for plaintiff affirmed. The trademark 
JOHN P. DANT was held not confusingly similar to the trademark jy. w. DANT. The lower 
court held that forty years laches indicated that defendant did not regard the competition 
as sufficient to justify litigation, or that it believed each party had the right to use the name. 

627 
500.32d Surnames 


The court found that defendants had a right to use the surname CRANE in their business 
of installing heating and air conditioning equipment as long as they did not attempt to deceive 
the public by palming off the products which they handled as plaintiff's products. The equipment 
installed by defendants was marked with the trademark or trade name of the manufacturer 
who made the equipment. Even though no fraud was involved, the court made part of the 
judgment an agreement by defendants not to use a style and type lettering in advertising which 
might possibly infringe upon plaintiff’s use of CRANE and further agreed to avoid all confusion 
by advising those who read the advertisement that they were not dealing with the plaintiff. 815 
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Action to review decision of Trademark Trial and Appeal Board denying cancellation 
brought by plaintiff against supplemental registration of defendant. The court found plaintiff 
had, since 1936, used its surname FULLER on food products, thereafter in 1952 expanding use 
to vitamins. Defendant, Fuller Brush Company, well-known for its brushes had been granted 
supplemental registration for vitamin containers for the mark FULLER, stating first use in 1956. 
Plaintiff obtained an order in the District Court enjoining Fuller Brush Company from using 
FULLER on its vitamin containers and on appeal the holding of the District Judge that prior 
use of a nondistinctive name mark affords no protection for expansion of trade to goods other 
than those of the same descriptive properties as the goods with which the mark has become 
identified by such prior use was affirmed. 828 


A family may use its surname as a corporate title, but it cannot encroach upon the good 
will of an already existing business under a similar trade name. It is a question of fact as 
to whether or not a trade name has been established. In the instant case the court found that 
WILLIAM A. GAULT & SON had been so established by respondents. Even though the corporate 
name WILLIAM A. GAULT & SON, INC. was changed to SEHLSTEDT COMPANY the respondents did 
not lose the right to use the established trade name. 838 


Although a family surname does not usually constitute a valid technical trademark, one 
has a right to use it in his own business. However, a person with the same name cannot 
subsequently use his name in the same business as another whose name has acquired secondary 
meaning in connection with that business, in a way that would probably result in confusion 
to the public. It is enough if plaintiff has proved that the use of the name by defendant 
produced a likelihood of confusion on a part of the public. Any person, humble or famous has 
the right to honestly use his own name for any business open to him, but he cannot unfairly 
use the trade name of another whereby the ordinary purchaser is likely to be confused. 1340 


500.36 Related Company Use 


Defendant, The American Oil Company, Utah Oil Refining Company and Standard 
Oil Company (Indiana) were related companies as defined in the Trademark Act of 1946. 
Use of defendant’s registered trademarks AMOcO and AMERICAN by each of them inured to the 
benefit of the registrant, the defendant. 859 


500.37 Secondary Meaning Marks (Section 2(f) ) 


Since plaintiff established that in connection with accounting matters, AMERICAN INSTITUTE 
has a secondary meaning indicating plaintiff, it follows as a matter of law that plaintiff is 
entitled to protection against defendant’s use of a name containing these or any confusingly 
similar words. 47 


Although difficult, it is not impossible for a word in common usage to acquire a secondary 
meaning. Evidence submitted here showed that plaintiff had acquired a secondary meaning 
for CUE as a name of a magazine in the Metropolitan New York area, and plaintiff was, 
therefore, entitled to enjoin defendant from doing business under the name CUE THEATER TICKETS. 
Plaintiff’s failure to seek a trademark registration in New York is no defense in a New 
York State Court unfair competition action, nor is it essential for parties to be in competition 
with each other or that plaintiff suffer pecuniary damage for injunction to issue in unfair 
competition action. Test is whether use by defendant of plaintiff’s name is likely to confuse 
the public and injure plaintiff’s name, reputation or business. Defendant was free to choose 
any number of names for his business and cannot be harmed by changing the title at this time, 
whereas, his continued use will injure plaintiff. 74 


Even if secondary meaning were not established, a court of equity will restrain such 
practices as constitute palming off, actual deception or appropriation of another’s property. 145 
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Plaintiff, proving secondary meaning in GENERAL ADJUSTMENT (General Adjustment 
Bureau, Inc.), successfully enjoins defendant’s knowing use of GENERAL ADJUSTMENT SERVICE 
in directly competitive field. 330 


Where mark jJAcK’s was used by plaintiff in Florida on cakes, cookies, crackers, pies 
and similar or related food products, and by defendant in Florida on cheese twists, cheese 
crackers, corn chips, popcorn and bacon rinds; and both parties used it as a technical trademark 
rather than a personal name; and the mark had become distinctive and acquired a strong 
secondary meaning as indicating plaintiff's products, defendant’s use violated plaintiff's 
trademark rights and was unfair competition under Florida law. 334 


To establish secondary meaning for an article, it must be shown that the design is a mark 
of distinction identifying the source of the article and that the purchasers are moved to buy it 
because of its source. 405 


Where vat 69 was a valid common law and registered trademark for plaintiff’s Scotch 
whisky, and where the word vat had acquired a secondary meaning for said product of 
plaintiff, defendant’s use of scotry’s OLDE vaT for a Scotch whisky infringed plaintiff’s common 
law and registered trademark vat 69 and its common law trademark var. 435 


The name sAFEWAY has acquired a secondary meaning as to become associated by the 
public generally with plaintiff and its business. Some confusion has been caused by reason of 
defendant’s use of SAFEWAY in its name for its real estate operations, particularly, since one 
of the defendant’s chief interests is in erecting shopping areas. Defendant received notice 
from plaintiff within one and one half months after the first announcement and must, therefore, 
be held to have contemplated all probable consequences. 460 


On appeal, judgment for plaintiff was reversed. The Oregon Supreme Court held the 
designation THE 88¢ sToRE was unquestionably a descriptive term. It announced to the public 
in an elliptical way the information that the merchandise offered for sale was priced at 88 
cents. The plaintiff failed to prove secondary meaning in association with the name. Defendant’s 
use of GIL’s SUPER 88¢ sTORE therefore did not infringe plaintiff’s trade name. 475 


On appeal from Superior Court, Los Angeles County, judgment for plaintiff affirmed. 
The court found plaintiff and its predecessors had become well-known in the photographic 
business in Los Angeles as INDUSTRIAL PHOTO SERVICE and also as HAL COOPS INDUSTRIAL PHOTO 
SERVICE and INDUSTRIAL PHOTO. Defendant adopted the mame KELLY’S INDUSTRIAL PHOTO 
SERVICES, INC. although aware of the existence of plaintiff. There was evidence of defendant’s 
advertising and other actions which tended to “tie in” his business with plaintiff’s. The court 
held that an injunction against the use of a similar or identical name to a trade name that has 
become identified in the mind of the public can be granted when the use of the second name 
tends to create confusion. This identification need not extend to the entire public but only 
to a reasonable or substantial portion of the purchasing public who are likely to use plaintiff's 
services. The mere similarity of the name itself was sufficient evidence that the public was 
likely to be confused. 695 


The court held that the evidence was sufficient to establish likelihood of confusion by use 
of defendant of the phrase INDUSTRIAL PHOTO SERVICE INC. The purpose of defendant’s adopting 
a name practically identical to plaintiff’s name INDUSTRIAL PHOTO SERVICE was found to have 
created the confusion. It was not necessary that defendant’s use was for the purpose of 
deception. However, the presence of deception was evidence that plaintiff’s trade name had 
acquired a secondary meaning and in cases of deliberate deception plaintiff’s burden of otherwise 
proving public identification of his business is somewhat lessened. Defendant’s prefixing the 
proper name KELLY’s to INDUSTRIAL PHOTO SERVICES, INC. was not sufficient antidote to the 
identity otherwise existing between defendant’s and plaintiff’s name. 695 


The defendant enjoined from using the word combination INDUSTRIAL PHOTO SERVICES 
in connection with a photographic business. The court held generic terms will be protected 
once a secondary meaning attaches, unless the defendant cannot otherwise describe by product 
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or service. The injunction did not forbid the use of the individual words but rather the 
particular combination of words having a misleading effect. The defendant could describe his 
business by some combination of words “industrial” and “photography” without carrying out 
the similarity to plaintiff’s name to the extent of abbreviating “photography” to “photo” and 
affixing the word “service” onto the term. 695 


Registration of a descriptive mark is permitted if the applicant can show that a mark 
has been distinctly associated with his product exclusively and continuously for 5 years. 
Registration of the mark under §1052(f) of the act might support the contention that such 
registration is presumptive evidence of secondary meaning, but only if the registrant claims 
the benefit of §1052(f). Registration under the Lanham Act is prima facie evidence of com- 
pliance with requirements of registration. But if plaintiff was not required to show compliance 
with §1052(f), plaintiff cannot claim the presumption of secondary meaning. Plaintiff’s use of 
the trademark joy for 30 years coupled with continuous advertising established secondary 
meaning at least to products in direct competition. But, the court found that the word “joy” 
in defendant’s mark Joy OF BATHING for a cosmetic bath product, was used in its primary 
sense and did not infringe plaintiff's mark. The court considered the total effect of defen- 
dant’s product. In determining likelihood of confusion the court considers the similarity of 
appearance and degree of care, exercised by the purchaser. 842 


Where secondary meaning of certain advertising literature has not been shown, nor has 
defendant passed off or misrepresented, the defendant may copy and distribute advertising 
literature first prepared by the plaintiff. The court held, “whatever the morals of the situation, 
materials of this sort may be appropriated by others without giving the original user any 
cause of action.” 859 


Even though words are descriptive if, after long use, they come to be understood by 
the public as designating the business of one particular trader, then secondary meaning may 
be established. Whether or not secondary meaning has been established is a question of fact 
and not a proper subject for expert testimony. Secondary meaning must have been evident 
at the time of the use, which determines priority. The burden of the high degree of proof 
necessary to establish it is on plaintiff. In determining whether a mark has achieved secondary 
meaning consideration is given to length and manner of use of the mark, nature and extent 
of advertising and promotion, and efforts to promote a connection in public mind between 
the mark and a particular product. The court held that plaintiff’s trademark had developed 
secondary meaning in some localities, but not in defendants’ locality in 1949, so as to bar 
defendants’ use of name. 1105 


Opposer’s mark joy, although it was not distinctive at first, was found to have acquired 
secondary meaning through such extensive advertising and use that the average purchaser 
identified the mark with the opposer. The court said that there is no hard and fast rule for 
determining exactly when joy acquired distinctiveness but that the late comer adopts a similar 
mark at its peril. 1222 


500.39 Similarity of Goods 


Only similarity is word “seltzer” which is not uncommon in drug compounds. Products 
are similar, but not identical. Generally the fact where products are similar but not identical 
is more reason for them to confuse public. But here there is no visual similarity. Even if 
MILK-O-SELTZER were ordered by mistake, purchaser would reject it upon seeing package. 
Although purchasers of patent medicines are casual rather than discerning, this factor is not 
decisive unless the names are confusingly similar. 170 


Both plaintiff and defendant operated in same economic field and substantial confusion 
resulted in that both parties were involved in collecting small debts. Policy of courts of 
Michigan is to avoid such similarities. 192 
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Plaintiff had knowledge of defendant’s use of trademark identical with that of plaintiff 
on somewhat different goods for thirty to thirty-five years. Plaintiff had no right to extend 
its trademark use to encompass the goods of the defendant. Plaintiff is enjoined. 818 


500.43 Titles 


If a title of a book becomes so popular that it acquires secondary meaning, another 
competing book may not use the same descriptive title or a colorable imitation thereof. 
Whether pr 109 or pt 109—yJoHN F. KENNEDY IN WORLD WAR II has attained secondary meaning 
is a question of fact. It is a title that is the natural and necessary description of the work, an 
expression in the public domain which cannot be monopolized by plaintiffs. 849 


500.45 Trade Secrets 


Defendant induced plaintiff to leave employer and use employer’s trade secrets in 
partnership with defendant. Partnership was dissolved pursuant to an agreement whereby 
plaintiff revealed trade secrets to defendant and sold his interest in partnership to defendant. 
Plaintiff brought this action when defendant failed to make payments on his promissory note. 
Defendant counterclaims. Court dismissed both complaint and counterclaim on the basis that 
the disclosure of secrets was unlawful and against public policy. While certain parts of plain- 
tiff’s obligations under the contract were legal, standing alone those parts were inextricably 
intertwined with illegal agreement to disclose the trade secrets, and for that reason the 
entire consideration for the note is illegal and void. 72 


Judgment for defendant. The court found plaintiff had solicited defendant regarding an 
unpatented treading device for nuts which plaintiff disclosed to defendant after correspondence 
including a so-called waiver signed by plaintiff. Defendant, thereafter, sent a letter of 
rejection to plaintiff and subsequently marketed a tool similar to defendants. There was 
evidence of prior disclosures to defendant by third-parties of devices similar in elements to 
defendant’s and the fact that the principles of defendant’s device was common knowledge to 
the trade. The court held that where a breach of confidence is alleged it is a completed 
defense that the challenged device was produced previous or independent of the disclosure and 
that the information in the disclosure was not used in producing the challenged device. Neither 
the device as a whole nor any of its component elements contained any originality. The fact 
that plaintiff produced his device independently and without benefit of trade knowledge was 
of no consequence because knowledge existed and was available to the creative and uncreative 
skill. There can be no trade secret with respect to a marketed device where an examination 
of the device itself completely discloses the elements of its construction. 627 


500.46 Trademark Use 
500.46a In General 


Second-hand periodical dealer who purchases cover-removed comics from waste paper 
dealers, held not enjoined from marketing them as reading material on any of six grounds, 
including trademark infringement, since defendant does not do any act with the trademarked 
article which causes public deception. 156 


Use, not registration, confers rights in a trade name; plaintiff failed to establish any 
rights to the term E-z-cuT alone as the evidence is overwhelming that plaintiff uses the term 
in combination, MORRELL E-z CUT, this being a clear showing that MORRELL or MORRELL E-Z CUT 
identifies plaintiff as the source of origin. 276 


500.46e Deceptive Use 


Common law unfair competition must be grounded in either deception or appropriation 
of the exclusive property of the plaintiffs. It is conceded that the “pirating” of the design is 
lawful and proper. Only property right alleged to have been invaded is the good will embodied 
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in the trademark. Right of complainant in his mark is limited to dilution which is brought 
about by confusion as to source or affiliation. The interest of consumer in competitive prices 
of garments using Dior designs without deception as to origin, is at least as great as the 
interest of plaintiffs in monopolizing the name. 151 


500.47 Unfair Competition Articles: 517, 1271 


It is unfair competition for a defendant to use the plaintiff’s own product in competition 
with the plaintiff by removing plaintiff's trademark therefrom and substituting defendant’s. 
It also constitutes use of a “false trademark” in violation of section 2354, subdivision 2, of the 
New York Penal Law entitled “Offenses against trademarks.” 473 


500.5 Scope oF RELIEF 


Even if pt 109—yoHN F. KENNEDY IN WORLD WAR II has attained secondary meaning, it 
does not follow that the Random House title JoHN F. KENNEDY AND PT 109 is unfairly competing. 
Unfair competition has been extended to apply to misappropriation of what equitably belongs 
to a competitor as well as misrepresentation. The controlling question is whether or not the 
competition is unfair. 849 


500.51 In General 
Finding of non-infringement need not be restricted to area of defendant’s sales. 416 


Plaintiff brought an action for unfair competition alleging that defendant purchased 
plaintiff’s musical instrument, a drum, removed plaintiff’s trademark, substituted its own 
trademark, then used plaintiff's drum as a sample for the sale of its own product. The 
defendant also used photographs of the plaintiff’s drum for advertising and promoting 
defendant’s own sales. The court held that the complaint did not make out a cause of action 
in unfair competition, and dismissed the action upon defendant’s motion. Plaintiff did not 
invent the drum, or add any special feature to it, or own any patent or property rights in it. 
By placing the drum for sale to the public, anyone who purchased a drum had title to it, 
and a right to copy it exactly as long as there was no palming off. Defendant did not try 
to palm off since the product was not represented to be plaintiff’s product. Defendant by 
removing plaintiff's trademark from the goods did just what he should have done to avoid 
unfair competition. By placing his own trademark on the goods, defendant represented that 
he was standing behind the goods and not plaintiff. If, as claimed, defendant’s drums were 
inferior to plaintiff’s, and not as good as the sample, the purchaser would have an action for 
breach of contract, but plaintiff would not have an action for injunction. 1144 


500.52 Accounting 


Defendant is entitled to an accounting for damages and profits by reason of plaintiff’s 
trademark infringement by sales of distilled alcoholic beverages bearing the trademark 
SUPREME where defendant established prior rights in SUPREME and BOURBON SUPREME for 
distilled alcoholic beverages. 187 


Plaintiffs are entitled to an injunction prohibiting defendant from using the name 
FLAV-AROMA on instant coffee, but are not entitled to an accounting for profits because the 
Illinois dilution statute limits its relief to injunctions and in cases have ordinarily denied an 
accounting unless the products involved were in direct competiton, or the equities of the 
situation dictated. 425 


Judgment of the District Court modified. The Court of Appeals held District Court’s 
finding against individual defendants and officers by defendants’ corporation was erroneous. 
Neither of the defendants were found to have participated in the tortious conduct carried on 
by another individual defendant on behalf of defendant corporation. Officers, directors or 
shareholders are not personally liable for wrongful or tortious conduct of the corporation or 
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its other agents, unless there can be found some active or passive participation in such wrongful 
conduct by such persons. The awards of compensatory and exemplary damages and attorney’s 
fees against the two individual defendants reversed. Judgment against corporation and other 
individual defendant otherwise affirmed. 579 


Damages and attorney’s fees awarded to plaintiff. The court found that plaintiff was 
undoubtedly damaged by the conduct of defendants and held notwithstanding the difficulty in 
arriving at a figure of damages it would be incongruous for the court to hold defendants 
guilty of wrongdoing and at the same time admit it was without the power to call them to 
account. However, plaintiff’s claimed measure of damage based on monthly average of sales 
was neither rational nor just because of the many variables which enter into the profit distribution 
of a novelty item. It was clear that damages had been sustained and the court held it could 
award compensatory and exemplary damages. The impossibility of proving the precise limits 
of damage was no reason for denying an award. Difficulty of ascertainment is no longer to 
be confused with the right to recovery. 584 


The court granted plaintiffs’ motion for summary judgment. On the entire record before 
the court, there was no genuine issue of fact except as to the amount of damages. As to 
damages, the court denied plaintiffs’ motion for reference to a master for assessment of 
defendants’ profits because it was not apparent that if such accounting was required it would 
be sufficiently complicated. Plaintiffs granted leave to renew motion after time for appeal 
of summary judgment had passed (the court had previously granted plaintiffs’ prior motion 
for preliminary injunction). 628 

Accounting is subject to the principles of equity and finding of infringement does not 
automatically entitle the owner of the mark to recover infringer’s profits. Defendant remained 
limited to an injunction and recovery of its actual damages. 818 


Accounting for profits is an equitable remedy and in the instant case it was not shown 
that defendant wantonly and wilfully infringed. Therefore, the court refused the accounting 
for profits. 828 


Complaint sets forth alternative actions for breach of contract and/or trademark infringe- 
ment. Petitioner demanded a trial by jury on issues of fact arising from the question of 
whether or not there was a breach of contract; this is a purely legal question and in an action 
to collect on a debt for breach of contract, petitioner has right to trial by jury. An action for 
damages based on trademark infringement is no less a subject for a court of law. An action 
cannot be termed “purely equitable” just because the complaint is couched in terms of 
accounting rather than debt or damages. The basis of equitable relief is the inadequacy of 
the remedy at law. The court found that the remedy was not inadequate in this case. A jury 
under proper instruction can determine the amount of recovery. The legal claims for breach 
of contract must be determined before final equitable relief since the issues are common 


to both. 1009 


Plaintiff is not entitled to accounting for profits prior to institution of suit, since it made 
no attempt to enjoin defendant before institution of suit even though plaintiff had knowledge 
of defendant’s use for about 5 years before bringing suit. 1325 


500.53 Attorney’s Fees 


The court in a deliberate copyright infringement case involving unfair competition and 
use of plaintiffs’ registered trademark and trade name awarded plaintiffs reasonable attorneys’ 
fees of $1,000 by applying the test that such fees are awarded to the prevailing party only 
where dictated by “equity and good conscience.” 182 


No allowance for attorney’s fees will be granted since cases have refrained from awarding 
such fees unless exceptional circumstances are present, such as, whether the goods are the 
same; whether the defendant palmed off his goods as the plaintiff’s, and whether defendant’s 
conduct was deliberate and fraudulent. 425 
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Judgment of the District Court modified. The Court of Appeals held District Court’s 
finding against individual defendants and officers by defendants’ corporation was erroneous. 
Neither of the defendants were found to have participated in the tortious conduct carried on 
by another individual defendant on behalf of defendant corporation. Officers, directors or 
shareholders are not personally liable for wrongful or tortious conduct of the corporation or 
its other agents, unless there can be found some active or passive participation in such 
wrongful conduct by such persons. The awards of compensatory and exemplary damages and 
attorney’s fees against the two individual defendants reversed. Judgment against corporation 
and other individual defendant otherwise affirmed. 579 

























Damages and attorney’s fees awarded to plaintiff. The court found that plaintiff was 
undoubtedly damaged by the conduct of defendants and held notwithstanding the difficulty 
in arriving at a figure of damages it would be incongruous for the court to hold defendants 
guilty of wrongdoing and at the same time admit it was without the power to call them to 
account. However, plaintiff’s claimed measure of damage based on monthly average of sales 
was neither rational nor just because of the many variables which enter into the profit 
distribution of a novelty item. It was clear that damages had been sustained and the court 
held it could award compensatory and exemplary damages. The impossibility of proving the 
precise limits of damage was no reason for denying an award. Difficulty of ascertainment is 
no longer to be confused with the right of recovery. 584 












In a prior opinion the trademarks INDIANA GENTLEMAN and AMERICAN GENTLEMAN were 
held to infringe plaintiff’s trademark vIRGINIA GENTLEMAN. No evidence of damage was shown 
nor were any exemplary or compensatory damages requested. In this action the plaintiff 
sought to recover as costs attorney’s fees and other expenses. The act is silent as to whether 
attorney’s fees may be recovered as costs. However, under 15 U.S.C. §1117, the statute gives 
the general power to tax costs subject to principles of equity. The court found that attorney’s 
j fees may be so allowed as costs where there is some evidence of fraud or malicious conduct 
and more than just a deliberate attempt to use a mark closely approximating a successful 
trademark. Defendant’s behavior negated any such conduct. 858 












500.56 Costs 






In a prior opinion the trademarks INDIANA GENTLEMAN and AMERICAN GENTLEMAN were 
held to infringe plaintiff’s trademark vIRGINIA GENTLEMAN. No evidence of damage was shown 
nor were any exemplary or compensatory damages requested. In this action the plaintiff 
sought to recover as costs attorney’s fees and other expenses. The act is silent as to whether 
attorney’s fees may be recovered as costs. However, under 15 U.S.C. §1117, the statute gives 
the general power to tax costs subject to principles of equity. The court found that attorney’s 
fees may be so allowed as costs where there is some evidence of fraud or malicious conduct 
and more than just a deliberate attempt to use a mark closely approximating a successful 
trademark. Defendant’s behavior negated any such conduct. 858 












500.57 Damages 










The court granted plaintiffs’ motion for summary judgment. On the entire record before 
the court, there was no genuine issue of fact except as to the amount of damages. As to 
damages, the court denied plaintiffs’ motion for reference to a master for assessment of 
defendants’ profits because it was not apparent that if such accounting was required it would 
be sufficiently complicated. Plaintiffs granted leave to renew motion after time for appeal 
of summary judgment had passed (the court had previously granted plaintiffs’ prior motion 
for preliminary injunction). 628 















Plaintiff has burden of proving actual damages by some reasonable means of computation. 
828 
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500.58 Injunction 


This was a suit for declaratory judgment as to ownership of a trademark and for injunction 
against an embargo on importation of trademarked products in the United States. Judgment 
for plaintiffs affirmed on appeal. Ownership of trademark in United States exists only as 
appurtenance to manufacturing or marketing business conducted in the United States on 
which the mark is used. Here the court held that under the facts the Alien Property Custo- 
dian did not seize any assets, has made no attempt to market the goods or to interfere with 
the firm’s business. Therefore, the seizures related to a trademark in gross and the Custodian 
acquired no rights of property in the trademark which would entitle him to cxclude his use 
by others. 73 


Although difficult, it is not impossible for a word in common usage to acquire a secondary 
meaning. Evidence submitted here showed that plaintiff had acquired a secondary meaning 
for CUE as a name of a magazine in the Metropolitan New York area, and plaintiff was, 
therefore, entitled to enjoin defendant from doing business under the name CUE THEATER TICKETS. 
Plaintiff’s failure to seek a trademark registration in New York is no defense in a New York 
State Court unfair competition action, nor is it essential for parties to be in competition with 
each other or that plaintiff suffer pecuniary damage for injunction to issue in unfair competition 
action. Test is whether use by defendant of plaintiff’s name is likely to confuse the public 
and injure plaintiff’s name, reputation or business. Defendant was free to choose any number 
of names for his business and cannot be harmed by changing the title at this time, whereas, 
his continued use will injure plaintiff. 74 


Georgia Courts hold that intent must be found to warrant an injunction under Section 
37-712 of the Code. To find intent they look to effect of defendant’s word, acts and conduct, 
and ask whether plaintiff had exclusive right to the name and whether defendant encroached 
on it. Georgia Courts have treated constructive fraud as equivalent to the fraudulent intent 
required by a statute. Courts will apply Section 37-712 when it is shown that: (1) the defendant 
is put on notice or had knowledge of the plaintiff’s trade name and (2) the similarity in 
names is likely to confuse or mislead the public. In a suit for an injunction, assuming a 
misleading similarity in names, statutory intent is always present, at least from the moment 
a defendant is notified of the complaint. Although defendant’s first use of its name was not 
unlawful, because of lack of knowledge of plaintiff’s names, future encroachment is unlawful 
since the litigation has put defendant on notice. Defendant’s use will be enjoined if plaintiff 
had exclusive right to name and if defendant’s use is confusing in a different city. 165 


Defendant is guilty of trademark infringement and unfair competition because of the 
striking resemblance between the names used; the absence of other products sold under this 
name; the manner in which the products are merchandised because the products are sold to 
the same consumers. 424 


The court found that when defendant substituted another product for COCA-COLA or COKE 
when it was ordered at the bar without making the substitution known, that plaintiff’s 
trademarks were prejudiced and held such acts constituted unfair competition. Plaintiff was 
entitled to an injunction preventing such unfair acts or any acts likely to dilute or infringe 
plaintiff’s registered marks. 506 


The court granted plaintiffs’ motion for summary judgment. On the entire record before 
the court, there was no genuine issue of fact except as to the amount of damages. As to 
damages, the court denied plaintiffs’ motion for reference to a master for assessment of 
defendants’ profits because it was not apparent that if such accounting was required it would 
be sufficiently complicated. Plaintiffs granted leave to renew motion after time for appeal 
of summary judgment had passed (the court had previously granted plaintiffs’ prior motion 
for preliminary injunction). 628 


The defendant enjoined from using the word combination INDUSTRIAL PHOTO SERVICES in 
connection with a photographic business. The court held generic terms will be protected once 
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a secondary meaning attaches, unless the defendant cannot otherwise describe by product or 
service. The injunction did not forbid the use of the individua! words but rather the particular 
combination of words having a misleading effect. The defendant could describe his business 
by some combination of words “industrial” and “photography” without carrying out the 
similarity to plaintiff's name to the extent of abbreviating “photography” to “photo” and 
affixing the word “service” onto the term. 695 


Actual loss of trade is not a prerequisite to injunctive relief where plaintiff’s good will 
and reputation are injured or threatened with injury by a defendant who falsely represents 
the source of quality of one specific product as being that of another specific product. 699 


Plaintiff brought an action for unfair competition alleging that defendant purchased 
plaintiff’s musical instrument, a drum, removed plaintiff’s trademark, substituted its own 
trademark, then used plaintiff’s drum as a sample for the sale of its own product. The defendant 
also used photographs of the plaintiff’s drum for advertising and promoting defendant’s own 
sales. The court held that the complaint did not make out a cause of action in unfair com- 
petition, and dismissed the action upon defendant’s motion. Plaintiff did not invent the drum, 
or add any special feature to it, or own any patent or property rights in it. By placing the 
drum for sale to the public, anyone who purchased a drum had title to it, and a right to copy 
it exactly as long as there was no palming-off. Defendant did not try to palm-off since the 
product was not represented to be plaintiff’s product. Defendant by removing plaintiff’s 
trademark from the goods did just what he should have done to avoid unfair competition. 
By placing his own trademark on the goods, defendant represented that he was standing 
behind the goods and not plaintiff. If, as claimed, defendant’s drums were inferior to plaintiff's, 
and not as good as the sample, the purchaser would have an action for breach of contract, 
but plaintiff would not have an action for injunction. 1144 


500.58a Preliminary Injunction 


Since plaintiffs’ registrations of FINA for petroleum products were published for opposition 
purposes in the Patent Office Official Gazette prior to defendants’ first use and adoption of 
FINA for similar products, defendants had constructive notice of plaintiffs’ claim of ownership. 
Defendants used mark in interstate and foreign commerce since substantial quantities of 
trademarked gasoline and oil purchased at defendants’ New York service stations cross 
Canadian, New York and Pennsylvania borders in defendants’ customers’ cars. Also, oil 
sold at such stations is purchased from Pennsylvania company which delivers it in trademarked 
cans that are shipped across Pennsylvania-New York line. Plaintiffs are entitled to a 
preliminary injunction since court found that defendants’ concurrent use of identical mark 
on service stations in New York was in same competitive area as Canada and had caused 
confusion and deception of purchasers. Under balance of convenience rule defendants could 
change without hardship, but continued use of name would irreparably injure plaintiffs. 72 


Award of a preliminary injunction is an extraordinary remedy and will not be granted 
unless there is a clear showing of probable success and possible irreparable injury to the 
plaintiffs, lest the proper freedom of action by defendant be circumscribed when no wrong 
has been committed. 151 


Upon cancellation of the contract, defendant’s right to use the trademark DAIRY QUEEN 
ceased and all subfranchise agreements and other uses of the trademark by defendant subsequent 
to the cancellation constituted trademark infringement; however, since preliminary injunction 
restraining defendant from any use of the trademark would be inequitable, the court would 
preserve the status quo by preventing defendant from negotiating any more subfranchise 
agreements. 213 


Temporary Restraining Order and Order of Temporary Injunction modified and merged 
into Permanent Injunction granted to owner of registered trademark BATTER WHIPPED 
enjoining defendants from using throughout the United States the trademark sorr WHIPPED; 
making use of a picture or representation of a domestic or kitchen mechanical mixer in 
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advertising bread; from using Tenderness or Tearing Tests and from employing advertising 
identically imitative of “no streaks,” “ordinary bread mixed a ton at a time” and “small 
batch mixing.” 214 


The court, although normally it would not interfere, will vacate temporary restraining 
order by writ of mandamus where the order was obtained without notice despite lengthy 
correspondence between counsel, the time of the order was most critical to defendant, and 
where plaintiff was unable to show why damages would not compensate it for losses perhaps 
suffered during the short period of time awaiting the District Judge’s decision on plaintiff's 
motion for a temporary injunction. 275 


Motion for preliminary injunction granted in action to enjoin defendant from using 
VOLKSWAGEN word and symbol marks in such ways as to indicate that he is an authorized 
Volkswagen dealer. The fact that defendant was presently desisting from the wrongful 
conduct was held not to justify denial of the motion, since he was unwilling to agree to 
maintain the status quo until trial; nor did the imminence of trial furnish a basis for denial. 
Injunctive relief should be granted if there is a genuine threat to resume old practices and 
the defendant’s past conduct is not such as to give assurance of refraining on any voluntary 
basis. 331 


Preliminary injunction should be exercised only with great caution and in clear cases. 
It is justified only by a showing of probable irreparable injury during the pendency of the 
action, and the likelihood of ultimate success on the part of the applicant. Upon the evidence 
presented, there is little likelihood that plaintiff will ultimately prevail since there has been 
no showing that defendant is palming off its product or that either product is inferior to 
the other. 449 


Preliminary injunction is granted where evidence shows defendants have used a picture 
of plaintiff’s product to advertise their own. Plaintiff has shown that a continuance of this 
practice will cause them irreparable injury in loss of customers, reputation and good will 
and is entitled to a preliminary injunction. 455 


The name sAFEwAy has acquired a secondary meaning as to become associated by the 
public generally with plaintiff and its business. Some confusion has been caused by reason of 
defendant’s use of SAFEWAY in its name for its real estate operations, particularly, since one 
of the defendant’s chief interests is in erecting shopping areas. Defendant received notice from 
plaintiff within one and one half months after the first announcement and must, therefore, be 
held to have contemplated all probable consequences. 460 


The writ of injunction is an extraordinary process which must be cautiously issued and 
only in cases of absolute necessity ; the aid of the writ to one party must be delicately weighed 
against the resulting injury to the other party and should be issued only in cases reasonably 
free of doubt as to the need and necessity therefor as well as the right thereto. The defendant’s 
motion is denied where a genuine controversy exists involving valuable rights; the parties 
should not be prejudiced by a decision at this stage of the case which would have so much 
controlling effect on the final disposition of the case. 505 


GALECOAT (Plaintiff) for raincoats and topcoats. 
GOAL COAT (Defendant) for coats. 

The District Court did not abuse discretion in denying preliminary injunction in the 
trademark infringement action in its belief that preliminary injunctive relief was not 
warranted. 627 


Plaintiff's inability to obtain preliminary injunctive relief in arbitration is irrelevant on 
motion to stay pending arbitration if it has agreed to arbitrate its claims. 710 


On motion for preliminary injunction, in view of defendant’s willingness to discontinue 
the use of an alleged infringing mark BABETTE, except when preceded by the word miss the 
court will concern itself only with the use of the other alleged infringing mark, MISS BABETTE. 

716 
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The court will not grant preliminary injunction unless it can be persuaded that such 
drastic relief is necessary. 1116 


In the absence of showing irreparable injury, injunctive relief pendente lite will be denied 
since the granting thereof gives substantially all the relief which could be obtained after the 
trial. The same caution is exercised in granting a motion for summary judgment especially 
where there are close issues of fact. Caveat by the Securities and Exchange Commission 
requiring defendant to explain in circular offering stock for public sale that it was not 
connected with plaintiff corporation, in and of itself without further explanation, was not 
enough to indicate probability of confusion. 1128 


500.58b Permanent Injunction 


Where injunction against use of corporate name would not injure defendants, in any 
substantial way, as they have been relatively inactive and can readily change their name, 
and where a denial of relief would result in causing confusion of public and substantial irreparable 
injury to plaintiff, injunction will be granted. 47 


Temporary Restraining Order and Order of Temporary Injunction modified and merged 
into Permanent Injunction granted to owner of registered trademark BATTER WHIPPED enjoining 
defendants from using throughout the United States the trademark sorr WHIPPED; making 
use of a picture or representation of a domestic or kitchen mechanical mixer in advertising 
bread; from using Tenderness or Tearing Tests and from employing advertising identically 
imitative of “no streaks,” “ordinary bread mixed a ton at a time” and “small batch mixing.” 214 


Petitions granted for citation of civil contempt in violation of an injunction against 
three corporate defendants and the agents, servants, employees, attorneys, successors and 
assigns of and all those acting under the authority of or in privity with them, as well as an 
individual defendant and other business concerns or persons acting under his authority. The 
injunction required that articles bearing an infringing mark be delivered up for destruction; 
instead they were sold to and resold by a new corporation on the same premises with the 
same office manager. The new corporation and various individuals who participated as its 
officers and employees were held in contempt. The injunction is binding upon those in privity 
with the parties-defendant so that defendants may not nullify a decree by carrying out 
prohibited acts through aiders and abettors, although they were not parties to the original 
proceeding. 332 


The conclusion that defendant attempted to share plaintiff’s good will is fortified by the 
close visual resemblance in color, scheme and design which defendant’s labels bear to plaintiff’s 
labels. Such a choice is not a coincidence and defendant’s use of POLY PITCHER was trademark 
infringement and use of a label which simulated plaintiff’s label constituted unfair competition. 
Although defendant has discontinued such use and injunction will issue against future usage, 
plaintiff is entitled to an accounting for the period of infringement and unfair competition. 406 


Proof of defendant’s intent to deceive is not a prerequisite to injunctive relief under the 
terms of Section 43(a) of the Lanham Act. 469 


Defendant enjoined from charging that plaintiff's mark infringes his mark anywhere in the 
United States and from prosecuting the opposition proceeding pending in Puerto Rico since 
Puerto Rico is included in the term “United States” by 15 U.S.C.A. 1127. 720 


Although most unfair competition cases require proof of financial detriment, the protection 
of the law of unfair competition is not limited to profit making corporations. It is not only 
designed to protect a plaintiff, but also to prevent confusion of the public, particularly when 
medicines and drugs are involved. Ordinarily, an injunction ordering defendant to use the 
name with such information as would remove any connection with plaintiff is enough, however, 
the court, in its discretion may prohibit any use of the name in order to prevent probable 
deceit of buyers. 1340 
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500.6 JuRISDICTION 


Since plaintiffs’ registrations of FINA for petroleum products were published for 
opposition purposes in the Patent Office Official Gazette prior to defendants’ first use and 
adoption of FINA for similar products, defendants had constructive notice of plaintiffs’ claim 
of ownership. Defendants used mark in interstate and foreign commerce since substantial 
quantities of trademarked gasoline and oil purchased at defendants’ New York service stations 
cross Canadian, New York and Pennsylvania borders in defendants’ customers’ cars. Also, 
oil sold at such stations is purchased from Pennsylvania company which delivers it in 
trademarked cans that are shipped across Pennsylvania-New York line. Plaintiffs are entitled 
to a preliminary injunction since court found that defendants’ concurrent use of identical 
mark on service stations in New York was in same competitive area as Canada and had 
caused confusion and deception of purchasers. Under balance of convenience rule defendants 
could change without hardship, but continued use of name would irreparably injure plaintiffs. 

72 


Plaintiff’s motion to remand action to the state court was denied. The District Court 
held in the question of the amount in controversy in an action seeking to enjoin unfair 
competition is the value of the right to be protected or the value to the complainant of the 
business or good will to be protected. 73 


Congressional power to enact legislation to protect trademarks is derived from commerce 
clause of Constitution. Protection under the Lanham Act is limited to Acts in commerce 
which are regulated by Congress. Although jurisdiction cannot be stipulated, where defendant 
had admitted allegations of complaint and has filed an application to register the mark in 
question, the court has jurisdiction. A single actual sale or use by defendant in another state 
is sufficient interstate commerce. 170 


The court found that plaintiffs’ claim of unfair competition was a “substantial and related” 
claim under Title 28 U.S.C.A. Sec. 1338(b) to confer jurisdiction of a claim of unfair 
competition and held the claim of unfair competition was governed by the law of California 
the place where the acts complained of occurred. 182 


Motion to dismiss for lack of jurisdiction over corporate defendant denied. Though a 
foreign corporation not qualified to do business in Massachusetts and not maintaining a 
regular office or place of business there, the other defendant (a wholly-owned subsidiary) was 
in fact its agent for the sale of products and collection of payments in Massachusetts and 
thus the foreign defendant was present in the state so as to be subject to its jurisdiction. 331 


An action under Section 146 of Title 35 U.S.C.A., for cancellation of trademark regis- 
trations, trademark infringement and unfair competition was timely filed when within the 
limit of appeal time fixed by the Trademark Trial and Appeal Board after plaintiff had 
seasonably requested an extension of time for filing a petition for reconsideration. Plaintiff 
made a showing of unusual circumstances just!‘ying the extension; defendant had notice and 
offered no objections, and has made no showing that it has been injured thereby. Plaintiff 
commenced the action within the time limit set by the trademark office and defendant cannot 
now be heard to question the exercise of official authority in extending the time. Motion to 
dismiss for failure of jurisdiction denied. 332 


Federal court has jurisdiction under Lanham Act over alleged infringements in intrastate 
commerce if interstate commerce is affected. 422 


Complaint alleging false designation of origin of defendant’s goods within Lanham Act 
Section 43(a), 15 U.S.C. 1125(a) by reason of imitation by defendant of plaintiff’s box as 
to coloring, design and placement of letters was dismissed on motion, court not having 
jurisdiction of the action since the term “origin” as it appears in said section is limited to 
geographic origin. 722 

Since plaintiff and defendant sold petroleum products some of which originated outside 
of the state to out of state motorists or to service stations located on principal interstate 
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highways where said products were resold to out of state motorists, both plaintiff and 
defendant were engaged in commerce which may be regulated by Congress. To the extent 
plaintiff’s use was local or intrastate commerce, it nevertheless would burden and obstruct 
the interstate trademark use of defendant. 859 


Applicant, being the satisfied party in opposition proceeding wherein opposition was 
dismissed and opposer appealed, elected to have all further proceedings conducted as a civil 
action pursuant to 35 U.S.C. 146. Action was filed by opposer in District Court, District of 
Columbia. The applicant, a Wisconsin Corporation, was served in District of Columbia, and 
the Commissioner was also served. Motion to dismiss made by applicant and Commissioner 
was granted, since applicant was the only party in interest and was not amenable to service 
to District of Columbia. As expressly stated in section 146, the Commissioner is not a necessary 
party. Neither is he an adverse party for jurisdictional purpose, and jurisdiction may not be 
obtained by service upon him. 1205 


Under Section 43(a) of the Lanham Act, the court has jurisdiction of a cause of action 
alleging false advertising by defendant; it is not limited in its interpretation to necessitate a 
claim of defendant’s passing off. Plaintiff need only show that it would be likely to be 
damaged by such false advertising within the broad coverage of 39(a). Defendant’s motion 
to dismiss denied. 1363 


500.7 PLEADING AND PRACTICE 


Plaintiff’s motion to strike demand for jury trial sustained. Plaintiff’s complaint alleged 
trademark infringement and unfair competition and sought injunctive relief. The court found 
that actions for injunction were equitable in nature and unknown to the common law. Held 
the right of trial by jury does not extend to equity cases. 73 


Motion to dismiss for failure to state a claim on which relief could be granted denied. 
A complaint alleging in general terms past and continuing trademark infringement cannot 
be said to fail to show any case for relief. Rule 9(f) does not require specificity in pleading 
time and place. 331 


A complaint asking cancellation must be concerned with damage resulting from plaintiff’s 
right to protection of its own good will, and must be predicated upon allegations that there 
will be likelihood of confusion in the trade as a result of the use of plaintiff’s and defendant’s 
marks on their respective goods. A claim for cancellation without such allegations warrants 
dismissal. But since such allegations were intermingled elsewhere in the complaint, in view 
of the rule requiring liberal construction of pleadings, plaintiff was given leave to amend 
in lieu of dismissal. 332 


Plaintiff in declaratory judgment action pleaded existence of registrations sought to be 
canceled; court grants leave to amend complaint upon plaintiff’s showing that defendant 
owns other registrations, newly discovered by plaintiff, which plaintiff also seeks to cancel. 741 


In diversity cases, in view of Erie Railroad v. Tompkins, 304 U.S. 64, International News 
v. Associated Press, 248 U.S. 215 (9 TMR 15), is no longer controlling. And, when 
Congress has assumed control in a certain field and can choose to regulate a certain field in 
one way or another, the courts are cautious in protecting novel rights under the theory of 
unfair competition. Defendant was proper party together with corporation, since he owns 
controlling interest in the corporation, and has together with the corporation, publicly and pri- 
vately announced his intention to expand and operate a community antenna system. 1020 


Court relied on decisions of Virginia Supreme Court since the case involved common law 
rule of unfair competition and federal jurisdiction was based on diversity of citizenship. 1325 
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500.71 Complaint 


Intent to deceive the public is not a material element in allegation for trademark 
infringement, although it is necessary to prove intent in order to receive profits or damages 
under the Lanham Act where goods are substantially different. Lack of similarity of packaging 
strongly suggests no intent to infringe. 171 


Complaint does not state cause of action since there is no claim that defendant has 
purchased the perfume in question which it imports from plaintiff’s source in France. Defendant 
purchases the perfume from persons having no connection with plaintiff's supplier, except that 
such persons have previously purchased the perfume from said supplier. There is no allegation 
that these transactions in France violate plaintiff's exclusive contract with the manufacturer of 
said perfume; no misrepresentation to the public either as to the product or to the source 
from which it emanates; no showing of any act which contravenes any accepted commercial 
practice, and the basic question in such cases is whether the acts complained of are fair or 
unfair. 471 


Complaint alleging false designation of origin of defendant’s goods within Lanham Act 
Section 43(a), 15 U.S.C. 1125(a) by reason of imitation by defendant of plaintiff’s box as 
to coloring, design and placement of letters was dismissed on motion, court not having 
jurisdiction of the action since the term “origin” as it appears in said section is limited to 
geographic origin. 722 


Complaint sets forth alternative actions for breach of contract and/or trademark infringe- 
ment. Petitioner demanded a trial by jury on issues of fact arising from the question of 
whether or not there was a breach of contract; this is a purely legal question and in an 
action to collect on a debt for breach of contract, petitioner has right to trial by jury. An 
action for damages based on trademark infringement is no less a subject for a court of law. 
An action cannot be termed “purely equitable” just because the complaint is couched in terms 
of accounting rather than debt or damages. The basis of equitable relief is the inadequacy of 
the remedy at law. The court found that the remedy was not inadequate in this case. A jury 
under proper instruction can determine the amount of recovery. The legal claims for breach 
of contract must be determined before final equitable relief since the issues are common 
to both. 1009 


500.73 Motions 


Motion to reopen the trial for the purpose of taking depositions or for a new trial is 
denied where plaintiff furnished no additional facts which would change the decision of 
the court. 187 


Since plaintiff's case is purely equitable and defendant’s answer raises only equitable 
issues, plaintiff’s motion to strike the defendant’s demand for trial by jury is granted. 213 


The court granted plaintiffs’ motion for summary judgment. On the entire record before 
the court, there was no genuine issue of fact except as to the amount of damages. As to 
damages, the court denied plaintiffs’ motion for reference to a master for assessment of 
defendants’ profits because it was not apparent that if such accounting was required it would 
be sufficiently complicated. Plaintiffs granted leave to renew motion after time for appeal 
of summary judgment had passed (the court had previously granted plaintiffs’ prior motion 
for preliminary injunction). 628 


The question to be decided upon a motion for summary judgment is whether there is an 
issue of fact; in determining the question the burden is upon the moving party to establish 
the lack of such issue; while the opposing party will be given the benefits of all reasonable 
doubts in determining the question as well as the benefit of all favorable inferences which 
may be drawn from the evidence. Unfair competition is the last kind of action in which to 
invoke the remedy of summary judgment. 699 
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Action for unfair competition and trademark infringement stayed pending arbitration 
where agreement conveying trademark and trade name rights from defendant to plaintiff's 
predecessor in interest contained arbitration clause, there being no public policy against such 
arbitration. Trademark saucy sUSAN is sufficiently related to original contracts containing 
arbitration clause and conveying the trademark saucy SUE as to be the subject of arbitration 
thereunder. 710 


In action for declaratory judgment, motion for summary judgment granted to plaintiff, 
denied to defendant. 720 


Plaintiffs’ motion for injunction pendente lite was denied. Plaintiff has no absolute right 
to aid of equity in advance of trial where “there is no similation; no illegitimate competition.” 


849 


Complaint sets forth alternative actions for breach of contract and/or trademark infringe- 
ment. Petitioner demanded a trial by jury on issues of fact arising from the question of 
whether or not there was a breach of contract; this is a purely legal question and in an 
action to collect on a debt for breach of contract, petitioner has right to trial by jury. An 
action for damages based on trademark infringement is no less a subject for a court of law. 
An action cannot be termed “purely equitable” just because the complaint is couched in terms 
of accounting rather than debt or damages. The basis of equitable relief is the inadequacy of 
the remedy at law. The court found that the remedy was not inadequate in this case. A jury 
under proper instruction can determine the amount of recovery. The legal claims for breach 
of contract must be determined before final equitable relief since the issues are common 
to both. 1009 


The court will not grant preliminary injunction unless it can be persuaded that such 
drastic relief is necessary. 1116 


In the absence of showing irreparable injury, injunctive relief pendente lite will be denied 
since the granting thereof gives substantially all the relief which could be obtained after the 
trial. The same caution is exercised in granting a motion for summary judgment especially 
where there are close issues of fact. Caveat by the Securities and Exchange Commission 
requiring defendant to explain in circular offering stock for public sale that it was not connected 
with plaintiff corporation, in and of itself without further explanation, was not enough to 
indicate probability of confusion. 1128 


The court was justified in granting plaintiff’s motion for summary judgment as a matter 
of law since there was no genuine issue of fact raised by Faehndrich showing customers’ 
understanding of the word ROQUEFORT to be merely a blue-mold cheese made from sheep’s 
milk. Therefore, the use of the identical mark on substantially identical goods was enough 
to warrant the conclusion that confusion was likely. 1208 


500.74 Evidence 


Both plaintiff and defendant operated in same economic field and substantial confusion 
resulted in that both parties were involved in collecting small debts. Policy of courts of 
Michigan is to avoid such similarities. 192 


Factors considered by the court as bearing on likelihood of confusion included similarity 
of names, competition of products, opinions of persons experienced in the field, instances of 
actual confusion, and adoption of defendant’s mark not innocently, but willfully and deliberately 
to capitalize on plaintiff’s reputation. 608 


500.74a In General 


There was no evidence of confusion or loss of sales by plaintiff, and plaintiff’s own 
witness testified that defendants’ label was distinct and that there had been only two isolated 
instances of inquiries as to the existence or non-existence of any trade association between 
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the products; under the facts of the case, defendants are entitled to judgment, and plaintiff 
is denied the relief sought. 284 


Relief would be granted if plaintiff could establish either (1) palming off, (2) actual 
deception of purchasers and (3) a violation by defendant of plaintiff’s property rights. 405 


Plaintiff seeking order from court to reverse a decision of the Trademark Board must 
show error by clear and convincing evidence going beyond a mere preponderance. 439 


Sums spent on the advertising of a trademark can be evidence of its value. 463 


This was an action for trademark infringement and unfair competition by Humble Oil 
against Standard Oil (Kentucky) wherein defendant Standard Oil counterclaimed for the 
same thing. Under Rule 33 interrogatories were propounded by plaintiff, Humble Oil, and 
defendant objected to them claiming privilege under rule 26(b) where such information is 
excluded. The interrogatories of plaintiff sought the names and addresses of the members of 
the public who were confused by signs, symbols, trade names and colors of plaintiff’s service 
stations. The court ruled that plaintiff was entitled to such information concerning those 
members of the public who had not been located by Standard Oil’s attorneys or those employed 
by the attorneys while not otherwise employed by Standard Oil. Plaintiff was entitled to 
such information discovered by Standard Oil’s employees even though they were under the 
supervision of Standard’s attorneys preparing the suit. Plaintiff was not entitled to irrelevant 
information such as time, place, manner of conducting the interviews, date of interview, 
questions asked, names and addresses of interviewers and statements made by each interviewed. 

505 


Contributory infringement was not proved since it was not shown that defendant supplied 
dolls to its customers with knowledge that they would or could reasonably be expected to 
commit unfair competition since the advertisements in question do not represent the defendant’s 
doll as a product of plaintiff. 716 


Evidence of use of the trademark joy by others even if prior to plaintiff’s use on products 
which did not compete did not help defendant, but may limit the extent of plaintiff’s relief. 842 


A number of defendants’ witnesses testified that HoT sHOoPPE did not mean a chain of 
restaurants to them. Such testimony has some weight when no witnesses apart from plaintiff’s 
employees testified that it had secondary meaning. 1106 


Applicant introduced into evidence 63 third-party registrations of the word “joy” alone 
and in combination for a variety of goods. The court considered the evidence, but found it 
was not sufficient to negative likelihood of confusion and that opposer sustained its burden of 
proof overcoming the evidence of third-party registrations. Denial of application was affirmed. 
Two letters written to opposer by consumers showing actual confusion were admitted into 
evidence, but were found to have little evidentiary value since the total number of letters 
received, out of which the two showing actual confusion were selected, was not shown. 1222 


The evidence showed that plaintiff’s business and trade name were known to a substantial 
number of persons in the area; that expansion was probable into the area; and, that defendant 
deliberately and knowingly appropriated plaintiff's name and style of signs. Defendant was 
enjoined from future use of the name. 1325 


Plaintiff, distributor of specialty automotive products through specialty jobbers and 
body shops, asks for reversal of Trademark Trial and Appeal Board decision and for direction 
to Commissioner to register puRox for “liquid primer-sealer surface coating which may also 
be used as an additive for paints, enamels and lacquers.” Defendant, which sells paint to 
the general public through paint stores under the mark puRoN for paints and additives, opposed 
the registration and counterclaimed for an injunction against use of the mark by plaintiff. 
The court found that plaintiff did not sustain its burden of proof entitling it to registration 
of purox for “liquid primer-sealer surface coating which may be used as an additive for 
paints, enamels and lacquers,” but that it was entitled to the limited registration for a “liquid 
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composition for use as an additive, for automotive paints, enamels, and lacquers,” with the 
understanding that such registration would not prevent defendant from selling under its 
mark DURON or requesting an injunction, if in the future, plaintiff’s products were offered 
through channels, and by methods which are likely to cause confusion. Defendant did not 
sustain its burden of proof on the counterclaim for an injunction based on confusion. The 
court found that the goods did not move through the same trade channels, nor were they 
sold to the same class of purchasers, that DuROxX and puRON were both weak marks, there 
being many registrations with the same suggestive first syllable, and that confusion was 
unlikely. 1364 


500.74b Surveys Article: 363 


To show likelihood of confusion, plaintiff relied upon reaction tests. Court does not consider 
answers to be persuasive since ALKA-SELTZER is such a common name that it seems likely 
that any other name combining the word “Seltzer” would suggest ALKA-SELTZER to a substantial 
proportion of the population. Motion pictures of reaction tests are admissible if properly 
authenticated, but are no more persuasive than the tests themselves. 171 


The court held that statements presented by opposer of persons interviewed on a survey 
who were shown applicant’s valve and asked “Can you tell me who makes this valve” was 
difficult to evaluate because the persons interviewed were connected in one way or another 
with plant supervision, operation or maintenance. There was no showing that any of those 
intervewed were purchasers or prospective purchasers. Besides, there was no showing that 
answers were motivated by the appearance of the valve itself rather than the trademark 
appearing thereon. 334 

Opinions set forth in a survey do not constitute admissions by the party for whom the 
survey was conducted. 463 


Defendant filed interrogatories seeking detailed information about interviews taken by 
plaintiff among members of the public in the vicinity of Cincinnati to try to find instances of 
confusion. The plaintiff refused to answer some of the interrogatories claiming the information 
was protected as the “work product of an attorney.” After discussion of the Hickman case, 
the court found that the material to be produced or disclosed was not considered as a “work 
product.” Even if it was considered so, the court held that there was good cause to justify 
production and he ordered the plaintiff, plaintiff’s counsel or plaintiff's employees to furnish 
information regarding the manner of selection, times and places of interview questions asked, 
statements made, and things shown to the interviewees and prospective witnesses, as well as 
notes and records pertaining to such matters. Instructions and communications of counsel to 
its employees conducting the interviews were not required to be produced. 741 






































500.75 Declaratory Judgment Suits 





This was a suit for declaratory judgment as to ownership of a trademark and for 
injunction against an embargo on importation of trademarked products in the United States. 
Judgment for plaintiffs affirmed on appeal. Ownership of trademark in United States exists 
only as appurtenance to manufacturing or marketing business conducted in the United States 
on which the mark is used. Here the court held that under the facts the Alien Property 
Custodian did not seize any assets, has made no attempt to market the goods or to interfere 
with the firm’s business. Therefore, the seizures related to a trademark in gross and the 
Custodian acquired no rights of property in the trademark which would entitle him to exclude 










his use by others. 73 
In action for declaratory judgment, motion for summary judgment granted to plaintiff, 
denied to defendant. 720 






Plaintiff in declaratory judgment action pleaded existence of registrations sought to be 
canceled; court grants leave to amend complaint upon plaintiff’s showing that defendant 
owns other registrations, newly discovered by plaintiff, which plaintiff also seeks to cancel. 741 
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Broadcasting stations have no property rights in their broadcasts apart from the protection 
given to the content by statutory of common law copyright. A community antenna service 
which picks up plaintiff's broadcasts and disseminates them in its area, does not fall within 
statutory requirements of consent or payment for such service as does a rebroadcast. Just 
as individuals with receiving sets can pick up the broadcasts without infringing plaintiff's 
rights, so can an antenna service provide essentially the same situation. There is no inter- 
ference in plaintiff’s profit and no misrepresentation by defendant’s as to the source of the 
broadcasts, and the fact that plaintiff receives payment for rebroadcast rights from other 
stations in the area is not enough on which to base a claim of unfair competition. The test 
for determining unfair competition is whether the service realizes a profit which rightfully 
belongs to plaintiff so as to make it misappropriation. Motions of plaintiff for summary 
judgment denied. Motion of defendant to dismiss the action for not stating a claim against 
him also denied. 1020 


500.76 Defenses 


Although the six year statute of limitations clearly bars any claim for overpayments, 
since the defendant’s claim of overpayment, under a royalty agreement, arose “out of some 
feature of the transaction upon which plaintiff’s action is grounded,” it may be set up by way 
of equitable recoupment. 313 


500.76a In General 


Defendant induced plaintiff to leave employer and use employer’s trade secrets in partnership 
with defendant. Partnership was dissolved pursuant to an agreement whereby plaintiff revealed 
trade secrets to defendant and sold his interest in partnership to defendant. Plaintiff brought 
this action when defendant failed to make payments on his promissory note. Defendant 
counterclaims. Court dismissed both complaint and counterclaim on the basis that the disclosure 
of secrets was unlawful and against public policy. While certain parts of plaintiff's obligations 
under the contract were legal, standing alone those parts were inextricably intertwined with 
illegal agreement to disclose the trade secrets, and for that reason the entire consideration for 
the note is illegal and void. 72 


Proof of fraud or deliberate deception, even at common law was not necessary to establish 
unfair competition. Substantial similarity leading to confusion is deemed unfair where it 
exploits to plaintiff’s damage value of name created by plaintiff. 192 


In holding plaintiff's TRAMPOLINE to be generic and therefore invalid as trademark, 
court examines evidence spanning time before plaintiff’s use to time of trial. Test is, what 
is in the mind of the consuming public when it hears the term in dispute; does it identify a 
product or a producer? 288 


Before abandonment of a trademark takes place, there must be both nonuse and an 
intent to abandon. By filing the instant action, Tray Bon has evidenced an intent to protect 
its rights to the trademark. 425 


Where defendant, a coat manufacturer, purchases cloth on the secondary market falsely 
alleged to be plaintiff’s trademarked cloth and attaches counterfeit labels bearing plaintiff's 
mark to coats made from such cloth, it is no defense that the cloth was represented as being 
that of plaintiff and at worst such misrepresentation was only being passed on; plaintiff’s 
knowledge of the existence of a secondary market does not militate against plaintiff’s enforce- 
ment of its exclusive rights in its trademark since it has no control over the resale of the 
cloth; this lack of control cannot be used as basis for argument that mark has been abandoned 
or that its misuse is tolerated; plaintiff is under no duty to trademark its goods, and if 
defendant chooses to affix plaintiff’s mark to unmarked goods, defendant does so at his peril; 
fraudulent intent is not an element of infringement. 834 
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500.76b Estoppel 


Defendant was not estopped to deny confusing similarity by virtue of having previously 
acquiesced in a consent judgment in favor of the plaintiff in an action brought by it for 
infringement of the same mark against another corporation in which the defendant held 
one-quarter of the stock. 416 


Facts might estop plaintiff, national user of mark, from preventing defendant’s continued 
use of same mark in metropolitan New York; but interest of public in avoiding confusion, 
even in limited area, and absence of equities in defendant’s favor support issuance of 
unqualified injunction. 590 


500.76c Laches and Acquiescence 


1958 infringement action was not barred by laches when plaintiff had notified defendant 
on learning of infringement in 1951, had been misled by defendants’ false claim of establishment 
in 1899, and had had no means of establishing the falsity until after October 1957. Plaintiff 
did not acquiesce in defendants’ use of the name, and brought action within a reasonable time 
after the means of establishing the falsity became available. 298 


The facts do not warrant the application of the affirmative defenses of laches and 
acquiescence. Plaintiffs brought suit within one year after negotiations for a settlement failed 
and plaintiffs gave no indication that they consented or acquiesced in defendant’s use of 
FLAV-AROMA, nor was defendant prejudiced by any of plaintiffs’ actions. 424 


The court found that plaintiff knew of defendants’ use of CRANE since 1954, but made no 
objection until 1958, during which time plaintiff's local manager encouraged defendants to 
use the name CRANE to sell plaintiff’s products and held plaintiff guilty of laches. 815 


Plaintiff should not be granted relief where it had full knowledge of defendant’s use 
of mark for thirty to thirty-five years and did not object to such use. 818 


Plaintiff caused a letter to be written to former owner of the HoT SHOPPE in 1948 objecting 
to the use of the name. The present owner-defendants never saw or heard of the letter. No 
further action was taken by plaintiff until suit was filed in 1957 and after defendants had 
expanded the restaurant. Plaintiff lost any rights against defendants by such laches. Although 
laches is no bar where unfair competition exists, there was no evidence of unfair competition 
in this case. 1106 


Opposer was not guilty of laches by reason of the fact that opposer allowed applicant to 
use the word CARJOY in conjunction with its trade name on condition that such use would 
prevent confusion. Opposer did not foreclose future objections to such use if actual confusion 
did arise. 1222 


Plaintiff is not entitled to accounting for profits prior to institution of suit, since it made 
no attempt to enjoin defendant before institution of suit even though plaintiff had knowledge 
of defendant’s use for about 5 years before bringing suit. 1325 


500.77 Findings of Fact 


The determination of whether two trade names are confusingly similar is a question of 
fact, and the finding of the trial court must be upheld unless clearly erroneous. 280 


Findings of trial court must be sustained unless after viewing all the evidence most 
favorable to the prevailing party, such findings are contrary to the evidence as a whole. 
One who attempts to capitalize on a famous name in the field, especially one of relief of 
human sufferings, should be enjoined. 1340 


500.78 Conclusions of Law 


The question before the court is whether on the basis of pleadings and affidavits submitted, 
the judges below clearly abused their discretion. While plaintiffs may show some confusion 
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in the public mind as to sponsorship or origin of the goods at a full trial, there is nothing 
in the record to indicate that the factual finding that the public was not deceived as to origin 
or sponsorship of the garments, was clearly erroneous. Although the granting or denial of 
a preliminary injunction is within the discretion of the court to which it is addressed, where 
it is plain that the disposition was in substantial measure a result of the lower court’s view 
of the law, which is inextricably bound up in the controversy, the appellate court can, and 
should review such conclusions. 151 


500.79 Rules 


This was an action for trademark infringement and unfair competition by Humble Oil 
against Standard Oil (Kentucky) wherein defendant Standard Oil counterclaimed for the 
same thing. Under Rule 33 interrogatories were propounded by plaintiff, Humble Oil, and 
defendant objected to them claiming privilege under rule 26(b) where such information is 
excluded. The interrogatories of plaintiff sought the names and addresses of the members 
of the public who were confused by signs, symbols, trade names and colors of plaintiff’s 
service stations. The court ruled that plaintiff was entitled to such information concerning 
those members of the public who had not been located by Standard Oil’s attorneys or those 
employed by the attorneys while not otherwise employed by Standard Oil. Plaintiff was 
entitled to such information discovered by Standard Oil’s employees even though they were 
under the supervision of Standard’s attorneys preparing the suit. Plaintiff was not entitled 
to irrelevant information such as time, place, manner of conducting the interview, date of 
interview, questions asked, names and addresses of interviewers and statements made by each 
interviewed. 505 


500.8 Conriict or Laws 


When neither District Court nor parties raised question as to whether federal or state 
law should be applied or have asserted the law of one state as against another, the Court 
of Appeals is warranted in relying upon indeterminate general law. 405 


Where federal court jurisdiction is based on diversity of citizenship of the parties, the 
issues must be determined by the laws of the states in which the acts complained of occurred. 
699 


In diversity cases, in view of Erie Railroad v. Tompkins, 304 U.S. 64, International News 
v. Associated Press, 248 U.S. 215 (9 TMR 15), is no longer controlling. And, when Congress 
has assumed control in a certain field and can choose to regulate a certain field in one way 
or another, the courts are cautious in protecting novel rights under the theory of unfair 
competition. 1020 


500.9 APPELLATE PROCEDURE 


The question before the court is whether on the basis of pleadings and affidavits submitted, 
the judges below clearly abused their discretion. While plaintiffs may show some confusion 
in the public mind as to sponsorship or origin of the goods at a full trial, there is nothing 
in the record to indicate that the factual finding that the public was not deceived as to 
origin or sponsorship of the garments, was clearly erroneous. Although the granting or 
denial of a preliminary injunction is within the discretion of the court to which it is addressed, 
where it is plain that the disposition was in substantial measure a result of the lower court’s 
view of the law, which is inextricably bound up in the controversy, the appellate court can, 
and should review such conclusions. 151 


600. CONFUSING SIMILARITY (Also see Patent Office Section 400) 
600.1 In GENERAL 


It is not necessary to show actual confusion as a prerequisite to obtaining injunctive relief; 
the probability of confusion is sufficient. 47 
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The court found that defendants infringed plaintiffs’ registered trademark and trade name 
PLASTIC-PERSONALITIES by including with their products an instruction sheet bearing the name 
and imitated plaintiffs’ product by manufacturing and distributing an almost exact replica 
thereof; and held defendants’ act not only was likely to, but actually did, confuse the purchas- 
ing public as to the source and origin of defendants’ product. 182 


Judgment for defendant. The court held defendant’s use of OLD SMOKE HOUSE BRAND 
was not likely to cause confusion and did not infringe plaintiff’s use of THE OLD SMOKE HOUSE 
in connection with meat products. 628 


On appeal from Superior Court, Los Angeles County, judgment for plaintiff affirmed. 
The court found plaintiff and its predecessors had become well-known in the photographic 
business in Los Angeles as INDUSTRIAL PHOTO SERVICE and also as HAL COOPS INDUSTRIAL PHOTO 
SERVICE and INDUSTRIAL PHOTO. Defendant adopted the name KELLY’S INDUSTRIAL PHOTO 
SERVICES, INC. although aware of the existence of plaintiff. There was evidence of defendant’s 
advertising and other actions which tended to “tie in” his business with plaintiff’s. The court 
held that an injunction against the use of a similar or identical name to a trade name that has 
become identified in the mind of the public can be granted when the use of the second name 
tends to create confusion. This identification need not extend to the entire public but only 
to a reasonable or substantial portion of the purchasing public who are likely to use plaintiff’s 
services. The mere similarity of the name itself was sufficient evidence that the public was 
likely to be confused. 695 


The court held that the evidence was sufficient to establish likelihood of confusion by 
use of defendant of the phrase INDUSTRIAL PHOTO SERVICE INC. The purpose of defendant’s 
adopting a name practically identical to plaintiff’s name INDUSTRIAL PHOTO SERVICE was found 
to have created the confusion. It was not necessary that defendant’s use was for the purpose 
of deception. However, the presence of deception was evidence that plaintiff’s trade name 
had acquired a secondary meaning and in cases of deliberate deception plaintiff’s burden of 
otherwise proving public identification of his business is somewhat lessened. Defendant’s 
prefixing the proper name KELLY’s to INDUSTRIAL PHOTO SERVICES, INC. was not sufficient 
antidote to the identity otherwise existing between defendant’s and plaintiff’s name. 695 


It is not necessary to show that any person has been deceived in order to make out a 
case of unfair competition. It is sufficient to show that such deception will be the natural and 
probable result of his acts. 699 


This case involved a charge by plaintiff of trademark infringement and unfair competition. 
Plaintiff sold carrots in polyethylene bags configured with simulated carrot tops and mesh 
with his trademark pEcoTo in prominent lettering; defendant began using polyethylene bags 
similar to plaintiff’s before plaintiff’s use with his mark LATHROP BEAUTY in large lettering 
above the profile of a woman’s head. The printed matter was completely dissimilar. After 
considering the package as a whole, the court found no confusing similarity likely to mislead 
an ordinary purchaser exercising reasonable care. Not only were the designations on the 
bags different, but it was shown that polyethylene bags were in common use and that 
configurations consisting of simulated mesh and carrot tops were not novelties introduced by 
plaintiff. The court points out that confusion resulting only from adding a feature not 
originating with plaintiff but used commonly cannot result in trademark infringement. 1143 


Secondary meaning exists in a competitive area, if in fact a substantial number of present 
or prospective customers understand the name of a business to refer to a particular business. 
Even though plaintiff had no retail store in the area, the business was well-known to a 
substantial number, anyone of whom might be a prospective customer aware of plaintiff's 
reputation in view of the easy means of travel to places where plaintiff had actual business 
operations. An established trade name is entitled to protection in areas where the business 
may reasonably expect to expand, and where persons in the area are likely to be confused. 
In determining whether or not the trademark is entitled to extra territorial protection, good 
faith on the part of the second user is an important factor. 1325 
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600.2 CoNFUSINGLY SIMILAR MarKS 


(This section is arranged alphabetically by Trademarks as far as possible. Also see Not 
Confusingly Similar Marks pages 135 to 137 and Word List pages 37 to 46.) 



























The mark FULLER (even with the words “Brush Co.” added) for vitamin containers was 
held confusingly similar to FULLER’s for vitamins. 828 


Plaintiff, proving secondary meaning in GENERAL ADJUSTMENT (General Adjustment 
Bureau, Inc.) successfully enjoins defendant’s knowing use of GENERAL ADJUSTMENT SERVICE 
in directly competitive field. 330 


Where mark jacx’s was used by plaintiff in Florida on cakes, cookies, crackers, pies 
and similar or related food products, and by defendant in Florida on cheese twists, cheese 
crackers, corn chips, popcorn and bacon rinds; and both parties used it as a technical trademark 
rather than a personal name; and the mark had become distinctive and acquired a strong 
secondary meaning as indicating plaintiff’s products, defendant’s use violated plaintiff’s trademark 
rights and was unfair competition under Florida law. 334 


SIMMONDS is indistinguishable when spoken from simmons and its use by defendants has 
caused, was intended to cause, and is likely to cause confusion among the purchasing public. 298 
SUPREME (Plaintiff) for vodka, brandy, martini and manhattan mixes. 

SUPREME (Defendant) for gin; BOURBON SUPREME for whiskey. 

Plaintiff enjoined from infringing defendants prior trademark rights in SUPREME and 
BOURBON SUPREME by use of SUPREME on any distilled alcoholic beverages. 187 

Where vat 69 was valid common law and registered trademark for plaintiff’s Scotch 
whisky, and where the word vat had acquired a secondary meaning for said product of 
plaintiff, defendant’s use of scotTy’s OLDE vaT for a Scotch whisky infringed plaintiff’s common 
law and registered trademark vat 69 and its common law trademark var. 435 
woLFies (Plaintiff) for a restaurant in Miami Beach, Florida. 
wo.ries (Defendant) for a restaurant in Brooklyn, New York. 


Injunction of defendant’s use of name affirmed. Defendant intentionally was seeking to 
trade on plaintiff's reputation and name. 145 




















600.3 Not ConFusINGLyY SIMILAR MarKs 





(This section is arranged alphabetically by Trademarks as far as possible. Also see 


Confusingly Similar Marks page 135 and Word List pages 37 to 46.) 


BLACK & WHITE in association with Scottie dogs (Plaintiffs) for Scotch whisky. 
BLACK & WHITE (Defendants) for beer. 

By refraining from use of the dogs, defendants avoid infringing the plaintiff’s combination 
mark. Because there is no real competition between the products, there is unlikely to be 
confusion in the mind of a buyer. The labels, which are distinct, would not tend to deceive 
an ordinary buyer or confuse him. 284 


The mark cELAcLoup for mattress stuffing is not confusingly similar to trademarks for 
mattresses using or playing upon the word cLoup such as SILVER CLOUD, FLEECY CLOUD, CLOUD-0- 
PEDIC, in view of the suggestiveness of comfort and softness of the word cLoup when applied 
to mattresses and bedding, and the lack of similarity in any of the other components of the 
marks. 439 


Plaintiff, distributor of specialty automotive products through specialty jobbers and 
body shops, asks for reversal of Trademark Trial and Appeal Board decision and for direction 
to Commissioner to register purox for “liquid primer-sealer surface coating which may also 
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be used as an additive for paints, enamels and lacquers.” Defendant, which sells paint to the 
general public through paint stores under the mark puRoN ior paints and additives, opposed 
the registration and counterclaimed for an injunction against use of the mark by plaintiff. 
The court found that plaintiff did not sustain its burden of proof entitling it to registration 
of purox for “liquid primer-sealer surface coating which may be used as an additive for 
paints, enamels and lacquers,” but that it was entitled to the limited registration for a “liquid 
composition for use as an additive, for automotive paints, enamels, and lacquers,” with the 
understanding that such registration would not prevent defendant from selling under its 
mark DURON or requesting an injunction, if in the future, plaintiff’s products were offered 
through channels, and by methods which are likely to cause confusion. Defendant did not 
sustain its burden of proof on the counterclaim for an injunction based on confusion. The 
court found that the goods did not move through the same trade channels, nor were they 
sold to the same class of purchasers, that puROxX and pDURON were both weak marks, there 
being many registrations with the same suggestive first syllable, and that confusion was 
unlikely. 1364 


Plaintiff did not own “family” of trademarks characterized by suffixes ETTE, ETTES and ET 
for macaroni products. Marks using the suffix etres for such products are not confusingly 
similar in view of its familiarity and meaningfulness and in view of marked differences in 
the prefixes of such marks. 416 


A declaratory judgment action for right to use name JOHN P. DANT on whiskey in view of 
use of J. W. DANT on whiskey since 1836. Judgment for plaintiff affirmed. The trademark 
JOHN P. DANT was held not confusingly similar to the trademark jy. w. DANT. The lower court 
held that forty years laches indicated that defendant did not regard the competition as sufficient 
to justify litigation, or that it believed each party had the right to use the name. 627 


Plaintiff's use of the trademark yoy for 30 years coupled with continuous advertising 
established secondary meaning at least to products in direct competition. But, the court 
found that the word “joy” in defendant’s mark Joy OF BATHING for a cosmetic bath product, 
was used in its primary sense and did not infringe plaintiff's mark. The court considered 
the total effect of defendant’s product. In determining likelihood of confusion the court 
considers the similarity of appearance and degree of care, exercised by the purchaser. 842 


MEADOW GOLD and MEADOW SWEET, both applied to dairy products would not be confused 
in the mind of an ordinary purchaser, exercising due care; except for use of the word 
MEADOW they are not phonetically alike, the impact on eye and ear is not similar, nor is 
connotation similar. 280 


Defendant’s use of MILK-0-SELTZER on a product used for relief of headaches and upset 
stomach is not confusingly similar to ALKA-SELTZER. Whether a customer using degree of 
care which a reasonable man would use in purchasing goods of this description would buy 
MILK-O-SELTZER thinking that this was a product made or endorsed by Miles Laboratories is 
essentially a question of fact to be decided not by experts but by the court. 170 


MISS BABETTE does not infringe BARBIE; the marks not being so similar as to deceive an 
ordinarily prudent purchaser. 716 


SUPREME ( Plaintiff) for wine. 
SUPREME (Defendant) for gin; BOURBON SUPREME for whiskey. 


Since the parties have agreed that in this case wines and distilled liquors are not com- 
petitive and no evidence was presented of any actual confusion of purchasers, plaintiff would 
not be enjoined from using SUPREME on wine even though defendant had prior rights to 
SUPREME for distilled alcoholic beverages. 187 


The appeal from the Trademark Board dismissing petition for cancellation was affirmed. 
TINTz for hair coloring preparations is the phonetic spelling for tints, a common ordinary 
English word. It is not entitled to the same protection as an arbitrary word since it merely 
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describes the function of the product. There is no likelihood of confusion between TINTz for 
hair shampoo, rinse and coloring, and TINT ’N seET for hair treating compound. Eleven 
third-party registrations involving the word “tint” as part of the trademark were considered 
in determining that the mark was descriptive and not likely to identify the source even though 
appellant spent large sums in advertising. There was some evidence of actual confusion, but 
not sufficient to give appellant exclusive use of the mark. 508 


Plaintiff’s registered mark topp-cota for “cola flavored soft drink” is not likely to be 
confused by purchasers with COCA-COLA. 720 


600.4 Crass or Goops 


Plaintiff is the owner of a supplementary registration for pri-Fr1 for vegetable fat for 
edible purposes sold in large quantities in drums to food manufacturers but not to grocery 
stores. Defendant used the words pry Fry in labeling and advertising of its pan releasant sold 
in aerosol containers and used by housewives to spray frying pans so that food may be fried 
without fat. The District Court held that plaintiff’s mark pri-FrRI was descriptive of the 
quality or characteristic of the product, that it had not acquired secondary meaning and 
therefore could not be appropriated by plaintiff as a trademark to the exclusion of others. 
The action was dismissed, and on appeal the decision was affirmed. There was some evidence 
of actual customer confusion but the court found that it was not adequate to hold that the 
findings of the District Court were clearly erroneous. 504 


Defendant’s use of the name POLARAID, INC. Or POLARAID in its business of designing and 
installing refrigerating and heating systems is not likely to cause confusion with plaintiff's 
mark poLaroip for optical, photographic and light polarization products. The court found 
that the defendant did not use the name with intent to trade upon plaintiff’s good will, that 
there was an absence of competition and confusion, and that consequently, there was no action 
for trademark infringement or unfair competition. In regard to antidilution Statute of Illinois, 
Section 15 of Trademark Act of 1955, the court said that it did not apply in this case, because 
the alleged infringing use had been initiated prior to the effective date of the Statute. The 
Statute expressly says that vested legal rights acquired prior to the effective date of the 
Statute are insulated from it. The defendant here, had vested legal rights in POLARAID, INC. 
and POLARAID prior to the Statute. Action dismissed. 1363 


700. EFFECT OF REGISTRATION 
700.1 IN GENERAL 


The fact that a registered trademark may be valid does not preclude a court’s consideration 
of any inherent weakness in a mark and where descriptive words are used in the trademark, 
the assumption of validity can be easily overcome. 276 


Registration neither creates a trademark nor is essential to its validity. The basic factor 
is identification of source in the public mind. If such identification exists, the absence of 
registration does not diminish the common-law rights to protection. 608 


Registration of a descriptive mark is permitted if the applicant can show that a mark has 
been distinctly associated with his product exclusively and continuously for 5 years. Registration 
of the mark under §1052(f) of the act might support the contention that such registration is 
presumptive evidence of secondary meaning, but only if the registrant claims the benefit of 
§1052(f). Registration under the Lanham Act is prima facie evidence of compliance with 
requirements of registration. But if plaintiff was not required to show compliance with 
§1052(f), plaintiff cannot claim the presumption of secondary meaning. 842 


700.2 PRINCIPAL REGISTER 


The acceptance by the Commissioner of Patents of defendant’s registrations constitutes 
administrative decisions carrying a strong presumption that this trademark is valid and 
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registrable by reason of having acquired a secondary meaning and defendant is entitled to be 
protected from infringement by plaintiff’s use of American Oil Company. 860 


700.21 Constructive Notice 


Since plaintiffs’ registrations of FINA for petroleum products were published for opposition 
purposes in the Patent Office Official Gazette prior to defendants’ first use and adoption of 
FINA for similar products, defendants had constructive notice of plaintiffs’ claim of ownership. 
Defendants used mark in interstate and foreign commerce since substantial quantities of 
trademarked gasoline and oil purchased at defendants’ New York service stations cross 
Canadian, New York and Pennsylvania borders in defendants’ customers’ cars. Also, oil sold 
at such stations is purchased from Pennsylvania company which delivers it in trademarked cans 
that are shipped across Pennsylvania-New York line. Plaintiffs are entitled to a preliminary 
injunction since court found that defendants’ concurrent use of identical mark on service 
stations in New York was in same competitive area as Canada and had caused confusion and 
deception of purchasers. Under balance of convenience rule defendants could change without 
hardship, but continued use of name would irreparably injure plaintiffs. 72 


Effect of Principal Register registration of functional feature of goods is recognition of 
ownership and exclusive right to use; latter consideration implies right to exclude others from 
use of functional feature, which right, if lacking, negatives lawfulness of claim to ownership. 488 


Defendant’s registrations in 1953 of AMERICAN constitute from that time on constructive 
notice to plaintiff of defendant’s claim of ownership and plaintiff’s subsequent use constituted 
an infringement. Similarly with the passage of the Trademark Act of 1946 defendant’s prior 
registration of amMoco under the Trademark Act of 1905 became constructive notice to 
plaintiff. 860 


Registration on the Principal Register under the Lanham Act is constructive notice of 
ownership of the mark, but if use of the same mark by another was prior to such registration, 
concurrent use may be lawful if that mark was adopted without knowledge of registrants’ 
prior use and has been used continually by that party or those in privity with him from 
a date prior to the publication of the registered mark. Concurrent use is limited to the area 
wherein the mark was in use prior and continuously. Registration of the trademark HoT 
SHOPPE under the Carolina Statute was effective to reserve HOT SHOPPES as a trademark, but 
was ineffective to serve as constructive notice of the trade name HoT sHopPPES. State regis- 
tration does not warrant a presumption of ownership or validity of registered marks. State 
registration affirms common law, but does not enlarge it without actual use of the mark within 
the state. 1105 


700.23 Incontestability 


Section 1065, Title 15, U.S.C., was intended to protect a registrant from having its mark 
canceled by a prior user claiming superior rights; incontestability in no wise broadens the 
owner’s rights, for it is a defensive and not an offensive weapon. 276 


Assignee of registered mark misrepresents source of goods sold under mark; registration 
is cancelable at any time. 590 


By reason of affidavits filed by defendant pursuant to Sections 8 and 15 of the Trademark 
Act of 1946, defendant’s registrations of the trademark AMERICAN have become incontestable 
(except on grounds non-existent here) and afford defendant a conclusive presumption of the 
exclusive right to use said registered trademarks. 860 


Opposer had been using its registered mark, an orange band around its seamless pipe, 
for 30 years before applicant filed for registration of an orange band around its fence posts. 
Applicant attempted to attack opposer’s registration claiming that opposer used a single 
double and triple orange band on its pipe and that the mark constituted a grade mark rather 
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than a trademark. The Board said that opposer’s incontestable registration was entitled to all 
presumptions afforded thereby, and that the mark cannot be collaterally attacked on the 
ground that it is a grade mark rather than a trademark. The marks of the parties were the 
same; the goods of the parties, seamless pipe and steel studded “T” fences, are not very 
different and might well be expected to emanate from a single producer. Opposition sustained ; 
registration refused. 868 


700.3 IMPORTATIONS Article: 556 


750. OWNERSHIP OF TRADEMARK RIGHTS 
750.1 IN GENERAL 


This was a suit for declaratory judgment as to ownership of a trademark and for 
injunction against an embargo on importation of trademarked products in the United States. 
Judgment for plaintiffs affirmed on appeal. Ownership of trademark in United States exists 
only as appurtenance to manufacturing or marketing business conducted in the United States 
on which the mark is used. Here the court held that under the facts the Alien Property 
Custodian did not seize any assets, has made no attempt to market the goods or to interfere 
with the firm’s business. Therefore, the seizures related to a trademark in gross and the 
Custodian acquired no rights of property in the trademark which would entitle him to 
exclude his use by others. 73 


Extensive advertising of slogan prior to technical trademark usage (by applicant’s related 
company licensees) resulted in acquisition by applicant of valuable and protectible property 
right in slogan which constituted basis for license program. 322 


Effect of Principal Register registration of functional feature of goods is recognition of 
ownership and exclusive right to use; latter consideration implies right to exclude others 
from use of functional feature, which right, if lacking, negatives Jawfulness of claim to 
ownership. 488 


Trademarks enable one to determine the existence of common source; but not everything 
that enables one to determine source is a trademark. A trademark distinguishes one man’s 
goods from the goods of others; but not everything that enables goods to be so distinguished 
will be protected as a trademark. Some trademarks are words or configurations which are 
protected because they have acquired a “secondary meaning” ; but not every word or configuration 
that has a de facto “secondary meaning” is protected as a trademark. A feature dictated 
solely by “functional” (utilitarian) considerations may not be protected as a trademark; but 
mere possession of a function (utility) is not sufficient reason to deny protection. 488 


Spiral marking on glass fishing rod which results from process of manufacture, whether 
patented or not, cannot be monopolized as trademark for which reason it is not registrable; 
present or future public right to utilize process is paramount and overrides present distinctive- 
ness of alleged mark. 501 


This case was an appeal from an order dismissing the complaint for damages under 
Section 4 of the Clayton Act. Appellant copyrighted the name of his newspaper COMMUNITY 
HERALD but the name was found to be common and descriptive and therefore the copyright 
was found to be invalid. Prior to instituting this action he had ceased publishing the newspaper 
for eight years and was attempting to print it again when as alleged he found that he was 
prevented from doing so by the monopoly of defendant and he sought treble damages. The 
court affirmed the dismissal of the complaint since there was no present injury to “business 
or property,” and anticipated business will not do. In discussing plaintiff’s right the court 
said that the name COMMUNITY HERALD did not qualify as a trademark since it was not unique 
and original. Neither did it qualify for protection as a trade name under unfair competition 
since there was no established business to which the name was appurtenant or any present 
economic interest to be protected. 504 
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The court found that the words Hot sHOPPE had been used continuously by defendants 
or those in privity with them from a date prior to the publication of plaintiff’s registration 
under the Lanham Act, even though the defendants acquired the business from a previous 
owner after it had been shut down for one week as a result of former owner’s bankruptcy. 
Although it is necessary to have a going business to which the name HOT SHOPPE is attached 
in order to transfer the good will of a business, this break in the chain was not sufficient to 
prevent defendants from being in privity with former owner. 1105 


750.2 ABANDONMENT 


Since mark has been in continuous use, question of user by individual registrant or by 
partnership (of which individual is partner) is of no concern to petitioner for cancellation on 
ground of abandonment. 335 


It is not abandonment of registered mark to use it on goods of a type different from those 
described in registration. 335 


Quality control is an essential to preservation of trademark rights even where the licensee 
is an affiliated company of the licensor and so controlled by it as to be a related company 
within the meaning of the Lanham Act. 439 


Court reluctantly approves bare sale of bankrupt’s trademarks and good will apart from 
business, but questions assignee as to its subsequent fair use and nonuse of marks. 590 


Assignee who intends to and does limit use of acquired mark to local retail business 
abandons mark in national market; assignee may not resume national use of mark in view 
of rights of intervening user in national market. 590 


Sale of trademark to assignee who intends to and does use mark in different kind of 
business is invalid as being a transfer in gross. 590 


By acquisition of stock of assignor, assignee corporation acquires trademark subject to 
prior impediments ; assignee’s subsequent use does not cure prior abandonment by assignor. 590 


There was no intention to abandon trade name found in the instant case merely because 
the corporate name was changed. An informal license of a trade name is valid where 
licensor is closely associated with licensee’s firm, is in a position to judge quality of work, 
exert control and retains right to terminate license at will. 838 


The issue of abandonment must be based on fact not mere surmise. 1031 


Application to register TOM THUMB for frozen foods was opposed by two related companies 
which asserted prior use on vegetables and frozen vegetables. Priority was clear, but sole 
evidence of opposer’s use after January 1958 came from single witness whose testimony 
was at variance with facts he had given in an affidavit in an earlier, unrelated proceeding 
involving TOM THUMB. Held, under circumstances there was not sufficient proof that opposers 
had existing rights in Tom THUMB. Opposition dismissed. 1242 


Subjective intent not to abandon is not enough to avoid abandonment where the facts 
are sufficient for an inference of abandonment. Since the mark had been abandoned by plain- 
tiff’s predecessor, there was no right, title or interest which could be legally transferred to 
plaintiff. 1334 


750.3 ASSIGNMENT 


Court reluctantly approves bare sale of bankrupt’s trademarks and good will apart from 
business, but questions assignee as to its subsequent fair use and nonuse of marks. 590 


Assignee who intends to and does limit use of acquired mark to local retail business 
abandons mark in national market; assignee may not resume national use of mark in view 
of rights of intervening user in national market. 590 
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Application to register an illustration of an eight ball for candy by applicant who established 
use at least as early as April, 1947, was opposed. Opposer alleged prior and continuous use 
by it and its predecessors of an illustration of an eight ball both singly and in association 
with the word BALLs for the identical goods. Opposer relied upon an instrument entitled 
“Assignment of Trade Name” made and entered into on May 8, 1957 by and between Oliver- 
Finnie Company and opposer. Since said instrument, however, represented nothing more than 
a quit claim by Oliver-Finnie Company in the mark EIGHT BALLS or 8 BALLS opposer could 
not, on the basis of that instrument, rely upon any use made by Oliver-Finnie Company of 
the illustration of an eight ball or the term 8 BALL as a mark for candy. In addition, opposer 
could not take advantage of the use of another alleged predecessor, Thomas & Dunn, Inc., 
which may have been a licensee of Oliver-Finnie Company since the latter did not exercise 
any control over the nature or quality of the goods produced by Thomas & Dunn, Inc. 
Applicant, therefore, was first to use its trademark, and since opposer could not be damaged 
by the registration, opposition was dismissed. 743 


A trade name may be assigned with the good will and business where the right to use it 
is not merely personal. 838 


A trademark can only be transferred with the business or part of the business connected 
with the use of the mark. Plaintiff’s predecessor was not engaged in the ring making 
business at the time of the assignment, therefore the purported assignment of the mark BARODA 
for rings was in gross and void. 1334 


750.4 LIcENSES 


The contract makes no provision for the return of the trademark to plaintiffs upon the 
abandonment of the formulas and process licensed, and, absent a contractual provision, a 
licensee who manufactures an article pursuant to a licensing arrangement and sells it under 
a trade name has an exclusive right in that trade name. 313 


Extensive advertising of slogan prior to technical trademark usage (by applicant’s related 
company licensees) resulted in acquisition by applicant of valuable and protectible property 
right in slogan which constituted basis for license program. 322 


The right to protect one’s trademark or a secondary meaning name is not dependent upon 
the owner himself manufacturing or selling the product so marked. An agreement permitting 
controlled use of its trademark and trade name does not deprive plaintiff of its right to 
protection against unfair competition and trademark infringement. 608 


Application to register an illustration of an eight ball for candy by applicant who established 
use at least as early as April, 1947, was opposed. Opposer alleged prior and continuous use 
by it and its predecessors of an illustration of an eight ball both singly and in association 
with the word BALLs for the identical goods. Opposer relied upon an instrument entitled 
“Assignment of Trade Name” made and entered into on May 8, 1957 by and between Oliver- 
Finnie Company and opposer. Since said instrument, however, represented nothitig more than 
a quit claim by Oliver-Finnie Company in the mark EIGHT BALLS or 8 BALLS opposer could 
not, on the basis of that instrument, rely upon any use made by Oliver-Finnie Company of 
the illustration of an eight ball or the term 8 BALL as a mark for candy. In addition, opposer 
could not take advantage of the use of another alleged predecessor, Thomas & Dunn, Inc., 
which may have been a licensee of Oliver-Finnie Company since the latter did not exercise 
any control over the nature of quality of the goods produced by Thomas & Dunn, Inc. 
Applicant, therefore, was first to use its trademark, and since opposer could not be damaged 
by the registration, opposition was dismissed. 743 


There was no intention to abandon trade name found in the instant case merely because 
the corporate name was changed. An informal license of a trade name is valid where licensor 
is closely associated with licensee’s firm, is in a position to judge quality of work, exert 
control and retains right to terminate license at will. 838 
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Plaintiffs entered into a licensing agreement with defendants, Dairy Quecn, wherein, to 
protect its trademark and insure the integrity and quality of the product, defendants demanded 
among other things, that plaintiffs purchase from defendants freezers used in making the 
ice cream with an option by defendants to repurchase the freezer; that no product other than 
DAIRY QUEEN would be sold on the premises without approval; that the name DAIRY QUEEN 
would not be used on any other product than the product of DAIRY QUEEN freezers in competition 
with it for two years after termination of franchise and not within 10 miles of the business. 
The question was whether or not defendants’ franchise agreement was reasonably necessary to 
protect the trademarked product or whether it was in violation of the antitrust laws. The 
Court found that the purchase and option to repurchase freezers did not constitute a “tying 
agreement to suppress competition.” Plaintiffs failed to show that any other type freezer 
would produce a product satisfying defendants’ standards. Therefore, the agreement was not 


an unreasonable restraint of trade. 1213 
750.5 RicHt To REGISTER Article: 641 
750.6 TirLe 
Under trademark law mere conception of the term gives no trademark rights and it is the 

actual use in connection with a particular business that is required. 313 


Court reluctantly approves bare sale of bankrupt’s trademarks and good will apart from 
business, but questions assignee as to its subsequent fair use and nonuse of marks. 590 


By acquisition of stock of assignor, assignee corporation acquires trademark subject to 
prior impediments; assignee’s subsequent use does not cure prior abandonment by assignor. 


590 


The court found that the words HoT sHOPPE had been used continuously by defendants 
or those in privity with them from a date prior to the publication of plaintiff’s registration 
under the Lanham Act, even though the defendants acquired the business from a previous 
owner after it had been shut down for one week as a result of former owner’s bankruptcy. 
Although it is necessary to have a going business to which the name HoT SHOPPE is attached 
in order to transfer the good will of a business, this break in the chain was not sufficient to 
prevent defendants from being in privity with former owner. 1105 


800. OTHER STATUTES Article: 104 


800.1 ANTITRUST 


Refusal to grant a trademark license to one customer which is granted to a competing 
customer for use on or in connection with commodities which the licensor sells to both, may 
violate section (e) of the Robinson-Patman Act [15 U.S.C. §13(e)]. 463 


This case was an appeal from an order dismissing the complaint for damages under 
Section 4 of the Clayton Act. Appellant copyrighted the name of his newspaper COMMUNITY 
HERALD but the name was found to be common and descriptive and therefore the copyright 
was found to be invalid. Prior to instituting this action he had ceased publishing the newspaper 
for eight years and was attempting to print it again when as alleged he found that he was 
prevented from doing so by the monopoly of defendant and he sought treble damages. The 
court affirmed the dismissal of the complaint since there was no present injury to “business 
or property,” and anticipated business will not do. In discussing plaintiff’s right the court 
said that the name COMMUNITY HERALD did not qualify as a trademark since it was not 
unique and original. Neither did it qualify for protection as a trade name under unfair 
competition since there was no established business to which the name was appurtenant or 
any present economic interest to be protected. 504 
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An antitrust violation does not destroy the participant’s right to be protected from 
unfair competition unless the participant is seeking the aid of a court of equity to perpetuate 
an illegal system. 699 


Plaintiffs entered into a licensing agreement with defendants, Dairy Queen, wherein, to 
protect its trademark and insure the integrity and quality of the product, defendants demanded 
among other things, that plaintiffs purchase from defendants freezers used in making the 
ice cream with an option by defendants to repurchase the freezer; that no product other than 
DAIRY QUEEN be sold on the premises without approval; that the name DAIRY QUEEN would 
not be used on any other product than the product of DAIRY QUEEN freezers in competition 
with it for two years after termination of franchise and not within 10 miles of the business. 
The question was whether or not defendants’ franchise agreement was reasonably necessary 
to protect the trademarked product or whether it was in violation of the antitrust laws. The 
court found that the purchase and option to repurchase freezers did not constitute a “tying 
agreement to suppress competition.” Plaintiffs failed to show that any other type freezer 
would produce a product satisfying defendants’ standards. Therefore, the agreement was not 
an unreasonable restraint of trade. 1213 


800.2 CopyrIGHTS 


The court held that the copyright notice need not set forth the family name or corporate 
name of the copyright proprietor, it being sufficient if the notice contains either the trademark 
or the trade name of the proprietor. 182 


Public exposure of product label in advertising material without copyright notice is not 
necessarily a dedication, since it is not a public release of the copyrighted commodity itself, 
but merely a public notice calling attention thereto. 422 


This case was an appeal from an order dismissing the complaint for damages under 
Section 4 of the Clayton Act. Appellant copyrighted the name of his newspaper COMMUNITY 
HERALD but the name was found to be common and descriptive and therefore the copyright 
was found to be invalid. Prior to instituting this action he had ceased publishing the newspaper 
for eight years and was attempting to print it again when as alleged he found that he was 
prevented from doing so by the monopoly of defendant and he sought treble damages. The 
court affirmed the dismissal of the complaint since there was no present injury to “business 
or property,” and anticipated business will not do. In discussing plaintiff's right the court 
said that the name COMMUNITY HERALD did not qualify as a trademark since it was not unique 
and original. Neither did it qualify for protection as a trade name under unfair competition 
since there was no established business to which the name was appurtenant or any present 
economic interest to be protected. 504 


Validity of copyright for an art work is subject to attack from prior publication by 
distribution of sweatshirts bearing substantially the same art work without notice of copyright. 
Such publication could be fatal to plaintiff’s claim. 1116 


800.4 Foreicn Law Articles: 136, 373, 390, 563, 673, 
688, 775, 974, 992, 1003, 
1075, 1091, 1153, 1309 


800.42 Treaties Articles: 25, 225, 248 
800.6 State STATUTES Articles: 13, 91 


The test of trademark infringement under the Lanham Act and of unfair competition 
under Illinois law is whether defendant’s use of a mark is likely to cause confusion as to the 
source or origin of the goods. 424 
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800.61 In General 


An unsuccessful petitioner under New York Penal Law, Section 964, which makes it a 
misdemeanor for one with intent to deceive the public to assume the corporate, assumed, or 
trade name of another, is not barred by res judicata from bringing a federal action for trade 
name infringement. 145 


Section 37-712 of the Georgia Code creates rights only when plaintiff shows a similarity 
that is confusing to the public within geographical limitations. 165 


It is unfair competition for a defendant to use the plaintiff’s own product in competition 
with the plaintiff by removing plaintiff’s trademark therefrom and substituting defendant’s. 
It also constitutes use of a “false trademark” in violation of section 2354, subdivision 2, of 
the New York Penal Law entitled “Offenses against trademarks.” 473 


An antitrust violation does not destroy the participant’s right to be protected from unfair 
competition unless the participant is seeking the aid of a court of equity to perpetuate an 
illegal system. 699 


By reason of its registration of its trademarks in Utah, and the sale by defendant of its 
products under such trademarks prior to plaintiff’s use, defendant is entitled, under the 
statutory law of Utah, to the exclusive intrastate use throughout the entire state of such 
trademarks and any other terms similar thereto, including the trade name AMERICAN OIL 
COMPANY in connection with the sale of petroleum products described in the registrations. 
Plaintiff by filing the assumed name affidavit obtained no exclusive right to use the name 
AMERICAN OIL COMPANY, since such choice and use of the fictitious name were subject to the 
prior trade name and trademark rights of defendant. Plaintiff acted as bulk plant agent 
for defendant’s predecessor, Utah Oil Refining Company, from 1953 until 1957. In 1955 
plaintiff filed under the assumed name statute for a business to be operated under the name 
AMERICAN OIL COMPANY in anticipation of a gasoline business to be operated by him. Plaintiff 
testified that prior to filing his assumed name affidavit, he had some general knowledge of 
defendant, its trade name and its trademark amoco from items which he read in trade 
publications. In 1960 plaintiff erected a sign on a lot he had purchased reading “Another 
American Oil Co. Station Is Being Built Here To Better Serve You.” In September, 1960 
plaintiff commenced making wholesale sales of gasoline and fuel oil under the name AMERICAN 
oi. co. Plaintiff’s invoices carried the trade name AMERICAN OIL COMPANY and the designation 
AMoco (since institution of the suit plaintiff abandoned claim to the name amoco). After 
commencement of the suit on July 1, 1961 plaintiff opened a service station under the name 
AMERICAN OIL COMPANY and has been selling gasoline and other petroleum products to 
motorists for interstate travel between Utah and points outside of Utah. Defendant began 
its business in 1910 and expanded its mark under the trademarks AMERICAN and AMOCO 
throughout all or parts of the middle Atlantic States and the District of Columbia. Shortly 
after its incorporation, defendant joined a corporate family of interstate major oil companies 
of which the parent company has been Standard Oil Company, an Indiana corporation. 
Until December 30, 1960 when the two companies merged, defendant was an affiliate of the 
Utah Oil Refining Company. Defendant from 1933 on increased its marketing territory in 
various states throughout the United States and in 1953 defendant registered its trademark 
AMERICAN in the United States Patent Office. In 1958 defendant registered its trademark 
amoco. Both registrations covered gasoline and other related products. In 1952 defendant 
commenced and expanded its marketing territory through related company licensees throughout 
the entire United States and registered its trademarks in all of the states, including Utah, 
where its trademarks AMERICAN and AMOCO were registered on February 19, 1953. On July 
7, 1960, Standard Oil Company (Indiana) publicly announced plans to reorganize its corporate 
structure under which Utah Oil Refining Company was merged into the defendant, and 
defendant, beginning on December 30, 1960, marketed and sold its petroleum and automotive 
products in the 48 states of continental United States under its registered trademark AMERICAN. 
The Utah District Court held that plaintiff’s acts and conduct in using the trade name 
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AMERICAN OIL COMPANY damaged defendant and that plaintiff’s continued use thereof would 
impair the value of the good will, business reputation and sales of defendant’s trademarked 
petroleum products. The court, therefore, entered a judgment and decree in favor of 
defendant. 860 


800.63 Dilution 


Where plaintiff has not shown that E-z cut has acquired distinctiveness, i.e., secondary 
meaning, plaintiff has not established a claim upon which relief can be granted under Illinois 
Revised Statutes, Chap. 140, Sec. 22. 276 


Although the exact scope of the Illinois dilution provision (Section 22) is as yet unknown, 
it is, at least, as broad as infringement under the Lanham Act for unfair competition under 
the Illinois law and, therefore, it is concluded that defendant has diluted plaintiffs’ trademark 
FLAVAROMA. 424 


Plaintiffs are entitled to an injunction prohibiting defendant from using the name 
FLAV-AROMA on instant coffee, but are not entitled to an accounting for profits because the 
Illinois dilution statute limits its relief to injunctions and in cases have ordinarily denied an 
accounting unless the products involved were in direct competition, or the equities of the 
situation dictated. 425 


Defendant’s use of the name POLARAID, INC. or POLARAID in its business of designing and 
installing refrigerating and heating systems is not likely to cause confusion with plaintiff’s mark 
POLAROID for optical, photographic and light polarization products. The court found that the 
defendant did not use the name with intent to trade upon plaintiff’s good will, that there was 
an absence of competition and confusion, and that consequently, there was no action for 
trademark infringement or unfair competition. In regard to antidilution Statute of Illinois, 
Section 15 of Trademark Act of 1955, the court said that it did not apply in this case, because 
the alleged infringing use had been initiated prior to the effective date of the Statute. The 
Statute expressly says that vested legal rights acquired prior to the effective date of the 
Statute are insulated from it. The defendant here, had vested legal rights in POLARAID, INC. 
and POLARAID prior to the Statute. Action dismissed. 1363 





